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TRADEMARK MANAGEMENT — IN ACTION 


At the meeting of The United States Trademark Association 
held at Excelsior Springs, Missouri, on May 20 and 21, 1960, our 
Executive Director arranged for a program which proved to be 
one of the most interesting since the inception of USTA. The 
Program comprised a panel discussion coneerning the creation 
and protection of a trademark. The panel was made up of a 
trademark board consisting of members having varied responsi- 
bilities in the trademark field. 

The discussion created such interest that it is believed de- 
sirable to apprise all readers of The Trademark Reporter® of the 
manner in which a “Management Board” operates for the adop- 
tion, promotion, use and later protection of a trademark. We 


publish in this month’s issue a transcript of the four-hour pro- 
gram which has been edited only slightly and every effort has 
been made to retain the informal and ad lib flavor of the meeting, 
which was very well received by those in attendance. 


To assist you in following the special expert experience of each 
panel member, statements by each are identified by the role of 
the panel speaker rather than by his surname and the Cast of 
Characters follows: 


Moderator 


Stewart W. Richards, member of the 
firm of Beer, Richards & Haller, and 
Counsel to USTA 


Management Team Role Text Key 


William G. Werner, In Charge Chairman Chairman 
of Special Services for The 
Procter & Gamble Company 


Lenton S. Dodge, Director of Director of Advertising Adv. Dir. 
Advertising and Sales Promo- 
tion, Gulf Oil Corporation 
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Alden G. Laufer, Assistant Di- 
rector of Marketing Develop- 
ment, Abbott Laboratories 


W. G. Reynolds (Scotty), Legal 
Counsel to the Advertising, 
Central Research and Public 
Relations Departments, E. I. 
du Pont de Nemours & Co., 
Ine. 


Consultant Team 


Thomas W. Clark, Vice Presi- 
dent and Account Supervisor, 
Young & Rubicam, Inc. 


Frank Gianninoto, President, 
Frank Gianninoto & Asso- 
ciates, Ine. 


Charlotte C. Klein, Vice Presi- 
dent, Edward Gottlieb & As- 
sociates Ltd. 


James M. Vicary, President, 
Trademark Management In- 
stitute, Inc. 


Director of Marketing 


Legal Director 


Advertising Agency 


Designer 


Public Relations 


Agency 


Market Research 
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Mkg. Dir. 


Legal Dir. 


Adv. Agency 


Designer 


P.R. Agency 
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THE UNITED STATES TRADEMARK ASSOCIATION 
83rd ANNUAL MEETING 


MORNING SESSION 
May 20, 1960 


The opening session of Trademark Management—In Ac- 
tion—convened in The Elms Hotel, Excelsior Springs, Missouri, 
at nine-thirty o’clock. The meeting was called to order by Mr. 
Frederick J. Lind, Vice President of Joseph E. Seagram and 
Sons, Inc., and Chairman of the Annual Meeting Committee. 


MR. LIND: On behalf of the committee of the Association 
it is my pleasure to open this, the 83rd annual meeting of The 
United States Trademark Association. 


(Mr. Lind then read a proclamation by Governor Blair of 
Missouri, designating Friday, May 20, 1960, as official U. S. Trade- 
mark day. This was later mailed to all USTA members and copies 
are available at the office.) 


MR. LIND: We have, I think, an interesting program. I am 
not going to waste time getting into it. 

At this time I take pleasure in turning the microphone and 
the stage over to our well-known Stewart W. Richards, who will 
act as Moderator for today’s program. 


MODERATOR: In this day and age when we have mass com- 
munication, supermarkets, television and radio, the job of selecting 
a trademark is no longer just picking a cute word to put on your 
product. The trademark, aside from being a mark of origin, is 
one of the biggest selling tools we have! So everyone in the com- 
pany who has anything to do with selling that product justifiably 
should have a voice in the selection of that mark. 

Since this Association has been in being it has endeavored 
to enlarge the businessman’s awareness and knowledge of the 
problems connected with the selection and use of the trademark. 
Until today the Association has promoted this program by such 
means as articles, symposia, bulletins, and even the publication 
of a book, which I hope all of you have read by this time, entitled 
“Trademark Management—A Guide for Businessmen.” 

However, your Association now feels that the time has come 
to change the format of these meetings, or this one in particular 
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anyway, and they have decided to let you see how this trademark 
know-how can be put to use in actual practice. 

Accordingly, today we will take you to the conference room 
of a company whose management is now engaged in the problem 
of selecting a trademark for its new product. For the next few 
hours you will be privileged to sit in on a series of conferences 
of the trademark management team of that company. 

Just remember that in a sense you are like the witnesses to 
an operation in the amphitheater of a hospital. Please, no coach- 
ing from the audience. (Laughter.) If you think the management 
is making the wrong decision, hold your fire. You'll have your 
chance later on. At the beginning of the afternoon session I hope 
you will jot down questions for the management team and their 
consultants, give them to me and I will do my best to see that 
they are answered. 

And now to fill you in on the scene you are about to witness. 
The place is any town, U.S.A. The company is The Tor Chemical 
Company, T-o-r, like high tor. For years they have been manu- 
facturers of industrial chemicals, repellents for plant use, insec- 
ticides, fire extinguishers, and whatnot. 

For the past year or more the research staff of Tor Chemical 
has been working on the development of a product for consumer 
use. This raises a host of problems. They have never tapped the 
consumer market before. The question is what kind of a name 
to use for this product. 

The house mark of Tor Chemical Company has been Torco. 
This has always been used in conjunction with industrial chemi- 
cals. Should this be used with this new consumer product or 
should the company get a new name for it? 

The new product is a water repellent and soil preventive 
liquid that one ean spray on clothing and on household furnishings 
of various sorts. It is supposed to keep things waterproof and 
to prevent soilage. 

Messrs. Werner, Dodge, Laufer and Reynolds comprise the 
management team whose deliberations you are now about to wit- 
ness. As the meetings go on, these fellows, and rightly so, will 
feel that they ought to take the advice of outside consultants. 

[ assure you that this series is completely unrehearsed. It 
comes to you live from the studios of USTA in Excelsior Springs. 
Any resemblance to persons or corporations living or dead is 
purely coincidental. In fact, the boys on the team were so con- 
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cerned about this aspect of it that they wrote out what they called 
an immunity clause, and I think it is so good I would like to share 
it with you because I want to make sure that when this meeting 
is over these boys still have their jobs with their regular com- 
panies. (lLaughter.) 


“The presentation today is based on a fictitious corporation 
with a fictitious product. The participants are role-playing char- 
acters in a drama. Their views as expressed here are in no sense 
to be construed as indicative of the policies or attitudes of the 
corporations or firms which they serve in real life.” 


And now the curtain is about to go up. The management 
team is about to begin the search for a trademark. (Applause.) 

The time is six months ago and all things are as they were 
then except for one thing—you are there. 


CHAIRMAN: Well, gentlemen of the management team, | 
hope you all had a good week-end with golf and fishing because 
we have a lot of work to do here and the president is pressing 
us pretty hard for some decisions. 

As you know, and as we all know because we are mixed up 
a little bit financially ourselves since we have some stock in this 


company, the president has a very, very high regard for what 
he calls our standing in the industrial world as a company, The 
Tor Chemical Company. That standing has been built up through 
many years of serving industrial organizations with a line of 
chemicals. 


Heretofore, we have never marketed a consumer product, that 
is a product for homes, housewives, and one to be sold from grocery 
stores, supermarkets, drug stores, etc. As you know, too, over a 
year ago in developing some of our industrial products some of 
our research people struck a line of gold which led to a house- 
hold product of rather remarkable results in actual use. After 
a year of research and tests that product, being tested house to 
house and in laboratories, seems to fill the bill in a very remark- 
able way. It is a waterproofing, soilproofing product that can be 
sprayed on clothes, upholstery, draperies, ete., in the home. 


I have discussed this product in a fairly broad and general 
way with the directors and they are enthusiastic, as is the presi- 
dent, over the possibilities of our company embarking into the 
consumer field with such a remarkable new invention. Of course, 
going into this field is going to take a lot of new thinking about 
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marketing, sales force, jobbers, contacts with retail trade, and 
other areas. 

But it also brings up a lot of questions of a new nature. such 
as we have never faced before in our business on trademarks. 
As you know, our considerations have been limited to one trade- 
mark, Toreo, and we have had a line of all kinds of boxes and 
barrels and carboys, of different kinds of chemicals with that 
trademark and then below it the name of the chemical product. 
Until now that has been the extent of our trademark problem. 
As you fellows probably know from your experience and in con- 
tacts with other companies, the trademark problem in most organi- 
zations which sell to consumers is by no means that simple. 

We have tentative approval in principle, you might say, for 
the plant to make this new product. The directors also realize 
that if we go into the consumer market—granted we make a rela- 
tively small local test to be sure that we are on the right track—it is 
going to take several million dollars of advertising and they are 
prepared to face that. The management has carte blanche to pro- 
ceed along those lines. 

The biggest thing involved in our whole program, as we see 
it, is the company’s reputation. We have a long history of serving 
the American public industrially and we just cannot risk that 
reputation in any way, because good will, as Marshall Field has 
said, is one asset that competition can’t undersell or destroy. We 
must protect that company good will. 

The company name according to government rulings and pack- 
aging regulations of the states, will have to be on the product, 
but the trademark for the product obviously has to be something 
else, something advertisable—usable in selling dealers, and usable 
for ordering by phone, over-the-counter or otherwise. That is the 
big problem we face in the marketing of this new product. 

I have talked to many people who are in the consumer field 
and out of this I have a kind of philosophy as to what this sort 
of name should be as we are preparing to select it. As I see it, 
it should be a bridge between our company and the public. It 
should obviously be a guide to the product so that people know 
how to identify it. It should indicate, not necessarily through the 
company itself but through one channel, the origin so the people 
can go to that place again and get the same thing. And it must 
be a channel of good will. 
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After we get into marketing, the name must help the public 
to classify the product. The name must also help the dealers and 
stores to classify the product. Obviously we have to be careful 
and you gentlemen in the marketing and advertising end and 
people we consult in that field will tell you quickly that it has to 
be advertisable and promotable. We can’t have some “gobble- 
degook”’ word that nobody but the inventor can understand or 
pronounce. The mark must look well on a package. 

We are going to have a spray package. Our technical people 
tell us that is the way the product should be dispensed. The 
mark should sound well over the counter, over the telephone or 
over the air. 

I am stressing the matter of getting outside opinion, in what- 
ever we do, to be sure that it meets the approval not of ourselves or 
our wives or our secretaries or our friends but of a disinterested 
public! 

The naming and marketing, the nurturing and protecting of 
a trademark affects an extremely valuable asset of the company. 
This asset each year becomes more and more valuable as you pour 
dollars worth of advertising and promotion and selling costs into 
it. It is apparent in this day and age that we have gone beyond 
the point where we can have any one man know it all or be the 
expert or be the bright lad that has all the answers. This is a 
job that requires teamwork—the teamwork of specialists. We 
can’t, for example, have strong selling without thought to the 
good will that is back of it. No “load’em” and “leave’em” policy 
with a new product like this is going to work in the store. We 
are not well known in the stores and we must think about that. 

We can’t have enthusiasm in advertising that goes way beyond 
the limits of believability or provability. We can’t have a name 
that infringes the marks of other people, or advertising claims 
that the government would criticize because they are not demon- 
strable, so we have legal problems. All of this emphasizes the fact 
that this is a team job; we must work as a team. 

We are surrounded with good will problems, the good will of 
the American public and the protection of the company’s good 
name. We are surrounded with public relations problems. All of 
this has to do with our relations with the public, the public’s con- 
cept of us. 

At this point I think it is time for me to ask some of you men 
in charge of specific branches of the company’s activities to help 
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us. Let’s keep in mind that, after all, this is a committee and a 
committee is supposed to be a body that keeps minutes and wastes 
hours. However, we don’t work that way in this company. We 
are going to get right down to the job at hand. 

IT will now eall on our Director of Marketing. 


MKG. DIR.: You know, we in the marketing department 
naturally look upon a trademark name from the promotional 
standpoint. However, we also realize that in modern business 
management the trademark is very important to many phases of 
the business and that is why we are here today, to play our part 
and show our belief in the importance of the trademark. 

In the old days in so-called marketing or selling you pro- 
duced, vou named it and you sold it or you tried to sell it. But 
today modern marketing management takes into consideration 
the consumer first. Does he need or desire the product? And then 
they try to build the product to this need. 

When we found the product the first thing we did, of course, 
was to measure the market, qualitatively and quantitatively, to 
find out if there really was a chance to sell it. When we found 
that there was a market we carried on with further research and 
put more money into it. It is foolish to attempt to develop a 
product, prepare it for the market, until you really know whether 
there is a market. 

We are going into a strange field since we have been only 
in the industrial market. We are now going into the retail field. 
In reality today there is no one between the manufacturer and 
the mass market in the retail field. The trademark name is very 
important as are all the things that it builds into the product. 
I would like to point out the ways to reach this mass market in 
America today. 

First of all with promotion. The promotion, which is made 
up of advertising and sales; the publicity, which is made up of 
your public relations; the packaging, which embraces design, and 
some advertising and sales; the product itself, which is the result 
of research and production; and the price, which is the thing that 
is developed by your financial divisions. 

All these things accomplish one thing, a purchase, and this 
purchase results in a profit. And the profit is the gasoline of 
growth. Without it you just don’t grow. And everybody wants 
to grow; they want to run as fast or faster than the rest of the 
market. 
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We will first bring you up to date on what our marketing 
division has done and what we think the trademark should accom- 
plish for us in marketing. We believe that this product will be 
sold in self-service outlets. It is strange that the American people 
today have not only adopted a self-service habit but also a self- 
service attitude. They really resent being waited on in many cases, 
except where they need professional help such as in the drug store 
or for certain specialty lines where they may need advice in 
buying a product. The American public today would prefer to 
shop around and make its own selection. 

The trademark is very important and we will bring out as 
we go along some of the other things about this mark on the 
package in this mass market in this self-service outlet. 

Now, what did we do in a marketing way to prepare this 
product for the market and then what influence does the name have 
on it? First of all, we determined where the market was and 
whether it was separated geographically. We believe that the 
product will be purchased by middle-class people, women mostly, 
and, as I said, in self-service outlets. We believe that the market 
will not be too geographically scattered, except possibly in the 
waterproofing area for clothing, but that it will be a pretty good 
over-all market throughout the country. 

We set a price on the product which will result in a profit 
which will allow for an adequate promotional budget after taking 
out the cost of distribution and the cost of production. 

We established a framework for a distribution system. We 
are entering into a new market and we can’t distribute through 
our present distribution system. We will have to distribute 
through wholesale jobbers and direct chain outlets and it will 
take a different sales force and distribution system. 

Our advertising force will talk about the way they will present 
the product to the public so that our salesmen will be more re- 
tailing specialists, going into the stores and showing how to dis- 
play the product and how to sell the product rather than actually 
making sales. 

We worked all the bugs out of the product so that we don’t 
take the chance of having it get on the market only to find out 
that it is resistant to heat or cold, and, therefore, have to with- 
draw it. All these things have to be considered before marketing 
a new product. 
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We have quality control standards established so that we will 
always have a uniform product, so that when we establish a trade- 
mark that means something, we will not have to lower the standards 
of that product. 

We are examining other uses for the product so that we can 
broaden the market by having more uses than we have at the 
present time. 

We have considered the possibility of licensing it in other 
areas. 

What will this trademark do for us in marketing? First of 
all, it will help us to establish a corporate image. Some people 
think a corporate image is not necessary but I think more and 
more companies are realizing that for several reasons it is a good 
idea to have a corporate image. I don’t mean just a visual image 
but a mental image. When you have a good product and a 
good trademark and something you can talk about, this enables 
you at the same time to help establish a good corporate image. 

The reason for that, of course, is multiple. You can have 
advantages of good corporate image in addition to helping sell 
your product. A good corporate image also helps to establish 
good will among stockholders for investment interests. It helps 
to establish employee pride—pride in workmanship—pride in the 
fact they are employees of a corporation which is respected. 
It tells the public a little bit about the company that is im- 
portant besides the product itself, such as the service of the 
company to the country in national defense or in other areas. It 
brings up the tie-in with the industrial side of our company where 
we can build up our corporate image in the industrial field through 
knowledge of the consumer in the retail market. 

The trademark also helps the product image, not just the 
visual image but the mental image and the recall that the con- 
sumer will have from the ability to remember the name. In our 
case, since we are first on the market and as far as we know have 
no real competition, it could well produce a demand image. By 
that I mean that since we are first and will have a good product 
and will be able to get it and plant it in the people’s minds, this 
image could reach the point where it becomes a prestige or a 
demand image and people will refuse to accept substitutes. 

When you have a good product, even if you have patent pro- 
tection, very quickly you get competition and if you can get this 
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image well established with a good name, chances are that your 
loss in sales from competition will be much less. 

We want a name that is not too likely to become generic, of 
course, and we will probably have to discuss that later. 

It is possible the name could lend itself to a line of products 
because, after all, getting into a new market with only one product 
is very expensive and your cost of distribution may be decreased 
by having a line of products to distribute. The image that is estab- 
lished could also help to establish products in the future that we 
may and should market. 

In these days of television and all sorts of modern advertising 
we are faced with what I like to call “survival of the space age” 
and that is the space on the shelf. A short name, a good short 
name, enables you to put a larger type on the package and also 
have a smaller package or even a narrower package so that you 
can get more packages on a shelf. There is a tremendous conflict 
going on in the supermarkets today to get as much space as you 
possibly can and with the innumerable products coming out it is 
very difficult to get as much space as you would like. So the 
shorter name with strong letters in it so it becomes a good name 
in spite of its brevity, enables you to get more space. 

Probably from a marketing standpoint I should talk a little 
bit about the economic side. All of you have read about the soar- 
ing sixties and the various names that have been applied to it. 
Right at the present time there are about forty-eight million chil- 
dren between the ages of five and nineteen in the schools and 
bulging the walls of the schools today. 

In the next ten years these children are going to get married 
and it is a biological certainty that the production is going to be 
phenomenal. Let’s say today there are fifty million family units. 
By 1970 there are going to be sixty-three million family units in 
this country—an increase of thirteen million units. 

These people are going to need clothing, they are going to 
need furniture, they are going to need all sorts of fabrics that will 
need our product. There is no doubt that barring an atomic catas- 
trophe that this is going to happen, because all indications are 
that these children are going to be born and this market is going 
to be fantastic. 

All I can say is that we know the market is there, we know 
we have a good product, and from a marketing standpoint we 




























































668 THE TRADEMARK REPORTER Vol. 50 TMK 


believe that the trademark that we pick today or that we talk 
about today can be very important to us. 


CHAIRMAN: Because this product, as we have heard, is go- 
ing to be a consumer product, obviously it is going to be adver- 
tised. That is the only way in the world we can tell the public 
about it and be sure that the public knows about it and puts 
money down on the counter for it. 

So, I think it is a good time for us to let our Director in 
charge of Advertising tell us his conception of the basic problem 
as he sums it up at the present time. 


ADV. DIR.: From Al’s remarks, I believe we might agree 
that there may be some areas of overlapping. It seems to me, 
however, there are good reasons for this duplication of our efforts 
because we have responsibilities that will be all ours before we 
are through. You have the product, you have the marketing setup, 
and somewhere along the line you roll back the curtains in the 
board room and see that big sign that says “What is the matter 
with the advertising?” And we don’t want that to happen. 

The agency will have a responsibility once we get them in 
the picture and we have a responsibility. Aside from all the 
research that we may do along the way, we feel that personal 
judgment enters into this very strongly and we have a high regard 
for that personal judgment. 

We know what we are all looking for with the ideal trade- 
mark that rolls off the tongue, that looks well in print, that comes 
close to having a specific meaning without being generic. Given 
these things we will have a memorable name. 

Sure, we want to keep it short, but let’s not keep it so short 
that we have to add a paragraph of copy on the front of each 
label to tell what it means, or we are in trouble. 

Once we get a brand name there is then the matter of the 
trademark design and, of course, that is the designer’s job. In 
advertising, however, we can’t keep out of that either because 
every little complication in design means that we have an addi- 
tional problem of some kind somewhere along the line. So we 
are going to be fussy about the design. 

I hope our designer, whoever it may be, will come up with 
something that just looks beautiful. However, if this is the rain- 
bow with gold and silver borders, what in the world are we going 
to do with it on all our black and white television programs? »So 
we will be fussy about that point too. 
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Suggestibility is something that we are looking for in this 
trademark. Maybe it shouldn’t be generic or close to generic, but 
we hope it suggests the idea of the general use of the product. This 
is going to save us a lot of money and a lot of time. 

At some point we will have a name that we all agree is pretty 
good. And, you know, this is a funny one, I looked through volume 
after volume of brand names the other night and I don’t suppose 
I checked off one per page that sounded good, looked good, had 
real meaning to it. This is a real problem because most of these 
brand names belong to responsible corporations. They spend a 
lot of time and money in finding these names and building them 
up and what are they? Pretty bad! 

Let’s face it. If this is the situation already, the odds are 
against us coming up with a red-hot trademark, a thousand to one, 
a million to one, I don’t know, but they are long. So this is no 
time to hold back or for anybody to go along with anybody else 
just for the sake of making things roll smoothly. 


CHAIRMAN: Isn’t a trademark, after all, what you build 
into it—with your advertising—plus the product to start with? 


ADV. DIR.: It is what you build into it, but if you can start 
with a good trademark in the first place you need do a lot less 
building before you begin to get something back. That is the 
problem. We have to be sure that our trademark has something 
in it before we start to put money behind it. 

We are going to have to get the agency into this act. There 
is no doubt about that. 

When we do get the agency people in here I will tell you 
what I want to ask them. I want to ask them whether our new 
product mark should be developed around or from our established 
corporate name and trademark. Ours is a fine old name. I will 
grant you we have an industrial trademark, but being an indus- 
trial trademark means something to me. It means that there are 
a million or two million or five million businessmen of some sub- 
stance who are very familiar with that mark. If the men have 
anything to do with buying this new consumer product, it is just 
possible that they will go for something with our old industrial 
mark on it more than they will for a brand new mark that they 
never heard of or saw before and with which they have no 
association. 
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CHAIRMAN: Don’t you think the mamas rather than the 
papas are going to be the ones buying this product? 


ADV. DIR.: Yes, I do think so, but this is a mother-in-law 
survey and you know what that is worth. But if papa is along at 
the same time he may say, “Don’t buy that, buy this, it has a mark 
on it that I know, it has nuts and bolts in it.” But this is one of 
the things that I think the agency has to go to work on. 

Then there is the question of packaging and products at the 
point of sale. 

I assume this stuff will sell in drug stores, primarily, and 
perhaps variety stores. But I would like to know just exactly 
where it is going to be on their shelves, what it is going to be next 
to, what it will compete with. I think that may be important to 
the very design of the package itself. 

You know what happened in the cake mix field. You used to 
have nice little packed boxes like this (indicating) and they stacked 
up like this (indicating). They started getting wider and higher. 
If you turned them edgewise you could hardly see them. 

This is the era of competition on the shelves and I think we 
have to be concerned about that fact with this trademark busi- 
ness—that is, that we don’t come out with a little spot package. 
I think the designer is going to have an entirely different problem, 
if we come up with a six-ounce spray bomb that is that high 
(indicating). At any rate, I think that is something the agency 
should also be consulted on, because they have had a good deal 
of experience in the shelf display of consumer products and they 
ean be of real help to us. 

Along with the matter of the corporate image is the ques- 
tion of whether the trademark can become a symbol of provable 
quality and distinction. I don’t know whether it is important. If 
we are only going to have this one consumer product it may not 
make a great deal of difference, but I think we should consider 
it now and not later. 

These are things that I am going to ask the agency or charge 
them to do, but, believe me, it is not going to be any one-way 
street. I fully anticipate from our experience to date that they 
are going to have their own ideas of what they ought to be doing 
for us and if they don’t, we should get rid of them. I don’t an- 
ticipate a nice mild discussion on this. I expect there will be a 
lot of disagreement and quite some argument, but when we’are 
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all done with it, I think we will agree that it has been worth the 
effort and the nerve frazzlings that have gone with it. 

Eventually both the agency and the client are going to have 
to live with whatever this decision is. It would be a horrible thing 
to go through the process we are talking about now and spend a 
few million dollars distributing and advertising and promoting 
this product only to find out that for some unforeseen reason we 
couldn’t live with it. 


CHAIRMAN: Married for life and no divorce. 


ADV. DIR.: Oh, boy, yes. I was just reading the other day 
about a company that had a hundred thousand cases of a product 
that the Food and Drug Administration won’t let them distribute. 
[ am sure that they thought that out very carefully beforehand, 
but this was the unforeseen chance and we don’t want that. 

There is one more thing. As far as our legal counsel is con- 
cerned, I do hope that all the rest of us will make it a point to 
see that our counsel is kept fully informed of everything we are 
doing. Not just what we are doing but why we are thinking the 
way we are and why we are doing what we are doing, so that when 
we get all through and go to him and say “How about it?,” he 


won’t get the impression that we are just asking him to say “Yes, 
you can do it,” or “No, you can’t.” That isn’t what we want from 
him. We want his help in enabling us to do what we want to do 
even if, on the surface, it looks like we might not be able to. We 
also want his help and his blessing in doing this thing the way 
we decide we want to do it. 


CHAIRMAN: Mr. Reynolds, please give us your ideas and 
point of view as you see this thing from a legal standpoint. 


LEGAL DIR.: In selecting this trademark, gentlemen, the 
lawyers in this company have the problem of keeping us out of 
litigation and in this connection there are certain yardsticks that 
we bear in mind which I would like to summarize for us now before 
we go into this product naming. 

Unfortunately, laws are the bundling boards of organized 
society in that they are designed to keep everyone out of each 
other’s hair. Trademarks are no exception. When we are se- 
lecting a name for the product, we are admonished by the law 
that if you are going to have a private word of the language as 
your trademark you must move with caution. You must leave 
the public free to use the dictionary meaning of words of the 
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language. For example, you are not barred from using the word 
Camel for your trademark but you are barred from trying to 
stop others from employing that word in referring to the well- 
known beast of burden. 

Now, we have some suggestions that have been made here at 
the top management levels by wives and by secretaries (laughter) 
that have come to my attention in advance of this meeting and | 
would like to use some of them to illustrate how we must govern 
ourselves in trying to avoid litigation by getting particular types 
of marks. 

One of these marks is puxBAk. Now, DUXBAK is an obvious 
distortion of two words of the English language and also it gets 
into competitive fields. We have the MALLARD raincoat that has a 
slogan, “Sheds water like a duck’s back.” We have a word here 


that is also almost descriptive of the function of our water re- 
pellent and soil repellent product. 

Because of this, if we were to select it and should go out 
and try to knock out a raider who had infringed the mark, we 
would probably be confronted with the old bundling board of 
organized society in this field of law which says you are in the 
field of descriptive terms, into the public language, and you shall 


not be permitted to have an exclusive use of this word puxBAk. 


CHAIRMAN: I am glad it is the law, anyway, because I 
can’t imagine our company with our standing and attitude toward 
clean competition ever using a name as a trademark picked out, 
you might say, right from the middle of a slogan of another man 
in a more or less analogous field. 


MKG. DIR.: Yes, but since that was the suggestion of the 
president’s wife, don’t you think we ought to at least keep it on 
the list? (Laughter.) 


CHAIRMAN: Let’s put it down just to be safe. Let’s be 
fair to everybody. 


MKG. DIR.: That’s one way to keep your job, you know. 


LEGAL DIR.: The second type of mark that has been sug- 
gested here is the word stapri, S-t-a-d-r-i. This mark is somewhere 
between a descriptive and non-descriptive word and also one that 
is an obvious elision of two words of the language, and it also has 
a saving grace in it. It is a little suggestive of the use of the 
product. ; 
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We are permitted in selecting trademarks to get subtle sug- 
gestion, but subtle suggestion of everything except features of 
our product which have been so overworked by others that we 
have no novelty in it. For instance, the word “premium” is a 
good example of a mark that is suggestive of highest quality, but 
everybody has used the word “premium” so much that we have 
great difficulty in having the necessary distinctiveness and unique- 
ness to get strong legal protection for it. 

A third suggestion made here is the term Buick. Now, BLICK 
has no connotation in the English language that I know of. The 
word slick is arbitrary and is, from the legal standpoint, the 
strongest target for us to shoot for here. 

I would like to have a check made by our outside consultants 
in the trademark field of the Patent Office registers and of the 
trade directories on any word or any group of words that is sug- 
gested to us before we make our final decision. This is a good, 
sound precaution because it forestalls litigation in advance. It 
means that by seeing who already has terms and trademarks and 
words in the field that we may be forced, or we may decide, to 
switch over to some other choice rather than to step upon the 
toes of some of our good friends or some of our arch competitors 
and get into serious and costly legal work. 

There is one other facet that I might mention here that we 
have to think about other than the infringers and that is the Fed- 
eral Trade Commission. One of the words which we had brought 
to our attention as a possibility before this first meeting was 
the word sorLpruFE, S-o-i-l-p-r-u-f-e. This gets into a combination 
of a word of the language, soil, with a distortion of the word 
proof, and the word proof happens to be one of the several words 
that the Federal Trade Commission reacts to about as gracefully 
as the bull does to a red flag. Such words like “all” or “best” or 
“antique” or “proof” have been so abused in the field of 
retail merchandising that whoever selects a mark or, for that 
matter, whoever uses the word “proof” in advertising without 
eareful qualification is likely to find him confronted with a sum- 
mons from the Federal Trade Commission to show cause why he 
should not cease and desist for overplaying an overworked word 
of the eight or ten words that I mentioned. 

So this is another facet where we will want to keep a weather 
eye out for the built-in message of the suggestive or descriptive 
words that we choose. 
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MODERATOR: Mr. Chairman, would you like to sum up 
for the panel and explain what you plan to do at the next meeting? 


CHAIRMAN: Gentlemen of the management committee, let’s 
get together two weeks from today. During this interval you will 
have a chance to consult and talk with your staffs and consult with 
the outside people you want to bring in, experts in these various 
fields that you have touched on. At that time we will want you 
to come forward with some recommendations of names that we 
can discuss as a management group. 

With that thought, let’s adjourn our management meeting 
here until that time and go to the other business at our desks. 


... RECESS... 


MODERATOR: We have had the benefit of the first confer- 
ence. The management team has defined the issues. They let you 
in on all the considerations that go through the minds of the various 
people who have a proper part in the selection of a mark. 

As you will recall, at the last meeting of this panel the mem- 
bers were instructed to go out and take the advice of outside con- 
sultants. They have done so. Two weeks have elapsed. They now 
return with their consultants. 


Before I turn the mike over to the chairman of that com- 
mittee, let me say that at the conclusion of this session I hope 
you will all take advantage of two opportunities. One is to write 
a question which you would like to have me submit to the members 
of the panel later on this afternoon having to do with the subject 
of their discussions. 

Number two, it would be interesting if the audience would 
vote as to their selection of a mark. Before this session is through 
we will have a number of suggested trademarks on the blackboard. 
We have taken count of all you good people. If you will write 
your favorite on a piece of paper, give that piece of paper to- 
gether with any questions you may have for the panel to Miss Fey 
and at the conclusion of this session we will announce the results 
and endeavor to get your questions answered this afternoon. 


CHAIRMAN: Gentlemen of the committee, I appreciate that 
the job that was thrown at you was one that required a lot more 
time than the management was willing to give, but we have to 
push along. We have something which we believe is very fine. 
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It looks like it is patentable and we want to push through to the 
marketing of it as quickly as possible because the profit oppor- 
tunities are extremely tempting. After all, I guess we should keep 
in mind the fact that this does take time and it is going to take 
time from now on in the way of thinking. As Mr. Heinz of pickle 
fame was supposed to have said, “You can’t make a good pickle 
just by pouring vinegar on a cucumber. It has to soak a while.” 


You men have had a chance to soak up a little of this and 
we are going to do some more in the next few weeks with our 
staff and with our consultants, but at the present time it is up 
to us now to come forward with our evaluation of this problem 
as we see it and to center our activities in this particular meeting 
on the selection of a possible name or names for the product. 

Mr. Laufer, will you start the discussion in respect to this 
program from a marketing standpoint? 


MKG. DIR.: First I would like to mention, I know the ad- 
vertising people always blame it on the market research and the 
marketing people if the product doesn’t sell. They kind of resent 
the mother-in-law survey that you mentioned a few weeks ago. 

You know, I have heard that you define a statistician as a 
man who has his head in the oven and his feet in the icebox and 
on the average he feels comfortable. (Laughter.) 


ADV. DIR.: That is pretty close to the fact, I guess. 


MKG. DIR.: Well, I know, but believe me we really did 
conduct a pretty good survey and we think the product will sell. 
We realize, however, that we don’t know enough about this 
new field we are getting into and we should call in outside con- 
sultants. So I have for you here today a man who I believe has 
the wide experience in the retail field to help us pick a good mark. 
I would like to now introduce the market research consultant. 
Will you tell us how you can help us? 


MKT. RES.: Let me first congratulate your management 
team here because not alone is it an unusual thing to have a name 
committee, and that really is what you have here whether you 
eall it that or not, but frequently it is hard to get them to sit 
down together at one place and bring somebody in to talk about it. 

The present state of the art is usually that one or two fellows 
are stuck with this kind of a problem and they really don’t have 
any authority to move or decide in the end. And, believe me, you 
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almost never find that the attorney has been consulted. He is 
probably the last man to be drawn into a problem of this kind 
by people who are trying to dream up names. Perhaps there 
are reasons for this that don’t meet the eye but so frequently 
who suggests a name is far more important than the value of 
that name itself and that was demonstrated here this morning. 


Furthermore, in the present state of the art, most companies 
use only lists to choose from and marketing researchers are sel- 
dom employed, because we haven’t developed the state of our art 
completely in this area either. We haven’t had to do so. But the 
exceptions for this would be, perhaps, in the cosmetic and drug 
fields and, of course, now where you have a chemical company 
going into the consumer field. 

Also we are called in on corporate name changes perhaps a 
little bit more seriously than we are on the naming of new prod- 
ucts. Frequently the engineering department has spent more than 
their budget already getting it up to this point and there is just 
no headroom left in your funds to go ahead with the seeming 
novelty of market researching a name. 


Essentially the research problem here operates on three levels. 
First, you get your objectives down on paper. Then, you begin 


building lists from every conceivable source and don’t bar any 
of them. You get them from your own personnel, you get them 
from the public relations people and from your outside counsel. 
If you have a designer at this point, somebody you have used in 
the past, get him in and get him in fast. Use your advertising 
agency; they have creative people there and have them build a 
long, long list for you. Your friends, yes, and wives. 


CHAIRMAN: These ideas that come from the outside are 
loaded, I think. That is what my legal counsel has told me again 
and again. 


MKG. RES.: Perfectly all right, put them in the list, let 
them be considered; there may be a sleeper in there. Or you may 
have some name that is a transition to some better name or some 
better coinage. 

After you have these long lists you must find some systematic 
way of organizing those lists in terms of your objectives and you 
have to be able to pick out the good names from those that you 
would reject and it is not very difficult to do. Your attorney can 
go through an elimination contest and so can your advertising 
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people on judgment. They can organize these lists pretty well. 
As a matter of fact, in the process of organizing the lists is a test 
of the objectives you put down on paper. 

First, what I would need from you as a management team 
are your objectives and you must know that these objectives can 
be changed at any time you wish. This is a creative process we 
are involved in. But let’s sit down together and have those ob- 
jectives to start off with and at any time at all, right up to the 
end of your project, you can change those objectives. 

The next thing you must tell me is whether you are going to 
let me build any of the lists at all. We can dream up names also, 
you know. And out of our research we can frequently get dis- 
tortions out of the field—coinages, suggestions from our inter- 
viewers who are working on such projects regularly. 


ADV. DIR.: I think we want the help of the outside man 
in that respect, don’t we? 


MKT. RES.: Then let us help build your list. 

The standard procedure is this. The first stage is really a 
semantics study, so that we can get memorable names, names that 
are easily pronounced and are pronounced in one way each time. 


We get this in little samples, in New York samples where we 
ask people to simply look at each of these candidate names one 
at a time and to tell us what comes to mind. 


ADV. DIR.: Do you just do this in New York? What about 
the people in Wauwatosa, Wisconsin? 


MKT. RES.: We are sampling the language. We have one 
language in this country and with radio and television and the 
rest, if it won’t work in New York and you have a nationally 
distributed product, you’re cooked. 

3ut what we do do is go to bus and airline terminals, places 
where your tourists are and try to get a cross section. 


But this is an elimination contest. Relatively few cases are 
used each day. These lists, about ten names in a pack, are sent 
out with an investigator who conducts free association tests. First 
is what comes to mind. Then we ask the individual to read them 
aloud—we get our pronunciation check there—and tell us what 
kind of a product it reminds them of. Having put the list away, 
we then ask the individual to tell us all the names they have seen 
there to get the memorability or the recall. 
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At the end of the day this comes back and if you find some- 
thing here, one word, which reacts very, very badly, on the basis 
of eight or ten or a dozen interviews, you can throw it to one side 
as rejected. Sometimes you can even reject a whole group because 
a particular syllable is obviously functioning in a manner that 
would hurt any name you might select. 


MKG. DIR.: Might be a swear word in Chinese. 


MKG. RES.: Well, ordinarily the swear words and words of 
that kind do not come out directly. They come out indirectly in 
terms of poor recall or a hesitant association or something of 
this kind. Ordinarily they will not give you a “four-letter” word 
in our language. But we can detect a cover-up quite easily. 

Those words which are obviously rejected we throw out of 
the list. Those that we think should remain in for a while we 
leave in. We will insert another one of your words; we work from 
the top of your list as you have ordered your list. And we take 
that packet away from that investigator and give it to another 
investigator. Each investigator every day gets a new list so we 
don’t have any bias from the interviewer. 

We can handle hundreds of names this way and what we do 
is get the best of these names sampled more carefully. If it is left 
in the work for a while, you see, we can get up to fifty or sixty 
eases, all around different terminals and with different inter- 
viewers, and so on. We have really quite a nice little test on that. 
Those which have been rejected can be rejected for one associa- 
tion. As soon as you can spot some kind of a problem, just throw 
it to one side. We report everything we test. 

What we do is order these lists in terms of the best ones for 
you to consider and then those that are maybe possible. We may 
have to get down into the area of the possible names you may 
suggest yourself as a management team. There is something we 
may want to work with here, one or two of these may look like 
something else we have played with. Maybe we can spell it dif- 
ferently or something of that kind. 

The rejected list we give you with the data and we also give 
you the list of all the other names that have come to mind, some 
that are very, very funny and absolutely wrong, but we include 
those so that you will see how we have been exploiting your in- 
structions to us and the objectives. Again you may see some- 
thing in those rejected lists that have not been tested that you 
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know is not going to work but you want to see it anyway, so we 
will go out and test that too. 

We come back to you with a report, a written report, usually, 
unless you get us on the phone and you are in a mad hurry. We 
come back to you in two to four weeks with this kind of thing. 
And this is just the first go at this matter, actually. We have the 
data with us. You check our work and our recommendations at 
that point against your own objectives. Believe me, we don’t 
come in with objectives. You have to put us to work. And at 
that point you can see whether we are following your objectives 
and can slap our wrist. 


ADV. DIR.: After all, it is our millions of dollars that are 
going to be spent in advertising this. I think that is only fair. 


MKG. RES.: Absolutely. And we get our wrists slapped 
occasionally. 

On the other hand, from the data we furnish which reflects 
what the public’s reaction is to your words and our words, you have 
an opportunity to revise your objectives. Those objectives need 
not be rigid. Keep revising them because we are learning as we 
go along in the sifting-out operation. 

If legal counsel has not been brought in at the beginning, we 
ask that the legal counsel at least be advised of what is going on, 
if not actually brought in as a member of the committee. 

After you have thrown out anything you want to throw out, 
the top names we have are sent for a legal check. In this instance 
we are possibly going into an export market. While your legal 
check is going on we simultaneously check the best names that 
are going through your legal check, against our taboo language 
files. We have collected all the profanities and obscenities, and 
so forth, from some twenty-two different languages important to 
commerce around the world. It is an alerting system. It is not 
the deepest thing possible, but on the other hand, dictionaries 
don’t carry these words and linguists and translators might stum- 
ble. This is a rough check that we do. It is a very new thing and 
nobody else has done it. 

At this point we also ask that your designer start working 
on the problem to wrap a graphic mark around some of these 
candidates and start him thinking creatively about it. This illus- 
trates to him that there are a lot of different possibilities and you 
may find a mark that may lead to the selection of the name, if 
you let him in on it soon enough. 
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When you come back with some marks, you then have ap- 
proved candidates from your legal counsel and your whole team 
had a chance to look at it and decide what you want. We then go 
to a national field test, if you are going nationally, with four to 
six, perhaps even eight candidates and we select from that list 
the best name and the best mark, showing you all the data for 
it. We have never been caught with a tweedledee-tweedledum sit- 
uation on a national field test. We are able to sort this out, fan 
it out, in many, many different ways. 

This does not mean that management teams have always taken 
our first suggestion. Having seen a national field test and gone 
through this process, in the final analysis they may change their 
objectives at the very end and pick number two instead of number 
one. We may fight with you about that, too, but at least you 
know what you selected and what you have put to one side. 

We do a pretty good job on this naming business, but the 
research that we do on the mark is a far more difficult thing. We 
are now really only getting into this in depth. Although we have 
been in it for some time, we are only beginning to make sense of 
it today in relation to the existing problems. 

This study produces, as you see it here on a national basis, 
the base point for the image of your product. You will know 
what the public thought of the name before you start and you 
will then have an opportunity to do a similar study to find out 
how are you building that name and image after you introduce 
the product and this is what we are moving toward also. 

I would like to know your objectives. Where are your lists? 
How much time are you going to give me? What kind of samples? 


MKG. DIR.: Well, we will get together with you and give 
you the objectives. As far as how much time we are going to give 
you, we have a motto in this company that says “Look at your 
watch instead of the calendar.” (Laughter.) Perhaps that will 
give you the idea that we want it quickly. We want to get it 
before our competition does although we do realize that it takes 
a certain length of time. We will get together with you, give you 
the needed data and then you can come back with a report. 

As far as design is concerned, we have a consultant here to- 
day that can make anything look good. He is one of the country’s 
foremost designers. 

Frank Gianninoto, would you tell us about what you are go- 
ing to do for us in the way of design. 
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DESIGNER: Thank you very much for calling in the de- 
signer before the fact. 

At the outset I would like to say that there are in use today 
so many bad marks that some of them are so bad they are good. 
This is rather interesting. 

It is very, very important in selecting a name that you con- 
sider its brevity. Very short words are always best. Keep away 
from double letters of the same type, two n’s, two m’s. They are 
very, very difficult to handle. Ascenders and descenders in a word 
on the other hand are very interesting. 


CHAIRMAN: Gianninoto would be lousy, wouldn’t it? 


DESIGNER: Terrible. But there is a name that is so bad 
it is good, because even when you mispronounce it you recognize 
who it is. (Laughter.) [Ed. note: Pronounced “J ohnny-no-toe.” | 

To begin with, we like to develop a profile along with this 
team for designing and creating a new mark. If it is a product, 
it is a product profile. If it is a mark, it is a trademark profile. 


There are many considerations in developing a profile. The 
mark must symbolize the product and reflect the integrity, the 


kind of company it is, wherever possible, because this becomes a 
very valuable public relations tool. 

It is just like ELsre, the BoRDEN cow. This reflects the kind 
of business they are in. It is friendly, it is good public relations, 
it has recall, and it has product association throughout. That is, 
I think, a good illustration. 

The mark must be simple, it must be bold, it must be forceful, 
it must be dynamic, it must be contemporary, it must avoid the 
old because we are not designing for yesterday, we are not de- 
signing for today, but we are designing for the tomorrows. It 
must be enduring. Therefore, we avoid anything that is dated. 
There were so many good design forms created for centuries that 
we have a terrific source for inspiration and guidance. 

The name, of course, must be compatible with the kind of 
product that it is, and so when this team gets to work on names 
consider this. It is a very, very important thing. I realize, too, 
that even a bad name can be made to work if you spend enough 
money on it, for these are not days when we waste time and money. 
We like to launch it like a jet plane—it takes off and it succeeds 
immediately. 
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It must be reproducible in all kinds of media and in all man- 
ners, in sizes from the smallest little bug up to a twenty-four 
sheet poster. It must function on television, it must function in 
an ad, it must function on the package, and in one or a dozen 
colors. It must function in three dimensional form because there 
are so many ways of getting the most out of your mark. 

It is also very, very important that you get a designer who 
knows the marketing aspect of the problem. He must support 
his convictions and his choice of design and have a good working 
relationship with the team. Togetherness is a good word there. 

I think briefly that this sums up some of the design objec- 
tives. 


CHAIRMAN: I think it is about time for us to get a little 
of the viewpoint of our advertising department and particularly 
after consultation with the advertising agency. We’ll turn now 
to our Advertising Director and ask that he give us a little adver- 
tising philosophy. 


ADV. DIR.: As I told you, we have discussed this matter 
with our agency and Mr. T. W. Clark from the agency is here 
today. I know you haven’t had time to get very well acquainted 
with him and I think I should warn you in advance that our 
agency has one thing in common with our good legal counsel 
and that is they are very much like the doctor who continually 
complains that he never gets any patients unless they are sick. 

But since we have never discussed this “trademarking’’ with 
our agency, I think that it would be a good idea for Mr. Clark 
to tell us just exactly what their broad services are. He seems 
to think that they have a lot to offer us other than just picking 
a name. I think you would like to hear about it. 


ADV. AGENCY: I think because you men have not used an 
agency before you might like to have an idea of how an agency 
feels about a new account. I give credit to Carl Conable for this 
little poem that best describes how an agency feels about a new 
account. 


¢ 


Hail, master of the agency, 
Kowtow, salute on bended knee, 
And when he speaks don’t disagree, 
Be pliant. 
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Convince him that you’re on the ball, 
That he’s in truth your all and all, 
But do it smoothly, never gall 

This giant. 


You sold him once, now keep him sold; 
With service reinforce your hold. 

He may not glitter, but he’s gold, 

A client. 


And as a bonus bye and bye 
You may find out you like the guy. 


(Laughter.) 


Seriously, gentlemen of the Tor company, we are delighted 
with the opportunity to be on the ground floor and see a new 
product that has just been born and watch it grow. This is worth 
all the envious back stabbing that we expect to get over the years 
from you as our worthy client. (Laughter.) 

Let me just briefly point out what an agency is all about. It 
is not a bunch of martini-drinking fraternity boys that use the 
Grand Central cardiac elevator from the lower level every day. 
We are a bunch of businessmen, all seasoned businessmen. We 
are a group of individuals who are dedicated to a knowledge of 
what makes a consumer do what he or she does in all sorts of 
situations. Many of our people are people of great talent who 
had been put in a straight jacket in a client organization, had to 
breathe a little and came into the agency business. 

Here are some of the services an agency has to offer. We 
have marketing service. In the marketing department are men 
with broad sales and brand management background in all types 
of consumer products. 

In our media department we have experts in the analysis 
and purchase of all types of media—newspapers, magazines, radio, 
television, outdoor, skywriting, matchbook covers, anything that 
you can think of for advertising that can be exposed to the public. 

We have a radio-TV programming department composed of 
skilled show business people, who know talent and can develop 
and nurse a program suitable for all types of audiences. 

In our copy department, are our creative people, whose pri- 
mary satisfaction in life comes in creating radio, television and 
print advertising. 
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We have an art department, all experts in translating a copy 
story into story board. 

We have a production department, a department that takes 
the story board, the radio script, the print layout and executes 
each into its final form that the public will eventually see. 

We have a research department, probably the finest research 
department in the business. Not only do we research trademarks 
but we research the consumer, the market, the product, the copy, 
the media, TV programming, and so on far into the night. In 
fact, we can do anything in the research department. (Laughter.) 

Gentlemen, so far in this meeting this morning there have 
been seventeen references to the agency. Now, this is just typical 
of the way management in some client organization shows a grudg- 
ing deference to agency ability. It is a great American institution. 

I want just in closing to give you kind of a background as 
to what we have to offer and to plead with you not to be carried 
away by your emotions in the selection of a trademark. This is 
the most difficult problem of all we have, that of people getting 
imbued with the idea that they can answer for a hundred sixty- 
seven million people in this country. It just plain isn’t true. 

The selection of a mark is almost as important as the quality 
of your product. You will be spending millions of dollars to gen- 
erate acceptance and awareness of your name. So don’t take it 
lightly. 

In the selection of a mark please remember that the agency 
has people who are skilled through long years of experience in 
knowing what can be done with a name, the pitfalls in advertising 
that we can run up against in a name, so be careful. From here 
on out we will do our very best to give you the advice and counsel 
of fifteen hundred people who know something about the selec- 
tion of a mark. 


CHAIRMAN: Thank you, sir. I think some of your eau- 
tions are very much in order. 

Before we go to the specific elimination of some of the names 
we have under consideration here and before we center too much 
on one or two names, I would like to repeat here that this is a 
perfectly brand-new market for our organization since we have 
never been in the consumer field before; it is an amazingly inter- 
esting and exciting new development of a product that has never 
been on the market before or in the shop of any retailer; it 
is something new. We thought we needed at this juncture par- 
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ticularly the advice of an outside public relations counselor. Every- 
thing we do with this product is going to be tied up left and right, 
forward and back, and up and down with the publie’s attitude 
and our attitude toward the public. 

I am going to call on Charlotte Klein at this time to give 
us some of the cautions she would like to offer us from the stand- 
point of a public relations counsel. 


P.R. AGENCY: Thank you. 

| would like to add my congratulations to The Tor Chemi- 
cal Company, for being an enlightened company and having 
foresight instead of hindsight. So often the public relations peo- 
ple, as well as other people here, are called in when the company 
is in trouble and when they are attempting a cure rather than 
preventive techniques. 

I am happy to be here on the ground floor to tell you a little 
bit about the public that you are going out to meet and to make 
some suggestions to you, some advice and counsel, on public 
relations. 

First of all, I think that your problems in selecting a trade- 
mark are involved with much more than merely the selection of 
a name that is going to be on your goods and that is going to 
depict your goods. It is a three-pronged adventure that you are 
involved in now because you are going into a new field, from in- 
dustrial work into meeting the consumer. The proper introduction 
of your company to the consuming public is very important. The 
second thing is that you are launching a new product. That, too, 
takes many, many considerations. And finally you are launching 
a new name. 

All three of these things are unfamiliar to the public that 
you are seeking, so you must keep in mind the basic issue of 
what the reaction of the public is going to be to your name, be- 
cause your trademark is going to be the calling card to the con- 
sumer public for your company and for your product. 

We understand that this product is going to go primarily 
into the home and be of primary interest to the woman consumer. 
Well, gentlemen, you all know the statement about “woman is 
fickle.” Well, the consumer, who is the woman, is very fickle and 
very— 


CHAIRMAN: Never underestimate the power of a woman. 
(Laughter. ) 
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P.R. AGENCY: Yes, indeed. And she is going to be very 
fickle about products. However, there is another thing that we 
know about the woman consumer. She can be intensely loyal to 
a product that she finds good and to a company that she respects, 
and we want to go after the loyalty of the woman consumer. 

So a great deal, again, depends upon your calling card, your 
trademark. It has to tell the woman and other consumers many 
things about that product. It has to tell them what it is; it has 
to tell them something about the quality; it has to tell them who 
is behind that product. 

Also, is this product name going to help to develop the sought- 
after corporate image of your company? You have a great repu- 
tation in the industrial field but you have to carry this over into 
the consumer field. So you must think about what is in the name, 
the sound of it. Does it carry the respect and dignity that you 
have established in the industrial field? What is in the picture 
of the name? When a consumer sees that name it is going to 
mean a thousand words, as pictures do, and it is going to mean 
a thousand words about the product and the company before that 
customer even is able to try it. The sound and the picture of the 
name must be in a position to impress her and impress her to 
buy it. 

After all, you are going to be in the business of seducing the 
female. You should be thinking about the ways and means of 
doing this with dignity. 


CHAIRMAN: I think at this point I should drag something 
out 1 was going to say after you were finished, Charlotte, and that 
is, the art of not treating people the way we sometimes treat our 
relations, that is public relations. 


P.R. AGENCY: I think this brings up the point of reaching 
out to that consumer in a friendly manner. The copy on your 
packaging, in your advertising and in your promotional material, 
has to be on a friendlier basis, perhaps a semi-scientific basis, 
too, to get across the point of the product: It should be bright 
and attractive. : 

Going along with the trademark itself, you will need a generic 
term for your product which is going to lead the consumer back 
to your company. By this I mean for use in promotion or in 
publicity when we go to newspaper editors and talk about your 
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product and what it can do and hope that they will print some- 
thing about it in the editorial columns of the newspapers. 

However, the generic term is very necessary in publicity be- 
cause very often since we don’t pay for this kind of copy many 
newspapers just leave out the trademark. So we will want a 
generic term for your product which will really lead it back to 
your very product and not someone else’s. So I think you should 
keep that in mind, too, when you are developing your trademark. 

Also your generic term, as your legal counsel has probably 
told you, can help you prevent the loss of your name, prevent it 
from becoming a generic term. You can safeguard yourself by 
having your trademark and your generic term working together. 

Again since we are in on the ground floor, this is a unique 
opportunity in the trademark field of launching a new trademark. 
We can really start from the beginning and keep our records and 
promote this trademark so that its loss can be prevented and so 
that its establishment in the minds of the consumers starts afresh. 
We can build. 

In the old days that wasn’t so. A product was named and it 
was often sold on the basis of a name without a generic term 
along with it and then we had to come along and try to cure some 
old problems. Now we can use preventive techniques. 

I would suggest right away that we establish records of 
developing this trademark which can also be utilized in promotion. 
That is, let’s take a picture story of just what we are doing right 
here, the process that this company has undergone in developing 
its trademark in all of its steps. Maybe you can take it step by 
step through pictures or films and we in public relations can use 
this to place with a magazine, with a trade journal, with your own 
employee publication or with the business sections of the news- 
papers or in business magazines, and tell the story of how The 
Tor Chemical Company established its trademark. 

Right away you can see several values to that. First of all 
it is going to help publicize your new product and your company 
in the consumer field. Secondly, it is going to establish your 
trademark and perhaps, I hope, help the legal department and 
be useful in company records. 

There are other things that you should think about when you 
establish your new name because you want your entire company 
personnel to be on your side in keeping this trademark. So, you 
want to prepare for a company ceremony to launch your product 
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and your mark so that right at the beginning all of your own 
employees will know that this is the company’s trademark and 
it will be saved from possible misuse. Start here at home. 

Then I would suggest that you plan for a press party or a 
press announcement in which your production staff will do some 
demonstrations on this product and put across the point of its 
trademark then and there. This is a unique opportunity to gather 
the members of the press, magazines, radio and television, who 
are interested in this new product development and establish your 
trademark with them, so you won’t have to go back later and try 
to correct misuses that are evidence in court. 

Thirdly, you will want in your sales meetings to establish 
the fact of the trademark, too. So often in companies the enthu- 
siasm for merchandising a product and selling it and getting that 
point across precludes a statement about the trademark aspect of 
this. You want your salesmen to talk about your trademark 
completely and correctly, so find this opportunity in your sales 
meetings. 


CHAIRMAN: Pardon me. That, I suppose, goes also for 
dealers. In other words, you want to be sure that because of the 
stimulation and excitement and persuasion of a salesman, they 
don’t carry, in their dealer ads, a crazy misuse of the trademark 
as an excuse for a special sale. That is, for example the chain store 
ads stating the price. 


DESIGNE#: If you designed it properly you don’t need all 
these other crutches. (Laughter.) 


P.R. AGENCY: Let’s talk about another crutch. You should 
think about getting a leaflet made up about your trademark. This 
is useful in explaining the trademark to the company personnel, 
to your outside dealers, to the press, to the writers who are going 
to write about your company. There are many, many useful pur- 
poses for such a leaflet. It can go to stockholders and to clients. 
It will inform them not only about the trademark but about the 
company itself. You can go further, if you have the budget, and 
develop a film about the trademark and you can go into institu- 
tional advertising in the media where it will be most telling and 
will help to prevent a misuse in the press field. 

Another important aspect to think about is to inform the 
community in which you are producing your product, that is where 
your plants are. Don’t forget that community. It has a loyalty 
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to your company and it should know about your new product and 
your new trademark and it will help to sustain it and maintain it. 

Also another aspect which will help to establish your trade- 
mark as well as your company is exploiting the name through 
publicity to the press, radio and television, and this is where our 
firm comes in very strongly. We will publicize the trademark and 
the product to all of the communications media on the editorial 
level. You want to hit the women’s pages. 


CHAIRMAN: Will you promise also—the lawyer tells me 
about this all the time; it seems to keep him awake at night— 
that you will never let the newspaper print the name of the thing 
with a small letter? 


P.R. AGENCY: I have no control over the press but I will 
do my best over lunch to tell the editor that it will be capital 
punishment if he doesn’t capitalize the trademark. 


ADV. DIR.: You can see the worry about that in the bulldog 
edition. 


P.R. AGENCY: Yes. I think that is why I stressed the im- 
portance of a good generic term that will lead the consumer back 
to the company. There is no control over the press but there cer- 
tainly is a way of helping to educate the press about your trade- 
mark. 

And we can get to the consumer, too, through women’s clubs, 
department stores, through tie-ins with other products, and with 
decorators. They should be involved with this since it is a soil 
preventive on fabrics, home decoration fabrics. We will get celeb- 
rities to use the products and then publicize them. We will get 
to the schools and college home economics departments and tell 
the young people about this so that they will be ready to buy your 
product and so that they are convinced of its usefulness in the 
classroom. 

Then thirdly, I think we ought to think about protection and 
prevention. We should set up the machinery now to go into action 
to prevent the misuse of your valuable trademark. The leaflet 
will help to do this, as will the film and institutional ads. We will 
start a clipping service on the new name that you select and be 
able to track down any possible misuses that the press or radio 
and TV may get involved in. We will write letters to them in 
true public relations fashion so that they won’t get angry at the 
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company, give it a little bit of diplomacy and a little journalistic 
bent, and elicit good public responses back to you to have in 
company files. 

Then think about having your trademark put on your postage 
meter, on all of your envelopes that go out. Tell about your trade- 
mark in your house organ, use it on your stationery, your wrap- 
ping paper even, so that you get across this new trademark—the 
good will ambassador for the company and for its products. 

And then another thing I would like to bring out is that the 
whole process that I have talked about should be repeated peri- 
odically. There will be new people coming into your company, 
there will be new editors on the newspapers, new people coming 
in to whom this story should be told again so that the trademark 
is maintained as the cornerstone of your business. 


CHAIRMAN: Thank you very much. 

In order to bring this thing to a head from the standpoint of 
the thinking of the organization at this point, I am going to ask 
our Marketing Director to put on the blackboard a number of 
names. Some of them have come through one channel or another, 
as has been explained to you. Your consultant also had some of 
his people do some preliminary trying out in their own shop of 
possible names. We will just read off those that have been, you 
might say, passed through the elimination of the first steps since 
they were questionable from one angle or another. 

Now, Mr. Laufer, will you put these on the board as I read 
them, please? 


MKG. DIR.: Yes, and then by eliminating these names, or at 
least some of them, it will make it easier to get rid of the one 
that the president’s wife suggested. 


CHAIRMAN: That is right. I wish you wouldn’t embarrass 
me by bringing this up, because we have a secretary present who 
takes down notes of these meetings. (Laughter.) 


MKG. RES.: While you are writing those down I would like 
to comment on what Charlotte has said here. What I am going 
to refer to here is the theme or plan. I think this is very impor- 
tant to a management team that is acting as a nomenclature com- 
mittee or a naming committee. I am a marketing researcher and | 
do just my business, but I am in so close to some of these projects 
that I have come to realize that there are many mechanics which 
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are necessary to get the old name rubbed out and the new one 
put in. And a coordinated plan is very, very necessary. 

But it should not be a dead plan, I think, as it seems to come 
across in this artificial context. It should be a plan that is really 
a plan around your objectives. And timing, which you did not 
mention too often, is very, very important. If you do not get 
your announcements out at a good time, properly timed, you some- 
times have an uphill fight for the rest of your life with that prod- 
uct name and especially a corporate name. 

You can only get a couple of lines on a name change, as if 
it were merely an address change. You want more than that in 
public relations. 


ADV. DIR.: Where did you get some of those names? 
(Laughter. ) 
CHAIRMAN: How are you coming along with the name 
business there? You have twenty in all I believe. 
MKG. DIR.: Yes, and for the audience I’ll read them off at 
this time: 
ALL-CLEAN PROTEXON 
BEAUTECT PROTEXAL 
BLICK PROTECTOFILM 
DRILOCK RIMP 
DUXBAK SOIL-PRUFE 
GARDYAN STADRI 
KADOK SWISH 
MOG T.C.C. 
MAHAL TORPEL (also see page 695) 
PEL ULTI 
ZING 


CHAIRMAN: I think our Legal Director may be a good man 
to start taking a view of these things because obviously a trade- 
mark in the last analysis is a creature of the law. If you can’t 
get support in the law, and the lawyers say we can’t, what is 
the use? 

LEGAL DIR.: Well, Mr. Chairman, chief plenipotentiary 
and emissary to the president’s wife, the first word we have here 
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is zinc. As far as I am concerned, off the cuff, 1 have no objection 
to that except it is something that goes to the strings of your 
heart. (Laughter.) 

KADOK is the second word. Are we going to promote this 
product in foreign commerce? 


CHAIRMAN: I think we ought to keep that in mind, al- 
though the present plans are that we will promote it in the U. 8. 
because we don’t know what the patent situation is abroad as yet. 


LEGAL DIR.: Well, Kapok, to those of us who are mirror 
readers, is KODAK spelled backwards and The Eastman Kodak 
Company has a legitimate source of complaint on this. From the 
legal standpoint all English speaking countries of the world have 
a rule against spelling words of the English language backwards. 


CHAIRMAN: I think it would be just bad public relations, 
anyway, for us to sponge on Eastman’s name that way, it seems 


to me. 


LEGAL DIR.: The next one, moe, I have no legal objection 
to that. The same with rime. Subject to check, BEAUTECT. 


CHAIRMAN: moc sounds to me like Los Angeles on a cloudy 
day. (Laughter.) 


LEGAL DIR.: pet is in the same eategory. But I get to 
PROTEXAL, PROTECTO-FILM, and marks of that character where you 
have a common prefix pro. We have found that they are very 
weak from the legal standpoint for protection because they have 
been so overworked. Also there may be advertising objections 
to those. 

ALL-CLEAN is Clearly a combination of two words of the lan- 
guage, also very descriptive of the product. As for Tor, we get 
into no legal objection here except again as a mirror reader I 
notice with regret how our great company name appears spelled 
backwards. 


CHAIRMAN: Well, aside from that fact, we have, as a man- 
agement decision, concluded that we will keep the name Tor as 
the name for our line of heavy-duty chemicals in the industrial 
field and we don’t want the same name tor for our household 
product. 
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LEGAL DIR.: Right. That as a first screening is my re- 
action to the supplementary lists that have come in. ALL-CLEAN 
would be off, too, I believe. 


MKG. DIR.: Who is going to have enough nerve to take off 
the one the president’s wife suggested? (Laughter.) 


CHAIRMAN: Do you think that the word BEAuTEctT, anybody 
in the world but the man who invented it—pardon me if it is the 
president’s wife—would know, (a) how to pronounce it and, (b) 
what it meant? 


ADV. AGENCY: It is the only good name you have up 
there, because it says what the product does. 

P.R. AGENCY: I like it too. 

MKG. RES.: What it does? 

ADV. AGENCY: Sure, it makes things beautiful. 

MKG. DIR.: Good for a face cream. 

ADV. AGENCY: Take it easy. You have to think about it 


from an advertising standpoint. We are selling to women. Women 
like to think of beauty. 


CHAIRMAN: It might be all right over television or where 
somebody is pronouncing it correctly, but what about Mrs. So- 
and-so walking in the store and seeing the sign on the counter, 
“Buy a can of”—I don’t know how to pronounce it. 


MKG. RES.: Let’s leave it to Mrs. Consumer. We will put 
it on survey. We can check it very easily. 


DESIGNER: I think we are talking about a lot of things 
here, but you are not considering the optics of this. There is such 
a thing as imagery and one word may make a much better image 
than another and this is rather important when we are talking 
about symbols. So consider that when you willy-nilly throw out 
some of these names. 


P.R. AGENCY: I would like to bring out a point about the 
psychological point of view. Personally, I just can’t see RIMpP. 
It sounds a little bit too much like rump and I don’t think most 
people would buy it. 

Also, MOG is a very muggy kind of a word. It doesn’t mean 
a thing to me except that I should stay away from it. 
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CHAIRMAN: We had a couple here that somebody sug- 
gested, I don’t know whose secretary it was. Did we rip them 
off or put them on first? v-L-t-1. I don’t know how to pronounce it. 


MKG. RES.: No, that was considered as part of a name to 
play with, the “ulti” of something or other. However, it is an 
objectionable word in Hindi if that is a market to be considered 
later. 


CHAIRMAN: What about Manat, did you check that in the 
foreign dictionary too? 


MKG. RES.: No, I think that someone had an objection to 
that on a geographic basis, didn’t they? 


LEGAL DIR.: Yes, this is part of the Taj Mahal identifica- 
tion and it is partially a geographical term. And again, under 
the law, we leave geographical names to the public and they are 
not strong trademarks except through constant effort in some 
areas of the world. They are seldom protectable as technical 
trademarks. 

So on the grounds that this is a geographical term, we would 
move to strike that one from the list. 


P.R. AGENCY: I think, too, India has first rights on that. 


CHAIRMAN: I think there are almost religious connotations 
to that. 


ADV. AGENCY: Scotty, didn’t you object to somPrure from 
a legal standpoint? 


LEGAL DIR.: Yes; at the first meeting, mainly because of 
FTC aversion to connotations of the word “proof” in this one. 


ADV. AGENCY: I would like to raise an objection to that 
on the basis that if it is descriptive, it only describes what the 
product will do about halfway, becamse it isn’t only going to 
protect garments from soiling, it is also going to waterproof 
garments and this sure doesn’t say that. 

From a marketing standpoint we are not sure yet whether 
the major market for this product lies in its ability to waterproof 
garments or whether it lies in its ability to prevent soil. On judg- 
ment we would tend to think that more people are interested in 
something that will waterproof things than in something to pre- 
vent soil. 
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It seems to me that it wouldn’t be a very good mark for the 
kind of a product we are talking about. 


LEGAL DIR.: Would the same apply to stapri? 
ADV. AGENCY: Yes. 
MKG. RES.: And earlier BLick was objected to spontane- 


ously. You can take that right off. However, zine was left on the 
list, actually. 

MK@G. DIR.: I don’t know why. 

MKG. RES.: Well, we have tested it in other studies. It 
tests very well in some contexts and I urge you to keep it on the 
list. 

CHAIRMAN: Didn’t you have some idea, too, Jim, about 
the possibility of at least testing out some combination of the 


company’s name with some other name so that we would have a 
kind of an association without just using Tor itself? 


MKG. RES.: Well, yes, that came into our earlier discus- 
sions. You want to see what you can do to identify this very new 


consumer product with your corporate image, and I think we 
should fool around a little bit with coinages, possibly PELTOR or 
TORPEL. TORPEL, I think. 
CHAIRMAN: ‘Torpex isn’t bad. Let’s put it down there. 
(ToRPEL added to the list.) 


ADV. AGENCY: I figured sooner or later somebody would 
bring the company name back into it. 


ADV. DIR.: There is nothing wrong with our company name. 


P.R. AGENCY: I was a little bit worried about pet at first 
because it sounded too much like pill, but now that you have tor 
in front of it as TORPEL, it calls for an entirely different reaction. 


MKG. RES.: Let’s test that, both of them you see on the 
list, and we will see what, if any contribution tor makes. 


MKG. DIR.: Charlotte, don’t you think that BEauTecT is the 
kind of a name that would be good for women on a cosmetic or 
something, that this product doesn’t really beautify and we are 
really establishing the wrong image with that type of name for 
that type of product? 
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P.R. AGENCY: I don’t know about that. I am sort of partial 
to BEAUTECT. I think it does help to beautify the home. tect brings 
across the point of protect, protecting the beauty of your fabric. 

Of course, this requires a lot of explaining and maybe that 
is what is wrong with the mark. It really doesn’t come across. 


CHAIRMAN: I think we had better leave that on in view 
of the strong feelings that the public relations counsel has. But 
there is one over there that bothers me a lot. 


MKG. DIR.: swisH? 


CHAIRMAN: Yes. It doesn’t sound like a product that is 
put out to protect, it sounds like something you put on to take 
something away from it, dirt in other words, and I think swisH 
ought to go out, myself. 


P.R. AGENCY: I agree with you. It has the word “wish” 
in it and we don’t want to put any confusion in the consumer’s 
mind. It is a fact that this will protect your fabric, not wishful 
thinking or swishful thinking. (Laughter.) 


CHAIRMAN: Didn’t we knock off primock for some legal 
reason? It sounds like one of the words unacceptable to the FTC. 


MKG. DIR.: I don’t know, do we have a legal reason? 
ADV. AGENCY: We are not selling padlocks here. 
MKG. DIR.: All right, we will knock it off. 


MKG. RES.: Let me emphasize in terms of this last com- 
ment that these are not taken off of lists from a researcher’s 
point of view. We go out and test them whether you like it or not. 
We may try to sell it to you. 

But what we have done is try to express those objectives that 
we have been talking about privately between these two meetings 
and we are also allowing these kinds of prejudices and difficulties 
to be brought forth in all of our discussions in the management 
team. It does not mean that we are not going to report on every 
one of those that have been taken off. 


DESIGNER: You know, the name PEL, you linguists I think 
will agree, suggests skin in Latin or Italian and this is a surface 
protective product so that PEL may be a good word. It also sug- 
gests imagery of a sort in terms of pictorialization of the symbol, 
so I would like us to consider that very carefully. 
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CHAIRMAN: All right. Well, let’s keep these four now: 
BEAUTECT, PEL, TORPEL and ZING. 

And, gentlemen, I think we are getting to the point where 
we have to listen to the urgent inner man. We fellows want some- 
thing to eat here. So why don’t we adjourn until the afternoon 
and then we can, you might say, do some thinking. 


MODERATOR: Thank you, Mr. Chairman. 

Please don’t forget to indicate your choice of a trademark 
on a piece of paper before you leave here and turn it in as you go 
out. Also please jot down a question or two which you would 
like to put to the panel. We will endeavor to get them answered 
for you this afternoon. 


RECESS 


AFTERNOON SESSION 
May 20, 1960 


The afternoon session of the management team on Trademark 
Management—In Action—reconvened at two-thirty o’clock. 


MODERATOR: They tell a story of the colored minister 
who was asked why he was so successful in his preaching and he 
said, “Well, it is very simple.” He said, “I just tell them what I 
want them to do and then I[ tell them what I told them and then 
I remind them what I told them to do.” 

Well, now, in this case I am in that position, I guess, so I am 
just going to briefly remind you what happened at the close of 
the last meeting and launch you, as it were, into this session of 
the trademark management team. 

You heard the outside consultants go to work on the problem. 
You saw them eliminate one mark after another until the list was 
brought down to four, which are BEAUTECT, PEL, TORPEL, and ZING. 
The experts have been told to go to work on those four and make 
further recommendations so that by another process of elimina- 
tion we will be able to come up with the desired mark for the 
company. 

The management team is now assembled. The experts are 
here and I will turn the microphone over to Mr. Werner. 
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CHAIRMAN: Parenthetically, I would say this reminds me 
of the days when I used to tour all the district offices with sales 
meetings around the first of the year telling what the advertising 
plans were for the coming year. I had a sales manager and I had 
a market research manager with me and we jockeyed at each one 
of these meetings as to who was going to be the last man because 
he knew that all of his jokes would have been pre-empted by 
previous people. This man on my right is complaining because 
his latest story has been swiped by the other man. So that is that. 

First of all, our management has been after us, as you all 
know, gentlemen, for some action in the way of a decision on this 
business of a name. Everything seems to center in our thinking 
around the choice of the name. 

And, Mr. Laufer, you are in charge of marketing. I would 
like to have you take the ball at this point and tell us what you 
have found out through testing, and through your consultants. 


MKG. DIR.: Well, Jim and I have discussed the objectives 
that we intend to have this name accomplish. That is, it should 
be easy to remember, easy to read and speak, easy to adapt to 
any media, and then the over-all company importance of being 
able to help establish a corporate image and a product image, 
and possibly it should be short. As for advertising, I am sure 
it should lend itself to pictures and to slogans. And then last of 
all, it shouldn’t come into any conflict with our legal counsel over 
there at the other end of the table. 


LEGAL DIR.: That is right. 


MKG. DIR.: Now, Jim, would you give us a report on what 
you have found out about the names that we picked and how they 
answered the objectives we have in mind. 


MKG. RES.: Yes. You have rushed me on this a little bit 
and I am giving an oral report, actually. I would give you a 
written report if I had the choice. ' 

In terms of your objectives we have come to a final selection, 
but before I give you that final selection in terms of what we 
have already gone over I would like to mark out the best name 
we could get out of all of these, regardless of your objectives: 
That is, a really good name that stood out in testing just to the 
eye and with good semantics—and the worst, which one of our 
panel members tagged earlier, if you will recall. 
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The best name in a semantics sense turned out to be sOILPRUFE. 
It had very low “no response” to the free associations. In other 
words, everybody was able to associate right off the top of their 
heads when they were asked to look at the name and simply say 
what comes to mind. Also it had a very low “no response,” which 
is a technical ratio that we use in our work, to product association. 
In other words, they were able to give us a product very quickly. 

I do have to say this, which breaks the illusion, but I am a 
marketing researcher and I should tell you that there are only 
fifteen cases that we actually collected, or one day’s work. None- 
theless it stands up well enough so that I can now comment on 
these words, because I don’t regard myself as an expert on names. 
1 regard myself as an expert researcher, though, and I need data 
in order to sound off. 

The sOILPRUFE name had appropriate connotations as well for 
this product, but it was knocked down by the legal counsel, if you 
recall, because it is an overly descriptive mark and they want to 
avoid that. 

The worst one on the list of those that we tested—Charlotte 
tagged it in part—was the word rimp. I should say that quite a 
number of these names that we have considered here on the black- 
board were put on there as object lessons and that we usually 
don’t get quite that many stinkers on the list. (Laughter.) But 
RIMP was put on as an object lesson and it had a very high “no 
response.” People were not able to associate to it readily and 
not able to give a product readily in association with this name. 
And it had the lowest recall. Of all these names you saw on the 
ecards, when we asked people which ones they remembered, it was 
very, very low. When it was remembered out of a string of maybe 
five or six names that were recalled it would be at the end of that 
chain, so that it was a weak baby. 

All that isn’t so important, although it is an indicator of what 
really happened, but some of the responses that came back were 
strange. We don’t get this too often, but they were really almost 
taboo, and that is “rump-rimp” and “a rump.” 

I am trying to mark out for you the extremes of response 
that we got even in a very small sampling. But, of course, those 
were not put in our final contest as you see it on the board. 

Now, in terms of those—it was an elimination contest, ac- 
tually—BEAUTECT came out quite well except that the associations 
were largely cosmetic and went in the wrong bracket in terms 
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of content, so you would have to fight that a good deal in order 
to make it look like a repellent. It had low recall value and oddly 
enough, though, it had a fairly high product association, and this 
goes back to the cosmetic. But the free association was not par- 
ticularly high, which is a tip-off in our kind of work to study it 
further and see whether there isn’t some reason why in one Cir- 
cumstance you would have a good response to it, in another circum- 
stance you wouldn’t. In these instances we find that preference 
tests sometimes do help resolve that kind of problem. 

In the instance of z1Nc—we are eliminating now—the associa- 
tions were inappropriate. We got very odd responses—well, not 
odd really, but they certainly didn’t come back to anything like 
a product. We got zip and sound and to zine we got zang and 
zoop and bang and that kind of thing. And it didn’t give us ap- 
propriate associations, unfortunately, or fortunately, as you will 
have it, to a product. 

This brings us down to PEL and you will recall that one of 
our objectives was to get a short name and we have some prefer- 
ence, some desire, to go in that direction. Now, the recall is below 
average in this instance, which is a little disappointing, and it is 
below average, in particular, in comparison with TorPEL and there 
were more “no responses” to product association. People just 
did not remember PEL very well. 

So that on an elimination basis with our data, a small sample, 
we end up with TORPEL. 

If we go back to the objectives again, we see that the com- 
pany team did want to get this good image of their company 
attached to this first consumer product that they are going to 
introduce. TORPEL certainly does do that. You don’t need research 
to show that, but it is compatible with our results. 

Also the reason for this business of going to the company 
identification and image is that another of their objectives was 
perhaps eventually to get other products and make a whole line 
of consumer products under the mark that is going to be selected. 
These would be fairly compelling, non-research considerations. 

Also if you compare PEL with TorPreL I think you would see 
more graphic possibilities in ToRPEL than you would in peu. That 
is, you would have ror, the mythology involved and the mountain 
and the Stonehenge and various kinds of things with which you 
ean play. 

Therefore, we are recommending that ToRPEL be considered 
for your mark. At this point, though, with so small a test, of 
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course, we would have to recommend that we go further. In facet, 
we did. We have a test that was made among the audience. 
Maybe I am off base with my small sample in New York, maybe 
I am not. 


MKG. DIR.: Thank you very much, Jim. 

Now, Mr. Gianninoto, will you show us what you ean do for 
us in promoting and putting a visual mark on this name by show- 
ing us what you have done for someone else? 


DESIGNER: I am about to show you some slides which will 
indicate some of the problems that we have encountered in the 
past and the solutions we developed. I am sure you are all familiar 
with this mark—Borden’s Etsiz. It is one of the most famous 
trademarks in the world. So famous, in fact, and in a very short 
time, roughly twenty years, that it is amazing to all. It is suc- 
cessful because it is functioning. It has all the earmarks of 
function and integration and information. This mark is tested 
every year. According to such a test made in the past, ELsi 
is more familiar to the public than are many of the past U. S. 
Presidents. A trademark, of course, is no better than the use 
that is made of it and the use of the mark is of great importance. 


Here is a trademark that has great public relations value 
and is used on the products of the Crown Zellerbach Corpora- 
tion. In other words, it is a signature type of trademark that 
says “Fine Products of Crown Zellerbach.” It is intended to be 
used in a small way on packages, in a large way on annual reports, 
on T'V to close a program, and many such places as stationery, 
building signs, ete. The crown was a logical device to use for 
this corporation. 
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Here is another natural—the mark of Brown and Williamson 
Tobacco Company. It is a corporate symbol and also the main 
ornamentation on the company’s LIFE cigarette package. 


This is an oldie. On the left we have a design that was used 
for years by Holgate Toys. You can see the vintage it suggests. 
The new mark is contemporary and suggests the products it 
represents. 





Vol. 50 TMR TRADEMARK MANAGEMENT —IN ACTION 703 


You don’t have to know what this is. You know it has some- 
thing to do with wine. It happens to be a mark for perri wine. 
You see a “P” and you see a glass and you see a grape. It is a 
very strong symbol with terrific recall. 


Sometimes a trademark makes up the whole package. For 
NORD EASTER this mark is the entire company image. They are in 
the fish business and here we have integrated into this the entire 
scope and image of the company. 


This name, pewy-rresH, for fresh fruit and vegetable pre- 
packaged line. You know, you have bought celery and carrots and 
tomatoes in pre-packaged form. Well, the old trademark obvi- 
ously wasn’t giving the consumer any confidence in the quality 
and freshness. Now with the use of the name pEWy-FRESH and a 
little cherub with spark for freshness, I think you will agree we 
have created a mark with imagery and good recall. 
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Wherever possible we try to integrate into a mark the kind 
of business people are in. Well, this is a meat packer. The prod- 
ucts are made of pork and steer and so here is a perfect marriage 
of the two ingredients. The name sTAHL-MEYER is more legible 


and the design is contemporary. 





Here is the roremMost dairy trademark that has been used for 
many years. In revising this mark you can see that we care- 
fully preserved the equity that the company had built in it, but, 
at the same time made it more family and home oriented. It is a 
new, soft, friendly, more feminine mark. The old one was too 


industrial. 
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Here is the new trademark for the growing family of Kaiser 
companies. It appears on all KAIsER properties, products, pack- 
ages, advertising, stationery, and equipment. Use of an integrated 
design concept throughout the Kaiser industrial family empha- 
sizes the unity of the companies’ diverse activities and provides 
an effective and memorable device for identifying all its products 
and facilities. 

The name KAISER appears at the left of the rocket shape, and 
the principal descriptive name of the particular KAISER company 
(e.g. “Industries,” “Steel,” “Engineers,” “Willys Motors,” “Per- 
manente Cement,” ete.) at the right. 


a 
KAISER 


INDUSTRIES 


eee aes 


We developed a special variation of the rocket shape for 
Kaiser Aluminum and Chemical Corporation. Two additional 
points are superimposed on the basic mark to form a stylized, 
five-pointed star. This is giving new significance to the Corpora- 
tion’s advertising campaign, which has identified aluminum as 
“the bright star of metals.” 
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By way of summary, a trademark is not a static thing. It is 
something that must live, that must be made to work, that must 
be pre-planned. Its design must be distinctive and its use carefully 
protected. 


CHAIRMAN: Thank you, Mr. Gianninoto. We are going to 
give your voice a little rest right now. Later on we are going 
to call on you again for some further exposition of this matter 
of design, which is so very important in the creation and nur- 
turing and propagation and furthering of the interests of a good 
trademark. 

[ think it is time for us to ask you fellows in the advertising 
end of the business, your own department and your agency, for 
some comments that you want to give us in connection with this 
name, which by the process of elimination is coming down pretty 
much to one, although we have some comment from our Legal 
Director that might throw some further light on that. 

How about your advertising viewpoint toward these? 


ADV. DIR.: Well, I will say that you don’t have to spell it 
out for me. I have an idea that we are going to wind up with a 
trademark here that is going to fit certain specifications that 
have little to do with advertising and we are going to be asked 
to take it and like it. Of course, there may be one good thing 
come out of it and that is probably the agency and ourselves 
will be closer to seeing eye to eye than we have in a long time. 

3ut I will ask Mr. Clark about that one. 


ADV. AGENCY: In view of the fact that the mark has already 
been determined by the Board of Directors I will soft pedal the 
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agency’s reaction to these names. However, I think it might help 
the group here to understand what happened at the agency. 

We gave long and careful thought to this problem, as we do 
to all problems of our clients. I think one point we might like 
to make is that while short three- or four-letter words seem to 
be the popular thing, they are getting overworked and there are 
now so many short one-syllable words on the market in many 
different types of packaged goods that we are getting concerned 
that no matter how unique and how different the company’s name 
may turn out in the three- or four-letter area that they will suffer 
because they are up against so much competition in so many areas. 

The obvious one, of course, against PEL is VEL, which is now 
a detergent on the market. 


CHAIRMAN: How about PreLL shampoo? 


ADV. AGENCY: pret has five letters in it, so we take it 
out of that category. But you can run down the list like ati and 
puz and zip and so on, so that we just ask you to bear in mind 
that while there are design advantages in a short name, they also 
have pitfalls. 

We gave long and careful thought to the name ToRPEL be- 
cause it had the sacred name of the company in it. We think it 
is a chemical sounding name. We think it is not a very pleasant 
sounding word. We realize that because television today is the 
media that can reach the most people with a combination of sight, 
sound and motion that probably most of our advertising weight 
is going to be in television. When you think in terms of saying 
TORPEL Over and over again, I’m inclined to ask your creative 
people to soft pedal the name and spend all their time talking 
about the advantages of the product. 

When you get into zine you are playing fast and loose by 
using a name that is a little bit on the surface side. I would like 
to again caution you that it is dangerous in the marketing business 
to play fast and loose with jobs that women don’t consider very 
pleasant jobs to do. When you talk in the cleaning area or in 
the repellent area and you make it look as though it is a nice 
easy task for a woman, you run into resentment. If you have it 
implied in your name in some way that this is a snap job that 
doesn’t take very long, you run the risk of antagonizing part of 
your market. 
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The fourth name, BEAuTecT, has many advantages from an 
advertising standpoint. While it is true it is long, there are many 
long names on the market that have been most successful. It has 
the connotations that we believe a woman will respond to. We 
are going into a market here with a product that is going to be 
infrequently purchased. It is not like a food product or a tobacco 
product that is consumed almost daily, for it will be used less 
frequently. Therefore, you will have a building job to do and 
we have the constant job of reminding a woman against the day 
when she will finally make this purchase. So, anything we do 
with our name that tends to suggest the product itself, we be- 
lieve has great advantages. 

In net, the agency’s point of view is based on research and 
that research is used only as a guide to judgment. It cannot be 
the end-all because research does not have the benefit in this case 
of a conditioned audience, which advertising over a period of 
time will do for your company’s product. 

Therefore, we believe that in the balance, barring objections 
from other quarters, BEAUTECT would be the most desirable name 
to use. 


CHAIRMAN: Thank you. 

Now, I think it would be quite sensible to go from here to 
the other arm of contact with the public which is so important 
in this product, particularly because it is a brand-new product 
with a brand-new function that has never been marketed. That 
is, let our public relations counsel comment on these marks. I 
would like to call on Miss Klein for that purpose. 


P.R. AGENCY: Well, I have a big objection to TorPEL be- 
cause it isn’t pretty and it doesn’t sound pretty. 

In terms of selling this promotionwise to the woman con- 
sumer it does not connote to her the protective-beautifying job that 
the product implies. 

However, there are some strong assets to the name for other 
reasons. Why does the name have to be pretty? It really doesn’t. 
That would be an asset in the selling, but then the packaging can 
be a beautiful, striking job and the assets of the product and job 
that the product does can be shown through demonstrations. 

TORPEL has a strong, firm sound and suggests something that 
one can rely on. It also puts across one of the major assets of 
this company, which is that it has a strong industrial reputation 
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and is well respected in that field. This name carries that feeling 
over to the consumer side and [| believe would give a woman a 
feeling of authority that this product has stability, strength and 
trustworthiness in the field. 


CHAIRMAN: It comes from good blood, in other words. 


P.R. AGENCY: Right. 

I like speavutect, too, for the same reasons that the advertising 
agency talks about, because it would make my job easier to pro- 
mote it to a woman consumer. But that is not always a criterion 
on which to base a final decision. 

If rorPeL is selected, I suggest that we need a good generic 
term that would connote some of the beautifying aspects of the 
product to work with. 


CHAIRMAN: You are not talking about something with nine- 
teen letters such as our speaker mentioned this noon, are you? 


P.R. AGENCY: I should hope not. That should be as short 
and sweet as possible. Something that would tell what it does, 
that it beautifies. 


CHAIRMAN: Thank you very much. 

Now, Mr. Reynolds, you have probably been keeping yourself 
bolted down to the chair during all this blithe bandying around 
of names, some of which you may have serious reservations about 
and some which you may think would send us straight to jail. 

But, anyway, we would like to get the viewpoint of the legal. 
As I said before, the legal comment is terribly important because, 
after all, a trademark has to pass legal muster or it’s not worth 
a darn. 


LEGAL DIR.: In accordance with the instruction of the 
chairman of this committee we went to a very reputable Boston 
law firm and requested them to make a search of the four can- 
didate marks in the United States Patent Office of existing regis- 
trations and of pending registrations. 

You will be interested to know that the report on BEAUTECT 
showed fifteen trademarks which were already on the register in 
one form or another that could possibly cause confusion with the 
BEAUTECT mark. We, of course, plan to try to register whatever 
selection is made here as a trademark because it gives us various 
procedural advantages. We find that in the U. S. trademark 
office there are more than fifty different classifications of goods 
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which apply to all goods in commerce for the purpose of filing 
applications for registration. 

The goods which we are particularly interested in and the 
class we are particularly interested in will be Class 6, chemical 
products. Whenever we find a mark that is very close to BEAUTECT 
in Class 6 already registered we, as lawyers, get very gun-shy, 
because the moment we attempt to file an application in the U. S. 
Patent Office on Beautect for our product we will automatically 
receive an opposition proceeding that is a form of litigation 
which we will have to defend or fold up and go to another mark. 
This can get very embarrassing before the Board of Directors, 
if you aren’t careful. 

With seautect we find several seautects for lumber, for plas- 
tic paints, for dry goods in the form of men’s work shirts, men’s 
outer flannel shirts, dress shirts, wallpaper. And in Class 6 we 
find a suTEex, of the Firestone Tire and Rubber Company of 
Akron, Ohio, which is a compounding ingredient for rubber, syn- 
thetic rubber and the like, specifically accelerator revulcanization. 
The company would probably oppose our application. 

We also find that there is a BEAUTY-TEX application pending 
for textile sizing, which is squarely on the nose against us. It is 
a claimed trademark and the Signal Chemical Manufacturing 
Company, Inc., of Bedford, Ohio is currently trying to obtain a 
registration for it. 

So it would seem that on the basis of this search on BEAUTECT, 
we are virtually assured of delays and legal troubles if we at- 
tempt to select and use the BEAUTECT mark. 

The second one is zinc. We have separate reports of seventeen 
possible conflicts with the trademark zine already registered in the 
United States Patent Office. We also have supplemental searches 
of directories which show that zrNe itself, the Chinese copy of 
the mark we are considering here, is used for paint and varnish 
remover, insecticide, wheat germs of various companies in the 
United States. 

As for the class which we are interested in, we find that z1nc-o, 
which actually includes our mark, is in Class 6 for insect repelling 
preparations. We also find that it is applied to various cleaning 
compounds. I would say on the basis of this search that we are 
virtually assured here as well of litigation, if we attempt to pro- 
ceed with the zinc mark—litigation that could well mean that by 
a final decision of the Patent Office or the Commissioner of 
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Patents we could well be deprived of the groundwork and all of 
the publicity that we release. 

CHAIRMAN: Not to speak of a few dollars. 

LEGAL DIR.: That is correct, sir. 

CHAIRMAN: Mr. Lawyer, may I ask a question? 

LEGAL DIR.: Yes, sir. 

CHAIRMAN: As a man untrained in law, it is my impres- 
sion that even though you make these searches, there are some 
eases where you come through with a fairly clean bill of health 
for a proposed mark. However, that doesn’t mean you won’t find 
some mark somewhere out in the sticks that somebody just didn’t 


register but has been using for some time and that can make 
trouble for you. Is that right? 


LEGAL DIR.: That is correct. It is possible that our counsel 
who has made searches of customary sources, such as trade man- 
uals, trade directories, ete., may not have turned up a mark right 
in our particular area. This would be what we call a type of 
“ambush” mark which some small company out in Oregon or over 
in Delaware has not seen fit to register and put on the public 
register, but in the law of this country he is entitled, without 
registration, to have certain trademark rights which are pro- 
tectable even though he has not registered it. 

These are calculated risks that we run in the trademark se- 
lection business and if one of these ambush marks comes up later 
on and we receive a dainty letter from a fellow saying “Get off 
of my mark,” why, we will attempt to negotiate a deal with him 
to settle our differences after the fact. 


MKG. RES.: Scotty, to what extent is an ambush mark of 
this kind limited to a specific territory in which they are selling 
their goods? 


LEGAL DIR.: Well, actually it would be in our case very 
little, because we are going on television, we are going to be in 
forty-eight states automatically and we are probably going to 
run over into Alaska, Hawaii and Canada in what we call spillover 
advertising. So the fact that this mark may be of local color 
would have very little effect, as we can see it. As a legal proposi- 
tion, we would have to negotiate. 
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CHAIRMAN: Hadn’t we better look up the Canadian marks, 
then, since we are probably going to have spillover advertising 
there. 


LEGAL DIR.: As soon as we get the American mark se- 
lected I would certainly recommend that we take immediate steps 
to get covering registrations and protection in whatever territory 
we invade with our advertising and publicity built around this 
mark, 


CHAIRMAN: We interrupted you. I think you had better 
go ahead with your comments. 


LEGAL DIR.: As I was saying in my short six-page para- 
graph, the next mark which we had was peL. Here again we have 
a separate brief that has been submitted to us by our attorneys 
and we find that Pew is all over the lot—in combination, that is, 
with such things as CELUPEL, GREGPEL, FABRIPEL, PELTO, RAINPEL, 
AEROPEL, ARAPEL, etc. and PAL and TEL. We also have Chinese copies 
of p-E-L in Classes 18, 39, and our own Class No. 6 for liquid 
solution for washing photographic films and prints. 

Also there is some indication that the word Pex standing alone 
has a definition pertinent to a silk fabric, which makes it doubly 
hazardous for us to proceed with an attempt to register the word 
p-E-L standing alone. 

This brings us to the final and excellent news from our at- 
torneys. Their search has shown many combinations of the letters 
PEL. There have been a great number of words such as TENIPEL, 
SIPEL, SANDOPEL, WARKOPEL in Class 6, but in our opinion there is 
so little similarity in sound and appearance between these words 
in Class 6 and our ToRPEL that we would advise on the strength 
of this information, as it is brought to us here and compared 
with the others, that of all the marks that we have considered, 
TORPEL seems to be more in the clear than all of the other 
candidates. 


CHAIRMAN: Gentlemen, in view of the unanimity of opinion 
in this group, I am expecting to recommend to the administrative 
committee of our company at its next week’s meeting that the 
name shall be TORPEL. 


CHAIRMAN: It would be helpful also if we had an idea 
of the visual possibilities of this mark and the points to be con- 
sidered in developing a design. 
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DESIGNER: The name Torre lends itself to design because 
it is short and easy to pronounce and to remember. The main 
points that I would consider in developing a TorPEL mark are, 
first, the nature of the product and, second, the things the con- 
sumer will expect of it—which will cause her to buy it. In other 
words, we first want the design to be honest and appropriate—we 
don’t want it to look like a cosmetie or a box of candy—and then 
we want it to assure the consumer that she will be satisfied both 
with the job TorPEL does and with herself for buying and using it. 
We will suggest, through design, quality and safety. We will 
emphasize ease-of-use, not hard work. We will use feminine let- 
tering, because women will buy it, and we will integrate the de- 
sign with the trademark of The Tor Chemical Company. All in 
all, we will try to convey that this is the best product of its kind, 
developed by a reliable company, and that no up-to-date home 
should be without it. 


MODERATOR: I am sure that you feel as I do after you 
have listened to all these experts. It would be like painting the 
lily to try to tell you what they have already told you. I think 
you will agree, however, with the remark I made initially, and 
that is, the selection of a trademark is a many-faceted thing and 
that everybody having anything to do with the sale of a product 
has a legitimate voice in the selection of the mark. 

You may not agree with the mark that has been chosen. In- 
deed, confidentially, I suspect that these boys kept all the good 
suggested marks for their own companies and gave us these dogs. 
(Laughter.) But with one thing I am sure you will agree, that 
the selection is a matter of compromise and you can’t suit 
everybody. 

You people had a chance to vote on these gems that we have 
had on the blackboard. And they were gems. They certainly pro- 
voked discussion and that is what we wanted to do here. 

The vote has been tabulated and I am going to ask Miss Fey 
to report the tally and comment on any statements that were filed 
that may be of interest. 


MISS DOROTHY FEY (Executive Director, United States 
Trademark Association): According to the votes cast, interest- 
ingly enough, TORPEL was the most popular by more than three 
to one. The next in favor was BEauTeEcT followed by PEL. And 
here are some of the comments filed on the marks: 
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“T prefer TORPEL. PEL standing alone could be confusingly 
similar to PRELL and the respective goods are in similar fields to 
the extent of keeping something clean. I object to BEAUTECT on 
the basis of first syllable in French is pronounced “bow” and such 
pronunciation would not produce the desired effect.” 

“With respect to peL, I think this name has all the advantages 
of a good trademark for the product. It is short, easy to pro- 
nounce and easy to remember. It is suggestive of the product and 
lends itself easily to promotion.” 

“rorPEL. Of the four, ToRPEL and PEL are the two that are 
nearest to a coined style. PEL alone can be simulated by others 
in that a three-letter word which would be technically dissimilar 
could be adopted. However, torPeL would be more difficult to 
simulate. I would suggest PERT.” 

“My choice would be TorPeL. It is a distinctive trademark 
having a degree of suggestiveness and it associates the product 
with corporate image. It also lends itself favorably to advertis- 
ing. For example, try TorPEL dirt repellent, it torpedoes dirt, it’s 
torific, a picked product of Tor Chemical Company.” (Laughter 
and applause.) 


MODERATOR: Thank you. 

That is one indication, I think, of your interest in this pro- 
gram. I think the committee can take it as a real tribute that you 
have shown your interest in the program also by the number of 
questions that you have sent in. We have literally been swamped 
by them. A few I couldn’t read. (Laughter.) But I will do the 
best I can and I will try and direct them to one or more members 
of the panel and I will ask the panel to try to make their answers 
as concise as possible. 

The first question is to our Marketing Director: “If the L 
is removed from TORPEL does it not become the Spanish word 
torpe, t-o-r-p-e, which means stupid?” 


MKG. DIR.: Well, all I can say in answer to that question 
is that I wrote my wife a postcard this morning and I said, “Hav- 
ing a wonderful time. Wish you were here.” Now, if you leave 
the “e” off (laughter), you are in trouble, boy. (Laughter.) 


MODERATOR: This question is directed to our Legal Di- 
rector: “Isn’t zine confusingly similar to the word zine which is 
the name of a metal?” 
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LEGAL DIR.: In sound, probably not in appearance. It is 
doubtful that the word zine would be confused legally with the 
trademark zING, in my opinion. 


CHAIRMAN: Let’s cut out the unnecessary “in my opinions.” 
(Laughter. ) 


P.R. AGENCY: I think that was good zinging. (Laughter.) 


MODERATOR: This one is directed to our Advertising 
Agency: “For this type of product should the trademark be a 
dictionary word so that you can also use the picture equivalent, 
such as a lion and the design of a lion?” 


ADV. AGENCY: Without attempting to be facetious, I think 
I should say that the TorPEL name is now a very great name and 
the advertising agency will go to work to figure out ways and 
means of using the name. 

In answer to the question that was asked, it would be pre- 
sumptuous on my part to indicate that we would have any opinion 
at this time. This was a creative job and there are many factors 
involved which would determine what is said in advertising. 

At the outset, we should determine what we want to get across 
to the public about this product. So I think in all fairness I would 
just have to say that I hope you fellows in this company, who 
perhaps are not too well versed in consumer advertising, since 
your business has been industrial advertising, will not hamstring 
us by asking us to put everything but the kitchen sink in our 
advertising. You can only say one thing and say it well and 
you keep saying it over and over and over again and you hope 
at the end of five years to have made an impression. 


CHAIRMAN: The basic answer, I think, to that question by 
way of summary is that until the advertising people have a chance 
to really study the product backward and forward and get a 
picture of where it fits into people’s minds, they wouldn’t want 
to decide whether they wanted to use a lion’s picture or a mythical 
or imaginative figure of some kind. 


MODERATOR: I think the writer was interested in whether 
or not you would prefer a word mark that had pictorial qualities 
and whether the panel would prefer the selection of a mark that 
eould be pictorialized. 
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ADV. AGENCY: I will answer it in one sentence. All things 
being equal, we would obviously prefer to work with a name that 
you could do something about. If we don’t have it in advertising, 
then we take other directions. 


MODERATOR: Here is one directed to our public relations 
consultant: “A dye, of course, not previously tested, for example, 
used on some Italian silks worn by some one hundred fashionable 
vomen is affected by the product. A trademark isn’t going to 
help this situation, but what can you do about the cloud on the 
mark?” I would guess this to be a fictitious case. 


P.R. AGENCY: Well, I think the intent of the question prob- 
ably is that if there is a bad result of the product on some specific 
fabric and there is talk about it or this gets to the point of a 
woman writing in and complaining, which may even get to the 
newspapers, how do you go about protecting the company name. 

Well, in the first place, there should have been a tremendous 
amount of laboratory research on the effect of the product on 
various kinds of fabrics. Then there should be on the package 
and in its advertising some restrictive claims, if there are some 
fabrics on which this product won’t work well. 

I believe the public relations counsel’s advice to the company 
would be to make an immediate adjustment with people who feel 
they have been hurt by the product. That would show the good 
will of the company and no intent to falsify its claims. 

It is a difficult problem and I believe it may belong more in 
the legal department than in public relations. 


CHAIRMAN: I’m not sure it belongs in the legal depart- 
ment except from the standpoint of the wisdom or the technique 
of adjustment. It is a matter of studying your product, studying 
vour package, being sure of your precautionary statements, study- 
ing your advertising to be sure you haven’t claimed the world, 
but mostly studying that product to be sure you haven’t left a 
hole in the wall that you ought to have plugged up. And that 
takes quick work sometimes. You don’t change a product because 
one woman writes in and says “I don’t like you.” But if you see 
a pattern developing in a community or in a territory, you want 
to move mighty fast on these questions. 


LEGAL DIR.: We had this problem in the Dupont Company 
upon the announcement of nylon yarn back in the thirties. We 
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had three thousand complaints of skin irritation and dermatitis 
within a period of several weeks after the public announcements 
of nylon hosiery. Fortunately, it was due to a snagproofing which 
was applied by the hosiery manufacturers to the finished hose. 
Also fortunately for us, the snagproofing was put out by a com- 
petitor. (Laughter.) 

The Surgeon General of the United States settled these claims 
for us, or at least cut off the liability immediately, because he had 
our competitor withdraw his competitive snagproofing from the 
market and we have had no volume of trouble with product lia- 
bility claims since from nylon hose using our nylon hosiery snag- 
proofing compounds. 


MODERATOR: To Mr. Vieary: “Do you know why popcE 
does not put the name part on the car?” 


MKT. RES.: I know of at least one cogent reason. There 
may be quite a number of others. I, as a matter of fact, had the 
first car out of the factory and I had part on the outside of mine. 
It is the only one in the country, so we have one little exception. 

One of the considerations which is very important is that 
when the automobiles are produced they are registered by the 
Secretary of State, in the forty-eight—what is it now?—fifty 
states. 

They are concerned that a powerful series name such as DART, 
might overshadow the basic and historic popge trademark, and 
either by accident or otherwise cause some states to register the 
1960 model as a part instead of a popcGr. In this industry, you 
know, they follow the production figures from year to year for 
each division of each company and they don’t want these statistics 
disturbed by simply changing a series or model name. I think it 
is a unique kind of situation and one of the many things you have 
to remain alert to. That is, what else is going to happen to you 
when you change your name, such as your statistics. Are you 
going to look as good perhaps in some remote statistical manual 
of one kind or another because of this change, or didn’t you do 
enough planning or allow for proper timing in announcing the 
change in order to avoid some needless error. 

This is undoubtedly one of the reasons taken into account, at 
least at the outset, for not putting the name part on the outside 
of the new series of cars. Registration statistics surely were not 
the only reason, but it is a rather obvious one once you begin 














718 THE TRADEMARK REPORTER Vol. 50 TMR 


thinking about it. Other novelties of this kind relating to other 
industries include the instance where you can’t erase the old name 
physically—for example, the smoke stack at the factory was built 
with special brick in it spelling out the name, or a library, founda- 
tion or chair at a university was donated under the old name and 
is beyond your company’s option to change it. 


MODERATOR: Mr. Chairman, here is one I will toss to 
you for the panel and you can field it any way you please. 


“What is really so bad about a semi-descriptive mark? 
Haven’t many of the recent successful brand names been descrip- 
tive, which quickly acquire secondary meaning so as to be pro- 
tectable but retain a maximum amount of consumer appeal?” 


CHAIRMAN: I think, first of all, I would like to divide that 
in half. I would like to get Scotty’s feeling on that from the 
legal standpoint. 


LEGAL DIR.: There is nothing so bad about a semi-descrip- 
tive mark. It has a built-in sales message, it sells goods and 
it pushes them through the distribution channels. 

The only trouble about these things is that after you create 
this type of mark—go through all this machinery that we have 
had here today—and put millions of dollars in an advertising in- 
vestment, you are always living under the threat of the Damocles 
sword. It may drop on you because you have a little bit weaker 
position than if you had switched your judgment the other way 
and gone out for the strictly fanciful mark. With the same amount 
of advertising you can probably push just as much goods after 
you get it going as you do with the built-in message mark, and it 
gets down largely to a question of management judgment in these 
things. How much of a calculated risk do you want to take and 
how much time, effort and hair do you want to lose on your law- 
yers trying to protect the semi-descriptive mark. 


CHAIRMAN: In view of that, Brother Dodge, do you want 
to comment in favor of the other side of it in any way? 


ADV. DIR.: I don’t have any strong feeling about descriptive 
marks or non-descriptive marks. I think it depends on the situa- 
tion at hand at the moment. You saw what we went through here 
today. Whether or not you like any of the names, let’s say you 
didn’t, throw them all out and start all over again and come up 
with a hundred more. The problem is to come up with a name 
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that you can bring to life in the public mind and if this turns out 
to be a semi-descriptive mark, all right. 

We would like to have our legal counsel say “Okay, we will 
fight the problems that are involved. If it is not a descriptive 
mark, fine, fewer problems, we will work with that.” 

But we are after just one thing here and that is this image 
that will stick in the public mind. So whatever kind of name it is, 
I am for it, if it is a good one. 


MODERATOR: Mr. Chairman, another one which I think 
should go to the panel: “How do you value the trademark for the 
purpose of your books; one, when you create your own trademark; 
two, when you buy a business?” I assume with a trademark. 


CHAIRMAN: Scotty, we haven’t a comptroller here, but 
maybe you will have some thought on that from the standpoint 
of your experience. 


LEGAL DIR.: That question should keep the audience from 
becoming cynics under the accepted definition of a cynic, which 
is one who knows the price of everything and the value of nothing. 
(Laughter. ) 

Few of us would make any claim to expertise on trademark 
valuation. This question of evaluation of trademarks is a very 
complicated proposition. It is very complicated because trade- 
marks are symbols of good will and good will, like sin and mother, 
is often a pretty difficult thing to put a value on. 

As a general proposition, I think that coined trademarks are 
usually carried on the books of a company either at no book 
value or at a dollar or other nominal book valuation. Some ac- 
countants recommend use of cost of investigation and registration 
but we question the logic and wisdom of this because in a large 
area of the world, trademark rights are obtained solely by use 
instead of registration, which make filing fees and costs an in- 
volved yardstick for the asset. I think that if this mark has come 
to the company in a merger situation or through a purchase situa- 
tion that the question of “market value” as distinguished from 
“book value” probably enters the picture. 

This market value is generally a negotiated price. There are 
a number of formulae by which the accountants have undertaken 
to calculate the market value of a trademark in a purchase situa- 
tion or in the purchase of good will. These are generally tailored, 
however, to peculiar facts and peculiar circumstances. 
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The big target after you get the purchase price established 
and have brought the good will and the trademark onto your books 
is how, within an appropriate period after that takes place, to 
effect a writeoff of that figure you have paid. The question prob- 
ably comes up on the score as to how long this should take. A 
business for example might make a purchase of a trademark and 
associated good will; then keep it on its books for a period of 
three to five years; then put it into “the pasture,” having mean- 
while substituted its name and institutional mark on the purchased 
products, before effecting the writeoff. 

I think that we should make it perfectly clear today that this 
writeoff of acquired or purchased good will is a consideration 
that should rest entirely within the discretion of the management. 
There is no compulsive reason why a writeoff of trademark costs 
in purchase or purchased good will should be done at a time of 
high profits or at a time of low profits in a business. The reason 
is that there are just too many myriad facets to this problem, 
too many items that occupy the tax attorneys for us to set any 
blanket consideration or yardstick here today except the one re- 
ferred to above, viz., it should be left entirely to management as 


to when and at what rate the purchased good will should be written 
down. 


MODERATOR: A question for our Marketing Director: 
“How would you suggest that a company in the pharmaceutical 
field put into actual practice the techniques that have been dis- 
cussed today?” 


MKG. DIR.: Well, that is a good question. As a matter of 
fact, I am fortunate to be with a company in which the manage- 
ment is trademark-minded. It is possible that you are in com- 
panies where the management may not be trademark-minded. 

To give you an example of how we operate. I am in the mar- 
keting department and am on the trademark panel. The trade- 
mark panel is handled by the trademark attorney and the members 
of the panel consist of members from advertising, the medical de- 
partment, which in the case of our products would be necessary, 
research and production, quality control, development, and at one 
time we used data processing machinery to start our thinking in 
names. It is good but we stopped it because we got into brain- 
storming. And we brainstormed. We put every name that comes 
to mind, with each man or each person on the panel thinking of 
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the name from his standpoint and trying to understand the stand- 
points of the other people, as we tried to do here today. Then by 
brainstorming, not cutting off anything that is put on the board, 
and then later on, when we have felt that we have everything out 
of the panel, we start cutting off names. Frequently a very stupid 
suggestion that gets on the board leads to other ideas which pro- 
duce what we believe are good names. 

I suggest the following because I believe it sincerely myself. 
If you are in a position where the company ignores trademarks, 
eall their attention to the type of cooperative program we have 
tried to bring you here today. I’ve heard of situations where 
management issues edicts on such matters and you receive the 
trademark in the late stages when you can do nothing about it. 
It is usually the case, too, that they start raising Cain when the 
company gets into trouble later because advance planning was 
not part of the program. However you do it, it should be tailored 
to your own situation, but I believe that a complete understanding 
of various phases of management is essential in the development 
of a good trademark. 


DESIGNER: I think another phase of this that you might 


take home with you is the realization that it is not one of those 
things that you can “do it yourself.” It takes many pros to do 
the right job completely. 


CHAIRMAN: That is exactly right. Our Moderator made 
the point early, and he repeated it. That is the choice of fol- 
lowing up, particularly the choice of the program he was talking 
about at the time, is not something that any one expert in the 
company should be responsible for. The viewpoints of the dif- 
ferent phases or facets or top departments of the business should 
all be contributed toward that decision. 


MODERATOR: “In the introduction to this panel session, it 
was stated that your company has been considering marketing a 
new product for the past few years. Why do you wait until ready 
to market the product before considering the trademark selection 
problem? Should not the conception of this ‘baby’ occur earlier 
in your plans?” 

I will attempt to answer this briefly. 

For a company that takes its selection of a trademark seri- 
ously, the task has many facets—it is time consuming, as you can 
see, and expensive to boot. You wouldn’t want to embark upon 
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that task until you were swre you had a product that would sell and 
all the imperfections had been worked out of it. 


CHAIRMAN: I would like to give you my point of view on 
this as well. It seems to me that the product, in this case we have 
the specific one we were talking about, is not a product that is 
marketable until we know it is technically right in the laboratory 
and by testing it with typical users. 

It has been our experience, and I think some of you gentlemen 
here and the people in the audience would agree with me on this, 
that a very great possibility exists that in the very process of 
developing this product and testing it in home economics kitchens 
or with typical users or the families of some trusted employees, 
we get some ideas about this product: (a) for its improvement, 
(b) for its broader use, (c) for ways to emphasize it, sell it. 

For example, you may have technical men of the highest caliber 
working on this product in the laboratory, but some very little 
simple thing will come up in the course of the test that Mary, 
the housewife, will unearth for you. This, in spite of the fact 
that all the brains of the technical men and the Ph.D.’s, with due 
respect to all of them, have gone into it but they have not yet 
discovered it or even thought of it. You just don’t find this out 
until you get to playing around with the product. All of that, 
I believe, has to be done before you sit down and say to yourself, 
“Now, what are we going to name this product in the light of all 
that we have discovered about it?” 

I think it is a mistake to try to do your naming before you 
find out as much as you can about the product and its likely re- 
ception through technical and actual product testing, etc. 


MKG. RES.: May I comment on that? The experience that 
I found in some of the larger companies is that a project which 
is really destined to go somewhere just cannot go nameless. Fre- 
quently the name that is attached to it is like the work title on a 
movie, it is Howard’s Folly or something of that kind, and, of 
course, this name gets tightly fixed to the project and it is very 
difficult to get rid of it. 

So that if you have any possibility of putting a nomenclature 
committee together or a naming committee, something similar to 
the one here, you can catch them as they are coming along and 
be aware of these name problems developing so that the work titles 
don’t start running the project. You really need a good symbol 
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even in your own company in order to sell it from one department 
to the next and to get budgets and that kind of thing. 

A nomenclature committee of this kind can be very, very help- 
ful in regularizing the development of new ideas in your company, 
especially if you are a fairly large company and there isn’t too 
much communication between divisions. 


LEGAL DIR.: Well, there is another consideration here. 
There may be a scrounging around for a patent position in the 
patent office on this project. In that scrounging around, it might 
take two or three years for us to finally light and find out whether 
we are going to get a product patent or whether we are going to 
get a use patent or whether we are going to get some other kind 
of a patent, and under what generic name we are going to get 
this through the Patent Office considering the interferences and 
other products there. 


CHAIRMAN: What kind of claims you can cover, I suppose? 


LEGAL DIR.: Exactly. 
ADV. AGENCY: I hear you, but management is much too 


fickle for that. 
CHAIRMAN: It is not our management. 


MODERATOR: This one is directed to our Advertising Di- 
rector. “Why do you rule out the kopak type of mark? Is it not 
true that, unlike the law of diminishing returns, the more pro- 
motional effort and money put behind this type of mark the greater 
the ultimate result?” 


ADV. DIR.: I have never heard how the name Kopak came 
into being—or why—but think you may agree that here is proof 
of the truism that “circumstances alter cases.” The Kopak camera 
was outstanding in its field for a long time and the mark KopaKk 
had opportunity over the years to become closely identified in the 
public mind with the product of EASTMAN. 

However, under present day conditions where the success of 
a mark depends so frequently on a large advertising budget or 
when judgment tells you the product may have a short life cycle, 
it would seem preferable to select as a trademark one which is 
suggestive of the product or its end use so that it will be more 
quickly established in the public mind. 
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Simplification of the merchandising problem and heightened 
effectiveness of advertising brought about by such a simple first 
step ean be vital to a successful launching and establishing pri- 
ority in the market. 


MODERATOR: The next two questions are directed to our 
Marketing Director: 


“Why not stress the point—‘Protection of Subject’—suggested 
mark TorveEIL—suggestive of protection of subject (consumer) 
from dirt, from unsolicited precipitation of moisture which pro- 
viding for means to retain the beauty of subject. Real Beauty 
shines through a veil.” 


MKG. DIR.: I agree that we should stress the point “Pro- 
tection of the Object” in the promotion of this product to the con- 
sumer. However, I believe the mark TorPEL is stronger and more 
aggressive for this type of product. It contains part of the word 
repel, which means to repulse, put to flight, resist, ete. Our product 
repels moisture and dirt and thus protects the product. 

The word veil is softer and might be used successfully with a 
cosmetic—beauty product. The word “veil” usually means a thin 


covering which softens the outline or renders less clear. A veil 
is sometimes interpreted as a disguise or a mask. 

I agree that “real beauty shines through a veil” as in the case 
of a veiled beautiful woman, but most of it is in the mind of the 
viewer. Sometimes the viewer is disappointed when the veil is 
removed. 


MODERATOR: “What can the use of Data Processing 
Equipment contribute to trademark selection?” 


MKG. DIR.: It is possible to take the 725 syllables in the 
English book “Trade Names” by Cousins and Wadsworth, and by 
combining them, produce a total of 527,076 words of six letters 
each (some pronounceable and many not). Many of the words 
produced might be improved by removing or adding a letter or two. 

The best way is to consider combinations of prefixes and 
suffixes which might be adaptable to the particular product for 
which a name is sought. 

It is possible to produce an original and four carbon copies 
of five columns of words providing 3,500 different names in 
approximately seven minutes by the use of Data Processing 
Equipment. 
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This method is only a starting point for a Trademark Panel. 
[t produces a large volume of ideas. We have seldom found from 
the Data Processing Equipment System a name which was adopted 
per se. The system, in each instance, has resulted in many sug- 
gestions, which have ultimately given risen to a final name by 


the panel. 
At the present time, our Trademark Panel uses the “Brain- 
storming” method. 


MODERATOR: We now have a question that is directed 
to our Advertising Agency: 


“What education, either within the agency or outside, in the 
factors affecting trademark selection and use does agency per- 
sonnel that advises clients on trademarks receive? Is this a field 
wherein the Association could be of help?” 


ADV. AGENCY: While agency personnel do not receive 
specific education in the form of a training course in factors 
affecting trademark selection and use, the background and ex- 
perience of creative, research, legal, merchandising and account 
management personnel usually extends over a broad range of 
products and clients where trademark selection and use have been 
a major subject of concern. Hence, particularly in larger agencies, 
a client normally finds an understanding and appreciation of the 
importance of selection and use of a trademark. It must be rece- 
ognized that an agency takes its directions in the trademark area 
from its clients who set forth the ground rules to be followed in 
advertising as well as other forms of promotion. Hence, it would 
seem that the Association’s efforts to broaden understanding in 
this area would be more effective in the client area. 


MODERATOR: “What objections would there be to using 
Tor, the name used on industrial products also on household prod- 
ucts? Would the fact that the mark is closely related to the com- 
pany name not help distributors, ete., to know where the product 
comes from and aid in building the corporate image?” 


CHAIRMAN: Assuming the mark has been cleared of a 
conflict, there is no trademark objection to the use of Tor also on 
household products. There are, however, serious marketing ques- 
tions which should be considered. For example, the pricing struc- 
ture of an industrial product, for reasons of marketing costs and 
competition, may have to be quite different on Tor in the indus- 
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trial field, as against the pricing structure on it in the household 
field; and this may cause serious Patman Act questions, legally. 
Also, the manufacturer may be confronted with dealers buying his 
product in bulk at the industrial list and selling it in small units 
at a higher price for household use, thus demoralizing the market 
and price structure in the latter field. Also, it is quite possible 
that the formulation of the product for industrial use would be 
quite different than the formulation of a product for the same 
purpose for household use. Such difference in formulation would 
magnify the seriousness of legal problems involved in packaging 
and dealer substitution. 


MODERATOR: Here are a few for our Advertising Agency: 


“How can we best persuade advertising and merchandising 
people to regard the mark as a trademark rather than the name 
of the product?” 


ADV. AGENCY: Advertising and merchandising people have 
been exposed to and are well aware of the important case histories 
in American industry where trademark names have been allowed 
to move over into a generic name classification of a product. 
Continued wide publicity on cases of this type will keep adver- 
tising and merchandising people alert to the importance of pro- 
tecting a trademark even though the temptation might be great 
to condition the consumer to think of a trademark as synonymous 
with a product rather than as a brand of a product. 


MODERATOR: “Just what type of research on trademark 
selection does the advertising agency do? Is it correct to assume 
that lists provided by the agencies are essentially the suggestions 
of rank and file agency personnel such as SOILPRUF, STADRI and 
competitive names or variations such as SOILAMI, HOLIDAY, MR. 
STADRI?” 


ADV. AGENCY: The type of research on trademark selec- 
tion which an advertising agency does depends, of course, on the 
type of information required for client management to reach a 
decision. The information required may be broad and may in- 
clude the usual areas of name pronunciation, connotation and 
thought conveyance as well as sight and sound response. It may 
be necessary to do research in a geographical cross section of 
the country, or it may be necessary to take a sample only in one 
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market. Some research such as foreign language implication can 
often be handled through translation specialists. In short, vir- 
tually every type of research needed on trademark selections can 
be planned for and, in some cases, executed by the advertising 
agency. Generally, it would be true that trademark lists pro- 
vided by the agency are essentially the suggestion of agency per- 
sonnel. It often happens that creative people are most helpful in 
developing name lists. 


MODERATOR: The following related questions were di- 
rected to our P.R. Agency: 


“How do you get the generic name to lead you back to the 
specific company? A competitive company uses same generic name. 

“Please give illustrations of a good generic term that will 
lead consumer back to your product. 

“Give an example of how the use of a generic term ‘leads the 
public back to the company.’ ” 


P.R. AGENCY: A generic name should be selected which 
describes the particular elements of the company’s own brand. 
This could include a descriptive word on the packaging or phrases 
from the company’s advertising copy that emphasizes certain 
words almost in a slogan manner. Perhaps this may best be illus- 
trated by indicating a general generic name which could apply 
to any company’s brand as against a generic term that our com- 
pany would use. 


a. General generic name: water-sowl proofer. 


b. Specific generic name which leads to our company’s brand: 
instant spray fabric soil repeller. 


The latter may sound like a mouthful, but there are many 
other variations that could be used. The above merely is exag- 
gerated to illustrate the point. 


MODERATOR: The following questions were directed to 
our panelist in Market Research: 


“Could the reason for low response to PEL have some connec- 
tion with the difficulty of recalling names that are ‘ultra short’?”’ 


MKT. RES.: Yes, it is certainly possible. On the other hand, 
there are some people who hold that a short name is much easier to 
remember because a few letters are less complex and can be printed 





728 THE TRADEMARK REPORTER Vol. 50 TMR 


larger and made more prominent in the limited space on a pack- 
age. All too often a so-called “rule” for naming products collides 
with an opposite rule. What is important here is that for the 
product we. are naming and in terms of the marketing situation 
which prevails today, PEL is actually not readily recalled in our 
tests. The reasons for low recall in this instance might be deter- 
mined if we had the time and resources, but our research procedure 
concentrates our client’s budget on the front runners rather than 
the discards. 


MODERATOR: “What possible disadvantage is the fact that 
a proposed U. S. trademark is a swearword in Denmark (the 4 
million Danish consumers can be wrong) to the U. S. market 
(180,000,000 consumers) and to use of the mark in the rest of 
the world (X,000,000,000 consumers).” 


MKT. RES.: Two basic disadvantages occur to me. First, 
a successful product at home is often put into export at some 
later date, even though there had been no plan originally to do so. 
Often there are impelling economic reasons for selling a product 
abroad which cannot be anticipated at the time of introducing 
the product to our domestic market. 

And if you eventually have distribution in some area of the 
world where Danish is spoken, it will be necessary to get a new 
brand name and produce new packaging and advertising, with a 
special investment in goods which cannot be shipped to other parts 
of the world. 

The second reason is that Danish is a second language for 
many people in the United States, and indeed other countries as 
well. If the product is consumer goods to be placed on a shelf 
at home in full view of children, women folk and visitors, I ask 
you how far would you go in your own home with a brand name 
in the four-letter category? And if it were a common adult joke, 
wouldn’t you think every time you saw another product made by 
the same firm, “Oh, that’s made by the same people who put out 
that dreadful—you know what!” 

The point is that a brand name which is genuinely taboo in 
some major language is a real hazard in regard to your company’s 
good will. 


MODERATOR: “You say that swearwords are eliminated 
on research tests ‘because of poor recall.’ We would have thought 
that swearwords or foreign language swearwords, while not de- 
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sirable as trademarks, might be recalled more easily than many 
others.” 


MKT. RES.: Not in polite company. The words which I call 
“taboo” are the very worst words in the language and commonly 
are not even reported in slang or argot dictionaries. When this 
type of item appears in an innocent context, the viewer “cannot 
believe his eyes” as they say. 

The fact that he recognizes it makes him instantly feel guilty 
and in serious error. (We eall this a “perceptual defense” or 
blocking out of the stimulus.) If he happens to be a rare bird 
who does see the word for what it is, he will be an even rarer 
bird to say the word aloud in recall—or for that matter over the 
store counter. It’s the slightly “naughty” word in the middle field 
which sometimes is very well recalled. Think of the euphemisms 
for the profane use of the word “God’”—gosh, gad, golly, by gum, 
etc. These are almost polite, but see how they fragment into 
forms which destroy the rigid identification we seek in a good 
brand name. 


MODERATOR: As always, the legal problems are many so 
a number of questions were filed for our Legal Director: 


“T have always considered it axiomatic that a good house 
mark should not be tampered with—and never combined with a 
variety of other words or marks. Would you please comment on 
this?” 


LEGAL DIR.: Your basic premise was sound until quite re- 
cently. This is indicated by the former rule that no company could 
properly use multiple marks in duet displays. Those prohibitions 
have now gone by the board. Today double trademark display 
comprising a good institutional mark linked with a variety of 
product trademarks is said to have at least four merchandising 
advantages. First, brand impression is made more effective. Sec- 
ondly, new product marks of a company gain initial impetus from 
the institutional mark. Thirdly, each product advertises all other 
company products, and fourthly the constant display of the insti- 
tutional mark helps to clinch the ownership of the product trade- 
mark in the eyes of the public and to strengthen its impact as a 
symbol of origin for the goods which bear it. 


MODERATOR: “Do you investigate availability of the trade- 
mark abroad before settling on its use in the United States?” 
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LEGAL DIR.: The first emphasis in investigating trademark 
candidates for new products is concerned with domestic registers 
in the United States Patent Office and with various directories of 
trademarks and trade names which are issued periodically by 
industry trade associations. Thereafter, our interest in foreign 
registrations develops according to the nature and importance of 
the export potential of the particular product involved. For ex- 
ample, an automotive antifreeze is not a product that would be 
calculated by its very nature to move in any volume in countries 
contiguous to the equator. We would automatically eliminate such 
countries in any foreign investigation of a trademark candidate 
no matter how great its export potential might be in the more 
frigid zones of the globe. On the other hand a product such as 
synthetic fibers which has no such pointed limitations and enjoys 
monumental potentials for sales everywhere would probably war- 
rant trademark investigation abroad simultaneously with the do- 
mestic trademark investigation which I mentioned before. 


MODERATOR: “If you have a name you consider very good 
for U. S. use, will you drop the idea of using it merely because it 
appears to be unavailable for use abroad?” 


LEGAL DIR.: The answer to your question depends partly 
on the nature and importance of your foreign market poten- 
tials. If an acceptable trademark candidate in the United States 
was completely unavailable in all foreign markets abroad, we 
would have grave reservations about selecting the U. S. mark 
because a totally different export running mate would not be a 
very effective tie-in with the growing volume of overflow adver- 
tising that is constantly migrating across international boundaries. 
We have experienced situations, however, where the unavailability 
of a trademark candidate was limited to unimportant market areas 
in one or two countries and in those instances we have chosen a 
mark or two because of its attractiveness to us in the United States. 


MODERATOR: “Should an attempt be made to register the 
word simply as TORPEL and in conjunction with the design Mr. 
Gianninoto proposed? In the U. S.? Abroad?” 


LEGAL DIR.: The answer to this question will be influenced 
measurably by how much sweetening “our dear President” gives 
us in the budget next year. In foreign markets, we would be in- 
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clined to register both the word and the design of the new mark. 
This would be especially true in the Spanish-speaking countries 
where registration accords an absolute monopoly to those who are 
willing and able to pay the prescribed fee for any desired number 
of certificates to cover every minute variation of a mark which 
they desire to cover. The necessity of covering every possible 
variation of a trademark in the English-speaking countries of the 
world is not so imperative as it is in the Spanish-speaking coun- 
tries. There, trademark rights are acquired solely by use and not 
by registration with the government. In this hemisphere these 
English-speaking countries are inclined to waive direct competi- 
tion in handling infringement matters as they get nearer to the 
United States. Within the United States, of course, we have a 
substantial territory which has adopted the dilution theory 
whereby all clashes in the marks themselves are considered in- 
jurious regardless of the competitive relationship of the propri- 
etors of the marks involved. Here we would be inclined to confine 
our registrations only to the design sketched here this afternoon 
by Mr. Gianninoto and save duplicate registration fees. This 
would be especially true if, as we may fairly assume, The Tor 
Chemical Company has taken the precaution years ago to protect 
its institutional mark Tor by registrations throughout the world. 


MODERATOR: “It will take sometime after the mark is 
finally selected to get the product, advertising and promotion 
ready for release. After the trademark is finally selected, what 
steps will you advise your corporation to take to make certain 
that the mark will still be available when the product is finally 
ready for actual sale?” 


LEGAL DIR.: We will recommend that immediate sales of 
the new product be made to out-of-state customers as promptly 
and generally as possible. We will recommend that typewritten 
or hand printed labels be made up for use in these transactions 
and that copies of these together with covering shipping papers 
be preserved as evidence of date of first use as well as for sub- 
mission to the U. S. Patent Office with the initial application for 
registration. 


MODERATOR: “What importance do you attach to the use 
of a notice of registration with a mark?” 
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LEGAL DIR.: There are only five jurisdictions that I know 
of where the use of a prescribed legend is compelled by law for 
registered trademarks used in specified settings. These countries 
are Cuba, Chile, Haiti, Mexico and Guatemala. Even there the 
compulsory marking applies only where the registered symbol is 
stamped on goods or wrappers except in Chile where the com- 
pulsory marking is expressly required in advertising apart from 
their goods and immediate containers. In the Philippine Islands 
and the United States a legal duty is imposed upon trademark 
registrants to utilize prescribed notices. The penalties for failure 
to observe this duty are unique. They deprive the registrant of 
his right to recover lost profits and damages for infringement of 
his mark leaving him solely with injunctive relief. The average 
plaintiff in a trademark infringement case is not concerned with 
recovery of lost profits and damages anyway so that failure to 
use the notice is more of an academic than a real problem in many 
trademark administration activities. We would recommend to The 
Tor Chemical Company that it observe its legal duty of giving a 
registration notice when its mark has been covered with a regis- 
tration certificate. We would make exception to that recommenda- 
tion only in hardship cases as for example where the reduced size 
of the mark would make the accompanying registration notice 
illegible when done in proper scale. Another example would be 
where the TORPEL trademark would be cut into a die for stamping 
steel drums. There the technical problems in getting a clear im- 
print of the accompanying registration notice would be a bar as 
well as the very high cost of having the registration notice added 
with the mark on the die. This latter hardship also occurs in 
blowups of the mark on neon signs. On Times Square the struggle 
for recognition requires tremendous size in neon display and the 
accompanying registration notice could become a major cost item 
unless one of these hardship exceptions can be made. 


MODERATOR: “What about the problem of a mark serving 
to sell another’s goods?” 


LEGAL DIR.: It might be well to recall on this question 
that ToRPEL soil repeller will be sold in an aerosol container for 
application by the purchaser of the product. This means to the 
technician that it is a consumer goods item. Because it will be 
enclosed in the original aerosol container all the way from the 
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manufacturer through the wholesaler, jobber and retailer to its 
final destination to the consumer, there is no opportunity afforded 
to anyone to tamper with the nature and quality of the Tor com- 
pany’s goods. In that case we think that the various resellers of 
this product would be able to make proper use of the ToRPEL 
trademark in their advertising so long as they refrain from ecre- 
ating false and confusing impressions that they are the manu- 
facturers of this product rather than the Tor company. Any 
purchasers of this repellent in bulk from the Tor company with 
the idea of packaging or otherwise servicing the product before 
resale would jeopardize the nature and quality of the goods and 
block use of the TorPEL mark unless, of course, steps were taken 
by tor to assume effective production controls over the bulk 
purchasers to insure compliance with Section 5 of the Lanham 
Trademark Act. That is the section which limits the licensing of 
trademarks to others only where the trademark proprietor exer- 
_ cises supervision and control over the nature and quality of the 
licensee’s goods sold under the licensed mark. 


MODERATOR: “What immediate or pressing problem ex- 
ists for the protection of the trademark of a popular commercial 
product abroad in other countries, particularly if there is thought 
of exporting the product?” 


LEGAL DIR.: I assume that this refers to “the pirate coun- 
try” where the immediate and pressing problem in exporting 
under a trademark is that any Tom, Dick or Harry who has the 
price of a registration fee can call at the local trademark offices 
in the “pirate” countries and bar or block the true proprietor not 
only from further use of his mark but—in some countries having 
confiscation clauses in their statutes—from bringing goods across 
their borders. The only solution we have found to this problem 
is to beat Tom, Dick and Harry to the trademark registration 
window so as to secure the first grant for ourselves. 


MODERATOR: I hope you have enjoyed this experiment. 
It has been an experiment. It has been unrehearsed, but it hasn’t 
been presented without any thought or work, I assure you. It 
is a new approach and I hope it has entertained you and I hope 
that you have profited by it. 

Now, Mr. Chairman, do you have anything more to say before 
we sign off? 
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CHAIRMAN: No, except to sincerely thank Miss Fey and 
the members of our panel and our gifted Moderator for all that 
you have done to help make this job quite a lot easier for me. 
Thank you all very much. (Applause.) 


MODERATOR: The meeting is adjourned. 


The session adjourned at four forty-five o’clock. 
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NOTES FROM OTHER NATIONS? 
By L. L. Gleason 


France 
Former Colonies in Africa 


An up-to-date report on the status of the former French 
colonies in or near Africa may be of interest to trademark owners. 
There were sixteen of these colonies up to two years ago and with 
two exceptions, all of them have achieved independence with the 
consent of the French Government. 

Eleven of the former African colonies are now autonomous 
states within the French Community (Communauté Francaise) 
and they are as follows: 


République du Dahomey 
de la Cote d’Ivoire 
Voltaique (formerly Upper Volta) 
du Niger 
du Congo (formerly Moyen-Congo) 
Centre-Africaine 
(formerly Oubangui-Chari) 


du Chad 
du Gabon 
" de Madagascar (or Malagasy Republic) 
Fédération du Mali (formerly separate colonies, 
Senegal and Soudan) 


Mauritania, now known as République Islamique de Mauri- 
tanie, will become a member state of the French Community soon; 
and French Somaliland, or Cote Francaise des Somalis, has chosen 
to retain its old status. 

Three states decided not to become members of the French 
Community, namely, République de Guinée, République du Togo 
and République du Cameroun. 

None of these states has enacted a trademark law and all 
of them, as French colonies, were covered by a French registra- 
tion. French authorities believe, according to a recent check, 
that French trademark registrations retain their force and va- 
lidity in all these territories. There is a possibility that it will 
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be necessary later to revalidate French registrations in the states 
in which protection is to be maintained. 


Sweden 
Surname Marks 


(A) An application to register the trademark GILLETTE’s PROM 
for preparations and apparatus for treating and trimming the 
hair was filed by The Gillette Company of Boston and the Swedish 
Registrar objected to the mark after it was found that there 
were four persons named Prom in Sweden. The applicants ob- 
tained consents from all of them, and argued that the word Prom 
was well established in the Swedish market as a trademark for 
“preparations for permanently waving hair in the home,” also 
that the word should be registrable because of its secondary 
meaning in the English language. 

The Registrar rejected the application on the ground that 
Prom is a surname in Sweden and The Gillette Company appealed. 
In that proceeding they filed an affidavit by Professor Ljungman, 
who expressed the opinion that there are strong reasons for 
granting the registration of a surname mark if the persons bearing 
the name consent. Also, the significance of a surname in the words 
GILLETTE’S PROM was negligible as compared with their trademark 
significance. Owing to the dominance of the name GILLETTE’s in 
the mark there would be no danger of confusion between the 
appellants’ goods and any goods that might be manufactured in 
the future by persons named Prom. Professor Ljungman had 
some doubt that the word prom had surname character or sig- 
nificance at all; and finally, he thought that a registration could 
have been granted under the telle-quelle provisions of the Inter- 
national (Paris) Convention. Article 6 B(1), sub-section 1, of 
that Convention would not apply, as all persons bearing the name 
Prom had consented to the registration. 

In its reply the Patent Office stated that in accordance with 
well established administrative practice the consent of a person 
having a surname which interferes with the registration of a 
trademark can not be accepted because consideration must also 
be given to persons who will bear that name in the future. Out 
of respect for third parties, that is, future bearers of the sur- 
name Prom, the Patent Office could not grant the registration 
under the telle-quelle rules of the International Convention. As 
to the character of Prom as a surname, the Patent Office stressed 
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the fact that the bar to registration of a surname is applicable, 
according to the trademark law and present practice, both in the 
case of conflict between trade symbols and in the case of a 
person bearing the name even if that person is not engaged 
in trade or industry. 

The appellants had filed an affidavit from the Stockholm 
Chamber of Commerce on the basis of an investigation made by 
that organization to ascertain if The Gillette Company had used 
the word prom in Sweden as a trademark in respect of “prepa- 
rations for permanent waving in the home” to such an extent 
that the mark had become well-known and established in the 
Swedish market. The Patent Office commented on this affidavit 
and argued that the results of the investigation as reported in 
the affidavit scarcely justified a conclusion, and that the affidavit 
was based on material too meager to overcome the bar to regis- 
tration represented by the surname nature of Prom. In such 
eases the Patent Office usually requires strong evidence of “firm 
establishment” over a long period. 

The Patent Office contended that the meaning of the word 
“prom” in the English language is comparatively unknown to 
the average buyer in Sweden and it could not have any influence 
on the decision. The Patent Office recommended rejection of the 
appeal. 

In a decision dated February 19, 1959 the Supreme Admin- 
istrative Court stated that the surname Gillette had become 
strongly established in respect of safety razors and some other 
goods, and that it must be assumed that the family name Prom, 
borne by four persons in Sweden, must be known to only a small 
number of people. The Court believed, therefore, that the name 
Gillette will strongly dominate in the trademark GILLertr’s prom, 
and for this reason and because the consents of the present 
owners of the name prom had been secured, the Court ruled that 
the mark was not barred from registration. The case was sent 
back to the Patent Office and a registration was granted. (NIR 
1959 pp. 137-139.) 


(B) S. C. Johnson & Son, Ine. filed an application for reg- 
istration in Sweden of the trademark GLApE in respect of de- 
odorants for domestic and household uses. The Patent Office 
refused the application on the ground that the word “Glade” was 
a Swedish surname. The applicants appealed, and they argued 
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that the word “glade” was also a variant form of the adjective 
“glad.” In its reply to the appeal the Patent Office stated that 
this form of the word was archaic and uncommon in everyday 
speech, and that for this reason it was impossible to ignore the 
fact that the word was a Swedish surname. On October 1, 1959 
the Supreme Administrative Court affirmed the decision of the 
Patent Office. (NIR 1959 p. 275.) 


(C) A Danish company named R. Faerch A/S applied for 
registration of a device mark containing the name EVERTON in 
respect of tobacco products. During the examination of the ap- 
plication they withdrew their claim to direct protection of the 
word EVERTON. However, the Patent Office on June 10, 1958 re- 
jected the application on the grounds that EvERToN resembled 
too closely the name “Ewerton,” a Swedish surname, and that 
the applicants had failed to show their right to include the name 
EVERTON in their mark (although they had disclaimed any right 
to the exclusive use of the word). 


The applicants appealed and in its reply to the appeal the 
Patent Office made the following statements: There is only a 
slight difference phonetically and visually between EvERTON and 
EWERTON. For that reason it was impossible to grant protection 
for the word EverTOoN by itself. However, that word could have 
been included in the device mark without giving exclusive pro- 
tection to EVERTON if the applicants had shown their right to the 
use of that word and their justified interest in including the 
word in their mark. As a rule a physical person is entitled to 
use a name if he bears that name himself. A corporate person 
is also entitled to include in a device mark its corporate name 
together with a surname occurring therein. If, however, only 
the surname is included, and not the complete firm or corporate 
name, it is necessary to prove a justified interest in the surname. 
Such interest could be proven by showing, for example, that the 
name is that of a founder of the company, or of a prominent 
person connected with the company, or of a person whose in- 
ventions have been of great importance to the company. The 
appellants had stated that EVERTON was the name of a well-known 
English football team and that for this reason the word had a 
double meaning, but on that point the Patent Office emphasized 
that the word does not exist in the Swedish language and that 
according to trademark law a double meaning could not be estab- 
lished simply because the name was also that of a football team. 
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On February 19, 1959 the Supreme Administrative Court 
confirmed the rejection of the application by the Patent Office. 
(NIR 1959 pp. 139-140.) 


Union of South Africa 
Business Names Act, 1960 


This Act, No. 27 of 1960, was published on April 1, 1960, 
but it will not be effective until January 1, 1961. The purpose 
of the Act is to provide controls over the use of trading names 
(as distinguished from the actual registered names) of parties 
engaged in business in South Africa, whether they are individuals, 
partnerships or corporations. 

The Act should be useful in a case where a trading name or 
style is adopted by a party which includes the trademark of 
another person, and Section 5 of the Act is of particular interest. 


“Section 5. (1) Upon the application in writing of any ag- 
grieved person the Registrar may in writing order any person 
who carries on any business under any name, title or descrip- 
tion which is in the opinion of the Registrar calculated to 
deceive or to mislead the public or to cause annoyance or 
offence to any person or class of persons or is suggestive 
of blasphemy or indecency, to cease to carry on the business 
under that name, title or description. 


“(2) Before considering any application made in terms of 
sub-section (1), the Registrar shall furnish in writing to 
the person against whom an order under that sub-section is 
sought, a statement setting out the name of the applicant 
and the grounds on which the application is made and afford 
such person a reasonable opportunity of replying thereto.” 


The Registrar of Patents and Trade Marks will administer 
the Business Names Act in his other capacity of Registrar of 
Companies. 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Practice Under Section 8 of the Lanham Act — Part III' 


The requirements of the affidavit which must be furnished 
under Section 8 of the Lanham Act of 1946 were discussed in 
previous Notes From The Patent Office.* The present article 
which concludes the series on Section 8 is devoted to the require- 
ment that the registrant must make a showing that the mark 
is still in use or that its nonuse is due to special circumstances 
which excuse such nonuse and is not due to any intention to 
abandon the mark.’ 


The Showing 


The showing required by Section 8 must be something more 
than a mere statement by the registrant that the mark is still in 
use or that its nonuse is due to special circumstances which excuse 
such nonuse. The showing must be in the form of positive state- 
ments of facts or in the form of evidence such as labels or con- 
tainers or photographs of containers or goods showing the mark 
as it is currently used on the goods in commerce. 

The best showing that the mark is still in use is a current 
specimen of the mark supported by an affidavit in which it is 
alleged that the specimen actually shows present use of the mark. 
For Section 8 purposes the specimens are not judged as strictly 
as they are in original applications to register marks but the 
showing must be sufficient to allow the Examiner to reach a rea- 
sonable conclusion that the mark is still in use as a trademark. 

An affidavit merely stating that the mark is still in use is 
insufficient. The showing must consist of evidence other than 
the mere statement of the registrant to justify maintaining the 
registration on the register. The Office has accepted statements 
that the registered mark is still in use as sufficient showing though 
the affant has not furnished an actual specimen of current use. 


* Examiner, Trademark Operation, U. S. Patent Office. Member, District of 
Columbia Bar. 
t+ 100.88—FEDERAL TRADEMARK ACTS (Construction of Statutes)—acT or 1946— 
SECTION 8. 
1. Notes From the Patent Office, 50 TMR 470, June, 1960 and 50 TMR 569, July, 
1960. 
2. Section 8, Lanham Act of 1946, 15 U.S.C. 1058. 
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However, in such event the statement, which should be part of 
the Section 8 affidavit, must allege that the registered mark is 
still in use and the allegation must be supported by other infor- 
mation tending to prove use such as sales volume figures, adver- 
tising expenditures to promote the mark and/or other statistics 
showing the extent of use of the mark during the critical period. 

Section 8 makes no requirement that the registrant set forth 
the goods in connection with which the registered mark is used 
at the time the affidavit is filed. Thus, it appears that if the 
mark is still in use on any of the items set forth in the original 
application it is sufficient. 


Showing of Excusable Nonuse Under Section 8 

Nonuse of a registered mark does not necessarily mean that 
the mark is abandoned or that the registration is lost. Section 8 
provides for the continuation of the mark on the register if the 
applicant files an affidavit showing that the nonuse of the mark 
is due to special circumstances which excuse such nonuse and is 
not due to any intention to abandon the mark. 

Generally, the showing should recite circumstances other than 
the mere inability of the registrant to promote the sale of goods 
bearing the mark. Thus, where a registrant merely stated that 
he was ill and did not conduct his business during his illness it 
is insufficient unless it is also shown in some way that the business 
eould not continue without his presence. It should also be shown 
that there is an intention to resume operations as soon as the 
affant can physically perform the duties required by the busi- 
ness. Ostensibly, this type of excuse can be accepted only where 
it is shown that the mark is used in a one-man business and the 
circumstances are such that, despite the intention to resume opera- 
tions, the mark has not in fact become abandoned. In this type 
of one-man business operation it would be wise, whenever pos- 
sible, to show that advertising and “contacts’’ were continued 
during the illness. It should also be noted that the failure to sell 
goods bearing the mark because a demand for them could not be 
engendered is not accepted as a circumstance to excuse nonuse. 

An element of excusable nonuse is the intention not to aban- 
don the mark. Showing an intention not to abandon the mark 
is not always an easy thing to do. An example of a showing of 
intention not to abandon the mark would be continuous promo- 
tion of the sale of goods under the mark no matter how small 
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the volume of sales. Where the affidavit of use cannot be fur- 
nished because interstate sale had ceased, allegation that the 
goods are still sold in a single state could be submitted as evi- 
dence of intent not to abandon. Continuously advertising goods 
under the mark though for some reason sales have ceased is also 
evidence of the intent not to abandon. 

Certain situations beyond the control of the registrant can 
be cited to show that applicant does not intend to abandon a 
registered mark. Thus, where it is not possible to secure raw 
material to manufacture goods due to war, an intent not to 
abandon can be inferred. Other similar situations which may 
infer that there is no intent to abandon inelude labor strikes, 
retooling and catastrophe (e.g., fire and flood). The registrant’s 
effort to resume use of the mark should always be set forth when- 
ever possible.® 


Major Change in Mark 


Where the mark has been changed since the original regis- 
tration, acceptance of the affidavit will depend on the degree of 
the change. A material alteration of the mark may eall for a 
holding that the currently used mark is a new mark and that 
the mark originally registered was abandoned. Similarly, aban- 
donment may result where the mark originally registered has been 
incorporated into a composite mark where the original significance 
of the mark is lost or submerged. Mere changes in background, 
or styling, or modernization of the mark where the principal 
feature of the mark remains do not ordinarily result in aban- 
donment of the mark originally registered. Whether there has 
been a material change of a mark resulting in abandonment of 
the original mark is a question which must be decided on the 
facts presented in each case. Previous findings by Examiners 
and decisions of the Office and judicial tribunals can, at best, 
act only as guides. 


3. For a listing of cases on the subject of use and excusable nonuse see: J. H. 
Merchant, The Section 8 Affidavit—Use and Excusable Nonuse, 49 TMR 911 at pages 917 
and 918. 
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PATENT OFFICE 


Trademark Statistics 


Applications filed 


Registrations issued 
Principal Register 
Supplemental Register 


Renewals 

Sec. 12(c), publications 
See. 8, affidavits filed 
See. 8, cancellations 


Cancellations, other 


Cumulative 
January—J uly 


1960 
13,370 


10,876 
447 


11,323 


2,377 
288 
7,227 
2,724 
99 


1959 
13,631 


10,217 
496 


10,713 


1,917 
276 
6,971 
2,893 
91 
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NEELY et al. v. BOLAND MANUFACTURING COMPANY 


No. 16191 —C. A. 8 — January 19, 1960 — 124 USPQ 158 
500.77—COURTS—PLEADING AND PRACTICE—FINDINGS OF FACT 


Plaintiff is not entitled to retrial by court of appeals. Insofar as trial court 
determined issues of fact which were doubtful under the evidence, the determina- 
tion binds court of appeals. Court of appeals may not set aside finding of fact 
unless there is no substantial evidence to sustain it, or unless it is against clear 
weight of evidence, or induced by an erroneous view of the law. 

Whether respective trademarks of the parties are so similar as to be likely to 
deceive purchasers as to origin of merchandise is a question of fact for trial court. 
Whether trademark has acquired secondary meaning is question of fact. 

Whether evidence warranted finding of breach of confidential relationship from 
conduct of plaintiff’s employee, attributable to defendant, was for trial court to 
determine. 

District court, finding non-infringement, may in its discretion decline to rule 
on validity of plaintiff’s mark, but it is not error to rule on this question. 

Trial court was justified in ruling that KAT-E-KORNER was a phonetic spelling 
or misspelling of “cater-corner,” therefore descriptive and not subject to appropria- 
tion or registration as a trademark. 


500.19—COURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS 
“Diagonal zipper” being truthful description of defendant’s article, warranted 
finding of non-infringement of plaintiff’s mark KAT-E-KORNER ZIPPER. 
500.76—COURTS—PLEADING AND PRACTICE—DEFENSES 
That plaintiff’s mark was used on plastic rather than paper garment bags 
recited in registration does not render mark invalid by non-use and abandonment. 
600.4—COURTS—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
Unauthorized use of JIFFY would infringe JIFFY BY NEELY registered for similar 
goods, “by Neely” being an insignificant addition. 
500.11I—COURTS—BASIS OF RELIEF—IN GENERAL 
Appellate court was unwilling to hold, as a matter of law, that the exact line 
drawing of merchandise of its container is not subject to appropriation, use and 


registration as a trademark. Another may not with impunity simulate such illus- 
tration, though he may illustrate his merchandise on his package. 


500.22e-—COURTS—BASIS OF RELIEF—DRESS OF GOODS—PACKAGES AND 


CONFIGURATIONS 

Mere imitation of merchandise unprotected by patent or trademark is not unfair 
competition, but additionally copying package with distinctive window, line draw- 
ing and some of language characterizing plaintiff’s package, constituted unfair 
competition. 


500.74A—-COURTS—PLEADING AND PRACTICE—EVIDENCE 


Where there is likelihood of confusion or deception it is unnecessary to prove 
that purchasers have actually been confused. Facts supporting suit for infringe- 
ment of trademark are substantially the same as for unfair competition. 


745 
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In face of deliberate simulation by defendant of plaintiff’s package, almost 
certain to confuse purchaser as to source of goods, trial court’s conclusion that 
defendant had not engaged in unfair competition is reversed as contrary to the 
evidence and based upon a misconception of applicable law. 

500.51—COURTS—SCOPE OF RELIEF—IN GENERAL 

Case remanded, with direction to enter judgment for plaintiff, enjoining simu- 
lation by defendant of plaintiff’s package, awarding costs to plaintiff and granting 
such other or further relief as is not inconsistent with the opinion. 

500.57—COURTS—SCOPE OF RELIEF—DAMAGES 

Trial court more appropriately shall pass on question of damages, profits and 
form of judgment. 


Action by Clarence L. Neely and Neely Manufacturing Co., Inc. v. 
Boland Manufacturing Company for trademark infringement and unfair 
competition. Plaintiffs appeal from District Court for District of Minne- 
sota from judgment for defendant. Reversed. 

Case below reported at 49 TMR 540. 


Donald H. Zarley, of Des Moines, Iowa (M. Talbert Dick, of Des Moines, 
lowa, and Sewall A. Sawyer, of Winona, Minnesota, on the brief) for 
appellants. 

Charles B. Cannon, of Chicago, Illinois (Thomas E. Dorn and James W. 
Cotter, of Chicago, Illinois, and C. Stanley McMahon, of Winona, 
Minnesota, on the brief) for appellee. 


Before SANBORN, VAN OOSTERHOUT, and Matrues, Circuit Judges. 


SANBORN, Circuit Judge. 

This is an appeal from a judgment for the defendant, Boland Manu- 
facturing Company, an Illinois corporation, of Winona, Minnesota, in an 
action brought against it by Clarence L. Neely and Neely Manufacturing 
Co., Inc., an Iowa corporation, of Corydon, lowa, charging trademark 
infringement and unfair competition in connection with the manufacture 
and sale of unpatented plastic garment bags or garment covers with 
diagonal slide-fastener or zipper openings. Jurisdiction was based on 
15 U.S.C. § 1121, as well as on diversity of citizenship and amount in 
controversy. 

Clarence L. Neely, having assigned his rights and claims to the corpo- 
rate plaintiff, was, without objection, dismissed from the case. The actual 
controversy, then, was, and still is, between the corporate parties to the 
action and to this appeal. For convenience, the Neely Manufacturing Co., 
Inc., which has succeeded to the business, trademark rights and claims 
connected with the garment bag business originated by Clarence L. Neely 
in 1948, will be referred to as “Neely”; and the defendant, as “Boland.” 

Neely has, since late in 1948, made and sold, as its principal product, 
plastic garment bags with diagonal zipper openings. It has used three 
registered trademarks: JIFFY BY NEELY, No. 629,314, for “Plastic Garment 
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Bags,” registered June 26, 1956; girry, No. 231,977, for “Garment Bags 
of Paper,” registered to Lewy Chemical Company August 30, 1927, renewed 
August 30, 1947, and assigned to Neely March 30, 1954; and KAT-E-KORNER 
ZIPPER, No. 558,903, for “Flexible Synthetic Sheet Garment Storage Bag,” 
registered May 13, 1952. 

Since late in 1949 or early 1950, Neely, in marketing its individual 
garment bags, has used a white cardboard box having a diagonal cellophane 
window-opening in its front, slanting downwardly toward the left-hand 
lower corner of the box. In the upper left-hand corner of the box-front 
is a line drawing of a garment bag with a man’s coat inside of it. At the 
lower left corner appears in large type, “On and Off So Easy Via KAT-E- 
KORNER ZIPPER.” At the lower right corner appears in large type, “Your 
Suit is Always Ready to Wear in a JIFFY BY NEELY Suit Cover, Dust-Proof 
with KAT-E-KORNER ZIPPER.”” On the lower end of the box appears in large 
type, JIFFY. Neely has continuously used on its box the slogan, YOUR SUIT IS 
ALWAYS READY TO WEAR. It is clear that the outstanding distinctive features 
of the Neely box are the diagonal cellophane window and the line drawings. 

Neely has never made or sold paper garment bags, but has, since its 
acquisition of the trademark Jirry, used that mark in marketing its plastic 
bags. Neely has spent substantial sums of money in advertising and for 
the packaging of its product. 

Boland entered the plastic garment bag market in competition with 
Neely in 1953. In the past it had done business with Neely with respect 
to rainwear, and had a commission salesman named Gust Bergquist, who 
had also represented Neely and may have been and probably was repre- 
senting Neely at the same time he represented Boland. Bergquist was 
advised of Boland’s new product, and all of Boland’s salesmen were asked 
for their opinions or reactions to it. Boland knew that Neely was making 
a garment bag with a diagonal zipper, and the President of Boland has 
seen a Neely bag in a store in Rochester, Minnesota. Neely believes—not 
without justification—that Bergquist conspired with Boland to copy or 
imitate Neely’s garment bags and its means for marketing them. 

The Boland plastic garment bags were, as the evidence showed and 
the court found, virtual duplicates of those produced by Neely. A com- 
parison of the bags in evidence disclosed no substantial difference in appear- 
ance. The court also found that the bags were packaged in similar cartons. 

The box or carton first used by Boland for the packaging of its bags 
was made of cardboard with brown and white rectangles on the front and 
back, and without any cellophane window. It carried Boland’s trademark 
KWIK ZIP; the words SUIT BaG in large type; and the words By BOLAND 
in small type; under which appeared large illustrations of two garment 
bags with diagonal zippers, one containing a man’s coat, and the other a 
woman’s dress. Under these illustrations appeared, in large type, the 
words “With Diagonal Zipper.” In the lower left-hand corner, in a brown 
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rectangle, appeared the printed words, “Diagonal Zipper,” “Dust-Proof,” 
and “Waterproof.” In a white rectangle at the lower right-hand corner, 
in very large type, were the words “TRAVEL-STORAGE BAG”; under- 
neath which, in smaller type, were the words, “No Need to Struggle—ZJust 
Zip It Over—Slips on Easier.” There was virtually no resemblance be- 
tween this package of Boland and the package used by Neely, except in 
size and shape, and perhaps in the significance of some of the language 





appearing on it. The illustrations on the Boland box were unlike the line 
drawing appearing on the Neely box. 

Boland used its original type of box for about two years, and then 
changed to a new box, which, in shape, color and dimensions, is an exact 
duplicate of the Neely box, with its characteristic cellophane window and 
a single line drawing of a garment bag with a man’s coat inside of it. 
Boland knew that Neely used the diagonal window and the line sketch on 
its boxes. The similarities in the two boxes are the window, the line draw- 
ing, and the words, “Suit Cover” and “Always Ready to Wear.” The 
President of Boland testified that its box was “fairly similar” to the 
Neely box. Boland used the words “Diagonal Zipper” with knowledge that 
Neely called its zipper KAT-E-KORNER ZIPPER. Boland adopted the trade- 
mark KWIK ZIP with knowledge that Neely was using JIrFy on its garment 
bags. Neely notified Boland by letter of March 14, 1955, that it was in- 
fringing the trademark KAT-E-KORNER ZIPPER, and on April 1, 1955, counsel 
for Neely wrote Boland that, in simulating Neely’s product, it was in- 
fringing the trademark and engaging in unfair competition. 

The gist of Neely’s grievance against Boland can be deduced from 
correspondence in the record. We quote the following from a letter of 
April 4, 1955, written by Amelia Schultz, Secretary of Boland, to counsel 
for Neely, in reply to his letter of April 1, 1955: , 


“Mr. Dick, I would like to say a few things which I would prefer 
to be considered ‘off the record.’ Actually, we did not copy Neely’s 
bag. We copied a bag with a diagonal zipper closure which was manu- 
factured by a competitor of both Mr. Neely and our company. If I’m 
not mistaken, there’s a man in Montana who holds a patent on a diag- 
onal opening. We’ve made bags for him and his patent number had 
to be stamped on each bag before shipping. The Boland Mfg. Co. has 
been in the plastic business for 15 years—we’ve made garment bags 
with various openings (including diagonal) in various weights of 
vinyl both clears and prints as well as in various weights of polyethy- 
lene. To say that we’re infringing on anyone’s rights in this respect 
just doesn’t seem right.” 


In a letter of September 20, 1955, written by an attorney for Neely 
to an attorney for Boland, captioned, “Re: Neely Mfg. Company vs. Boland 
Mfg. Co.,” appears the following: 
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“T have received your letter of August 15, 1955, relative to the 
above matter and I agree that in the many years past it was perfectly 
legal to copy the item of another that was not tied down by a patent. 
Recently, however, both lawyers and the Courts recognize the doctrine 
of undue enrichment and unfair business practice by simulating the 
well known product of another. 

“From time to time both you and Boland Mfg. Company have re- 
ferred to some purported patent owned by someone living in Montana. 
I am unable to find any patent, foreign or domestic, on a diagonal 
eatercornered zipper bag. Inasmuch as all of you seem to be familiar 
with this patent, advise me by return mail either the year in which 
it was issued or the actual patent number.” 


On January 18, 1956, this same attorney for Neely wrote another letter 
to the attorney for Boland relative to the controversy, in which he said: 


“You are familiar with the situation. First I was advised, as an 
excuse for copying my client’s product, that the idea was copied by 
your client from somebody out West. I have repeatedly asked for 
information on this phase and of course never got it. 

“Tt is this copying of another’s product and then making an in- 
ferior product that I object to. I have already called your attention 
to the objection to the practice of your client of simulating the well 
known and advertised product of another. 

“Now I have before me the cardboard package that your client is 
using to sell his coat covers. Again we have a direct copy in size, style 
and appearance. No change. My client and yours has a cellophane 
window of exactly the same design, size, shape and arrangement. Your 
client has also copied the drawings of the suit cover with a coat inside 
it. The Neely Mfg. Co. uses this phrase ‘your clothing is always ready 
to wear.’ Your client uses ‘always ready to wear.’ Your client uses the 
diagonal zipper data copied from my client. 

“Really, doesn’t your client have any imagination at all? This 
simulating and copying in every respect, both as to product and box, 
is just not cricket. 

“Apparently your client wants litigation and Mr. Neely is going to 
see that he is accommodated. However, before any positive action is 
taken I thought that it would be well to again write you. It is requested 
that you send a copy of this letter to your client and see if something 
cannot be worked out as a last chance before litigation that is surely to 
come about.” 


Had this lawsuit been confined to the actual controversy between the 
parties, reduced to its lowest terms, it would have been a fairly simple case 
to try and to decide, but many other issues of fact and law were raised which 
made it confusingly complicated. 

Stated briefly and generally, what the trial court determined was: 
(1) That Neely’s trademark Jirry, registered for use on “Garment Bags 
of Paper,” is invalid because of non-use and abandonment, and should be 
cancelled; (2) that the trademark Jirry By NEELY is valid, but “by Neely” 
is an essential part of it; (3) that Neely’s trademark KAT-E-KORNER ZIPPER 
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is invalid because descriptive; (4) that Boland’s trademark Kwik zIP does 
not infringe Neely’s trademarks JIFFY and JIFFY BY NEELY; (5) that 
Boland’s use of the words “Diagonal Zipper” is descriptive and not a trade- 
mark use, and does not infringe Neely’s trademark KAT-E-KORNER ZIPPER; 
(6) that Neely’s claimed design trademark, consisting of the line drawing 
of a garment bag containing a man’s coat, application for the registration 
of which is pending in the United States Patent Office, is invalid and void 
because illustrative of the way in which the bag is used; (7) that Neely 
is not entitled to a monopoly of any features of its garment bags with 
diagonal zippers, nor its packaging or sales promotional materials; (8) 
that Neely’s charges of a “breach of confidential relationship” arising out 
of the connection of Gust Bergquist, a salesman, with both Neely and 
Boland, are not sustained by the evidence; (9) that the evidence of al- 
leged confusion between Boland’s garment bags and those of Neely is 
inadequate; (10) that Neely’s evidence as to sales of its garment bags and 
its expenditures for packaging, advertising and sales promotional ma- 
terials does not establish that its trademarks had acquired a secondary 
meaning; (11) that every feature of Neely’s garment bag, including its 
diagonal opening, is functional and not susceptible of appropriation; (12) 
that Boland is entitled to use Neely’s alleged design trademark (line draw- 
ing of a garment bag) on its packaging and its advertising and on its 
sales promotional materials; (13) that the alleged design trademark of 
Neely is not a trademark and is not entitled to registration; (14) that the 
claim that Boland has competed unfairly with Neely or infringed upon its 
rights is not sustained by the evidence; and (15) that Boland is entitled 
to a judgment dismissing Neely’s complaint, and determining that Neely’s 
trademark Jirry is invalid for non-use and abandonment and should be 
cancelled ; that Neely’s trademark JIFFY BY NEELY is valid, but has not been 
infringed by Boland ; that Neely’s trademark KAT-E-KORNER ZIPPER is invalid 
and should be cancelled; and that Neely’s claimed design trademark is 
void and should be denied registration. Judgment was entered accordingly. 

It should be said that the invalidation of Neely’s trademarks JiFrry 
and KAT-E-KORNER ZIPPER, and its alleged design trademark, was prayed for 
by Boland in a counterclaim for a declaratory judgment set up in its 
answer. 

In its points relied upon for reversal, Neely asserts that the District 
Court erred in determining: (1) that Neely is not entitled to a monopoly 
in any parts or features of its diagonal-opening garment bags; (2) that 
Neely has not sustained by evidence the charges of the alleged breach of a 
confidential relationship growing out of Bergquist’s conduct; (3) that its 
alleged design trademark is invalid; (4) that Neely’s trademark Jirry BY 
NEELY is not infringed, and that its trademarks JIFFY and KAT-E-KORNER 
ZIPPER are invalid and not infringed; and (5) that the evidence does not 
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establish that Neely had ever lost a sale of garment bags or suffered damage 
as a result of Boland’s activities. 

Neely is not entitled to a retrial of this case by this Court, and, insofar 
as the issues tried and determined were, under the evidence, doubtful issues 
of fact for the trial court, its determination of those issues is binding on this 
Court. 

“In a nonjury case, this Court may not set aside a finding of fact 
of a trial court unless there is no substantial evidence to sustain it, unless 
it is against the clear weight of the evidence, or unless it was induced by 
an erroneous view of the law.” Cleo Syrup Corporation v. Coca-Cola Co., 
8 Cir., 139 F.2d 416, 418, 60 USPQ 98, 100 (34 TMR 34). See, also, Seven 
Up Co. v. Cheer Up Sales Co. of St. Louis, Mo., 8 Cir., 148 F.2d 909, 911, 
65 USPQ 237, 239-240 (35 TMR 174); Pendergrass v. New York Life 
Ins. Co., 8 Cir., 181 F.2d 136, 137-138. The Supreme Court has said: “A 
finding is ‘clearly erroneous’ when although there is evidence to support 
it, the reviewing court on the entire evidence is left with the definite and 
firm conviction that a mistake has been committed.” United States v. 
United States Gypsum Co., 333 U.S. 364, 395, 76 USPQ 430, 443. 

Whether Boland’s trademark KwWIK ZIP is so similar to the trademarks 
JIFFY and JIFFY BY NEELY that it is likely to deceive purchasers and cause 
them to buy the product of Boland in the belief that it is the product of 
Neely, was, we think, a question of fact for the trial court, and is not a 
question of law for this Court. Seven Up Co. v. Cheer Up Sales Co. of 
St. Louis, Mo., supra, page 911 of 148 F.2d, 65 USPQ at 239-240 (35 TMR 
174). We are also of the opinion that the question whether the trademarks 
used by Neely in marketing its garment bag with diagonal zipper had 
come to have a secondary meaning such as to preclude Boland from simulat- 
ing such bags, was a question of fact. We agree that the evidence did 
not warrant a conclusion that the trademarks of Neely had come so strongly 
to signify to the public that Neely was the single source of such bags as to 
preclude Boland from making and selling similar bags, if adequately dis- 
tinguished from those of Neely. “But the imitator of another’s goods must 
sell them as his own production. He cannot lawfully palm them off on the 
public as the goods of his competitor. The manufacturer or vendor is 
entitled to the reputation which his goods have acquired and the public 
to the means of distinguishing between them and other goods; and protec- 
tion is accorded against unfair dealing whether there be a technical trade- 
mark or not. The wrong is in the sale of the goods of one manufacturer 
or vendor as those of another. Elgin National Watch Co. v. Illinois Watch 
Case Co., 179 U.S. 665, 674.” William R. Warner & Co. v. Eli Lilly & Co., 
265 U.S. 526, 531-532 (14 TMR 247). See also: Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, 118-119, 122-123, 39 USPQ 296, 299, 301 (28 
TMR 569) ; J. C. Penney Co. v. H. D. Lee Mercantile Co., 8 Cir., 120 F.2d 
949, 954-955, 50 USPQ 165, 170-171; Skinner Mfg. Co. v. Kellogg Sales Co., 
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8 Cir., 143 F.2d 895, 899, 62 USPQ 324, 327-328 (34 TMR 274) ; Sargent & 
Co. v. Welco Feed Mfg. Co., Inc., 8 Cir., 195 F.2d 929, 933-934, 93 USPQ 
144, 147-148 (42 TMR 547). 

The conclusion of the trial court that Boland could use the words 
“Diagonal Zipper” in connection with the sale of its bags, without infring- 
ing Neely’s trademark KAT-E-KORNER ZIPPER, was warranted, since “diag- 
onal” truthfully described Boland’s zipper. See and compare: Prestonettes, 
Inc. v. Coty, 264 U.S. 359, 368 (18 TMR 135) ; Skinner Mfg. Co. v. Kellogg 
Sales Co., supra, page 898 of 143 F.2d, 62 USPQ at 326-327 (34 TMR 274), 
and cases cited. 

Whether the evidence warranted a finding of a breach of a confidential 
relationship growing out of the conduct of Bergquist in connection with 
his employment and claimed betrayal of Neely, which could be attributed to 
and visited upon Boland, was also, we think, for the trial court to determine. 

We do not agree with the trial court that Neely’s trademark girry, 
which has been continuously used by it on its plastic garment bags, is in- 
valid because it was not used on paper garment bags. JIFFY was clearly 
subject to adoption and use by Neely as a trademark for a plastic garment 
bag. 

We regard Neely’s trademarks JIFFY and JIFFY BY NEELY as being, in 
legal effect, identical. The words “by Neely” are an insignificant addition 
to the word Jirry, as is shown by the registration of the mark. Surely, 
anyone using the word JIFFY on garment bags would infringe the trade- 
mark JIFFY BY NEELY, and the use of the latter mark on such bags would 
infringe the trademark girry. That JIFFY was registered for use with 
paper garment bags, is, we think, of no material significance. It is the 
use in business of a trademark, and not its adoptign or registration, that 
gives it validity and entitles it to protection. See: Trademark Cases, 100 
U.S. 82, 94; American Steel Foundries v. Robertson, 269 U.S. 372, 376 (16 
TMR 51); Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 
U.S. 315, 322, 39 USPQ 402, 404 (29 TMR 3); Brown & Bigelow v. B-B 
Pen Co., 8 Cir., 191 F.2d 939, 942, 91 USPQ 171, 172-173 (41 TMR 1066). 
We are satisfied that the trial court erred in holding the trademark Jirry 
invalid because of non-use and abandonment. 

The trial court having determined that Boland had not infringed any 
of Neely’s trademarks, it would seem that the question of their validity 
became academic and no longer constituted a justiciable controversy for the 
solution of which a declaration was necessary. In the case of Seven Up Co. 
v. Cheer Up Sales Co. of St. Louis, Mo., supra, page 913 of 148 F.2d, 65 
USPQ at 241 (34 TMR at 178), this Court said: 

“In their briefs the parties concur that the decision on infringe- 
ment of plaintiff’s trademarks controls decision on the issue of can-’ 
cellation of defendants’ trademark. Since we have found that defen- 
dants’ trademark does not infringe it follows that plaintiff is not 
entitled to cancellation.” 
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We think that the District Court might well, in the exercise of a sound 
discretion, have declined to rule upon the questions of the validity of the 
trademark KAT-E-KORNER ZIPPER and whether the alleged design trademark 
of Neely was or was not valid and subject to registration, questions raised 
by Boland’s counterclaim. Apparently, however, it was not error to decide 
those questions in view of Altvater v. Freeman, 319 U.S. 359, 363, 57 
USPQ 285, 288, a patent case, in which it was said: “Though the decision 
of non-infringement disposes of the bill and answer it does not dispose of 
the counterclaim which raises the question of validity.” See, also, Hawley 
Products Co. vy. United States Trunk Co., Inc., 1 Cir., 259 F.2d 69, 75-76, 
118 USPQ 424, 429. 

It is our opinion that the trial court was justified in ruling that KaT-E- 
KORNER was a phonetic spelling or misspelling of “cater-corner,’ meaning 
diagonal, and was therefore descriptive and not subject to appropriation 
or registration as a trademark.. 

We are unwilling to hold, as a matter of law, that the exact line draw- 
ing of the Neely bag, which drawing has been continuously used by Neely 
upon the boxes in which its garment bags have been packed, is not suffi- 
ciently distinctive to be subject to appropriation, use and registration as a 
design trademark. That is not to say that a maker of garment bags may 
not use an illustration of his bag upon his package, but it does mean that 
he cannot, with impunity, simulate the line drawing used by Neely to dis- 
tinguish its package and sales promotional materials from those of other 
makers of similar bags. In any event, we think the question whether 
Neely’s design trademark is or is not entitled to registration is primarily 
one for the Commissioner of Patents to decide, under the applicable law 
and his rules and regulations. 

For the purpose of this opinion, we shall accept the trial court’s de- 
termination that Boland has not actually infringed any of Neely’s regis- 
tered trademarks. That leaves for decision the question of unfair competi- 
tion. Had Boland done nothing more than imitate the garment bags of 
Neely, we think the conclusion of the trial court that Boland had not 
competed unfairly with Neely could be sustained. 

“Sharing in the goodwill of an article unprotected by patent or trade- 
mark is the exercise of a right possessed by all—and in the free exercise 
of which the consuming public is deeply interested.” Kellogg Co. v. National 
Biscuit Co., supra, page 122 of 305 U.S., 39 USPQ at 301-302 (28 TMR 
569). See, also, J. C. Penney Co. v. H. D. Lee Mercantile Co., supra, page 
955 of 120 F.2d, 50 USPQ at 171-172. 

When Boland, in addition to imitating the garment bags of Neely, 
copied the box or package in which Neely’s bags were sold, with its dis- 
tinective cellophane window, together with the line drawing and some 
of the language long used by Neely to characterize its box, Boland went too 
far, and clearly, we think, engaged in unfair competition with Neely. 
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In a case such as this—contrary to what the trial court seems to have 
assumed—it is not necessary to prove that purchasers have actually been 
confused. The test is whether there is likelihood of confusion or deception. 
Kann v. Diamond Steel Co., 8 Cir., 89 F. 706, 707; Ralston Purina Co. v. 
Saniwax Paper Co., D.C. W.D. Mich., 26 F.2d 941, 944 (19 TMR 7); 
My-T Fine Corporation v. Samuels, 2 Cir. 69 F.2d 76, 77, 21 USPQ 94, 95 
(24 TMR 141); Cleo Syrup Corporation v. Coca-Cola Co., supra, page 419 
of 139 F.2d, 60 USPQ at 101-102 (34 TMR 34); Dwight 8. Williams Co., 
Inc. v. Lykens Hosiery Mills, Inc., 4 Cir., 233 F.2d 398, 401, 109 USPQ 
328, 331 (46 TMR 836); G. D. Searle & Co. v. Chas. Pfizer & Co., Inc., 
7 Cir., 265 F.2d 385, 387-388, 121 USPQ 74, 76 (49 TMR 832). The facts 
which will support a suit for infringement of a trademark and one for 
unfair competition are substantially the same. Armstrong Paint & Varnish 
Works v. Nu-Enamel Corp., supra, page 325 of 305 U.S., 39 USPQ at 405. 

It seems obvious to us that similar goods, packed in similar containers 
having distinctive features, by competing manufacturers, are not only 
likely, but are almost certain, to cause purchasers to become confused as 
to the source of the goods. The conclusion of the trial court that Boland 
had not engaged in unfair competition with Neely, we regard as contrary to 
the evidence and based upon a misconception of the applicable law. See 
and compare, Dwight S. Williams Co., Inc. v. Lykens Hosiery Mills, Inc., 
supra, page 402 of 233 F.2d, 109 USPQ at 331-332 (46 TMR 836). That 
the simulation by Boland of the Neely box was deliberate, is, we think, 
apparent. 

We hold that Boland exceeded the bounds of fair competition when 
it packed its goods in virtually the same containers as had long been used 
by Neely and which were calculated to deceive intending purchasers and 
lead them to believe they were buying goods produced by Neely. See 
and compare, Coats v. Merrick Thread Co., 149 U.S. 562, 566. 

The judgment of the District Court is reversed, and the case is re- 
manded with directions to enter a judgment in favor of Neely, (1) enjoin- 
ing Boland from using, for packaging its garment bags, a box or container 
with a cellophane window opening substantially similar to that used by 
Neely, or which in any other material respect simulates the box or con- 
tainer which Neely has used in packaging its garment bags; (2) granting 
Neely such other or further relief as is not inconsistent with this opinion; 
and (3) awarding Neely its costs. 

The questions as to damages, profits, and the form of the judgment to 
be entered in conformity with this opinion, will be passed upon more appro- 
priately by the trial court. Cf. Armstrong Paint & Varnish Works v. Nu- 
Enamel Corp., supra, page 336 of 305 U.S., 39 USPQ at 409 (29 TMR 3). 

Reversed and remanded with directions. 
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THE NORWICH PHARMACAL COMPANY v. HOFFMANN-LA ROCHE INC. 


No. 572-59 —D. C., D. New Jersey — January 20, 1960 —124 USPQ 129 


750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 
Defendant’s counterclaim alleged plaintiff’s mark TRICOFURON for an antibac- 
terial drug infringed its rights under its anticoagulant drug trademark TREBURON 
and the modification thereof, TRIBURON, for anti-microbial drug. The mark TREBURON 
was registered in the Patent Office in 1952 and plaintiff stopped using it in 1953. 
TRICOFURON was registered in 1956 and TRIBURON was registered in 1958. In 1957 
defendant did not file required affidavit of use for TREBURON allowing it to be can- 
celled. The court held that plaintiff in 1955 had prima facie abandoned its trade- 
mark TREBURON and since no present infringement of this mark could exist defendant 
had no basis for alleging such to be the case. 
500.24—COURTS—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 
Defendant’s allegation in its counterclaim that plaintiff sold its drug TRICO- 
FURON under the name of a nonexistent entity, “Eaton Laboratories, Norwich, N. Y.” 
was held to state a violation under Section 43 (a) as this would be a false designa- 
tion of geographical origin and, further, if to the consumer there is a difference 
between production of drugs in a laboratory and an ordinary manufacturing estab- 
lishment, there might be a false description or representation in that regard. Defen- 
dant should be permitted to present its proof at trial. Although specific proof is 
necessary to recover damages, all that is necessary for injunctive relief is proof of 


likelihood of injury. 


Action by The Norwich Pharmacal Company v. Hoffmann-La Roche 
Inc. for trademark infringement and unfair competition in which defen- 
dant counterclaims for trademark infringement, unfair competition, and 
under Section 43(a) of Lanham Act. Plaintiff moves to strike counter- 
claim. Motion granted in part and denied in part. 

Rogers, Hoge & Hills and William F. Weigel, of New York, N. Y. (C. 

Donald Mohr, of New York, N.Y., and Brogan & Wolff and Henry F. 

Wolff, Jr., of Jersey City, New Jersey, of counsel), for plaintiff. 


Nims, Martin, Halliday, Whitman & Williamson and Walter J. Halliday, 
of New York, N.Y. (Bert A. Collison, of New York, N.Y., and Raymond 
D. McMurray, Lorentz & Stamler, and Joseph Stamler, all of Newark, 
New Jersey, of counsel), for defendant. 


HARTSHORNE, District Judge. 

The parties here, two drug manufacturers, each complains that the 
other is infringing upon its trademarks and engaging in unfair competition, 
basing their complaint and counterclaim, respectively, not only upon 
diversity jurisdiction but upon the trademark jurisdiction provisions of the 
statute, 28 U.S.C.A. § 1338. Norwich now moves to strike Hoffmann’s coun- 
terclaim under F.R.C.P. 12(b) (6) as not stating a claim upon which relief 
can be granted. 

In fact, Hoffmann’s counterclaim is dual, but not separated into two 
counts, though counsel agree that for the purposes of the present motion 
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this may be disregarded. The two claims upon which Hoffmann’s counter- 
claim is based are (a) that the Norwich drug bearing the trademark TRI- 
COFURON, of antibacterial potency, infringes Hoffmann’s rights under its 
anticoagulant drug TREBURON and its alleged modification, the antimicrobial 
TRIBURON, (b) that Norwich’s TRICOFURON injures, or is likely to injure, 
Hoffmann with particular respect to its said drugs, in violation of Section 
43(a) of the Lanham Act, 15 U.S.C.A. § 1125 (a), because the TRICOFURON 
label indicates its source as “Eaton Laboratories, Norwich, N.Y.,” which 
Norwich admits for purposes of this motion does not exist. 

We turn to the first of such counterclaim bases, i.e., that Norwich’s 
TRICOFURON infringes Hoffmann’s rights in its anticoagulant TREBURON and 
its alleged modification, the antimicrobial TRIBURON. TREBURON was regis- 
tered in the United States Patent Office in 1952 as an anticoagulant. Hoff- 
mann admittedly stopped using the name TREBURON in 1953. Thus prima 
facie, but only prima facie, Hoffmann abandoned TREBURON in 1955, 15 
U.S.C.A. § 1127. In 1956 Norwich registered TRICOFURON as an antibac- 
terial drug. In 1957 Hoffmann did not file the required affidavit with 
the Patent Office as to TREBURON “showing that said mark is still in use 
or showing that its nonuse is due to special circumstances which excuse 
such nonuse and is not due to any intention to abandon the mark,” 15 
U.S.C.A. § 1058(a). In 1958 Hoffmann registered TRIBURON as an anti- 
microbial agent. Admittedly, Norwich’s TRIcoruRON and Hoffmann’s TrI- 
BURON are competitive. As to TREBURON, the difference between that name 
and TRICOFURON is so distinct as to avoid confusion, let alone the fact 
that the fields of anticoagulants and antimicrobials differ. Furthermore, 
by its own admission, Hoffmann had allowed its trademark of TREBURON to 
be cancelled thereafter in 1958. Therefore, since no present infringement of 
the mark can exist, Hoffmann has no basis for alleging such to be the ease. 

Since TRICOFURON was registered three years before TRIBURON was 
registered, Hoffmann’s rights in TRIBURON in this aspect, standing alone, 
are subject to Norwich’s rights in TRICOFURON. Hence, Hoffmann projects 
the argument that its rights in TRIBURON, first registered in 1958 as an anti- 
microbial, should be permitted to relate back to the registration seven years 
earlier of TREBURON as an anticoagulant on the theory that TRIBURON is 
but a modification of TREBURON. Hoffmann cites no authority for this 
unusual claim of relation back other than Beechnut Co. v. Lorillard Co., 
1927, 273 U.S. 629 (17 TMR 159), and a reading of that case indicates that 
it does not support the theory. In that case the plaintiff did not have a 
completely different mark which the defendant’s modification infringed. 
Instead plaintiff used the same mark that the defendant had originally used. 
The present case would only bear resemblance to Beechnut if Norwich 
were now using TREBURON. Furthermore, the sole issue clearly covered in 
Beechnut was that of abandonment and that issue is not present here. 
How a trademark registered in 1958 can be considered legally as if registered 
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six years earlier, to the detriment of the drug of a third party registered 
meanwhile, quite without reference to the differing natures of the two 
Hoffmann drugs, is far from clear. Indeed, to permit this would create 
havoc in the whole field of trademark law. For instance, assume Company 
A had registered a trademark called TRILON and thereafter Company B 
registered its trademark in the clearly dissimilar name of TRASON. If Com- 
pany A were permitted to modify TRILON into TRISON, and TRISON were then 
to be given relation back to the date of the registration of TRILON, so that 
TRISON would be considered earlier than TRASON, Company B, which had 
first registered and owned TRASON, might find itself an infringer of Company 
A, despite Company B’s lawful action in obtaining the mark TRASON in the 
first place. As can easily be seen, such a result would hardly create cer- 
tainty in the area of trademark registration. 

The rights of Hoffmann as against TRICOFURON must stand or fall upon 
the basis of the trademarks which it now holds and as of the time they were 
in fact registered. Thus, as to TRIBURON, even disregarding the question 
of whether it and TRICOFURON are idem sonans, since Norwich’s TRICOFURON 
was registered before Hoffmann’s TrRIBURON, Norwich’s rights in this aspect 
are superior to those of Hoffmann, as a matter of law. 

Turning to the second basis of Hoffmann’s counterclaim, we consider 
the question of whether Norwich’s representation that TRICOFURON orig- 
inated in the nonexistent “Eaton Laboratories, Norwich, N.Y.” is a viola- 
tion of Section 43(a) of the Lanham Act, 15 U.S.C.A. § 1126. In arguing 
that it does not constitute such a violation, Norwich cites a series of cases, 
some decided before the enactment of the Lanham Act, and others after 
its enactment, applying a restrictive interpretation of such Act in line with 
this previously adopted judicial gloss. Mosler Safe Co. v. Ely-Norris 
Safe Co., 1927, 273 U.S. 182 (17 TMR 114); American Washboard Co. v. 
Saginaw Manufacturing Co., 103 F. 281 (6 Cir. 1900); Chamberlain v. 
Columbia Pictures, 186 F.2d 923, 89 USPQ 7 (9 Cir. 1951) ; Samson Crane 
Co. v. Union National Sales, 87 F.Supp. 218, 222, 83 USPQ 507, 509-510 
(40 TMR 33) (D.C. Mass. 1949) affirmed 180 F.2d 896, 96 USPQ 454 (1 Cir. 
1950). These cases generally go on the theory that what both the common 
law and the pertinent provisions of the Lanham Act prevent is the “palming 
off” of defendant’s products as being those of plaintiff, so that prospective 
customers would be likely to buy the former thinking they were the latter. 

On the other hand, the language of the provisions of the Lanham Act, 
Section 43(a), 15 U.S.C.A. § 1125(a), is so unambiguous that this Court 
has no right to disregard this clear expression of the intention of the Con- 
gress by applying a pre-existing judicial gloss thereto. Indeed, in this 
regard the viewpoint of this Court is concluded by the authority of L’Aiglon 
Apparel v. Lana Lobell, Inc., 214 F.2d 649, 651, 102 USPQ 94, 96 (3 Cir. 
1954), where the Third Circuit Court of Appeals says, alluding to these 
earlier cases: 
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“However, we reject this entire approach to the statute. We find 
nothing in the legislative history of the Lanham Act to justify the 
view that this section is merely declarative of existing law. Indeed, 
because we find no ambiguity in the relevant language in the statute 
we would doubt the propriety of resort to legislative history even if 
that history suggested that Congress intended less than it said. It 
seems to us that Congress has defined a statutory civil wrong of false 
representation of goods in commerce and has given a broad class of 
suitors injured or likely to be injured by such wrong the right to relief 
in the federal courts. This statutory tort is defined in language which 
differentiates it in some particulars from similar wrongs which have 
developed and have become defined in the judge made law of unfair 
competition. Perhaps this statutory tort bears closest resemblance to 
the already noted tort of false advertising to the detriment of a com- 
petitor, as formulated by the American Law Institute out of materials 
of the evolving common law of unfair competition. See Torts Re- 
statement, Section 761, supra.’ But however similar to or different 
from pre-existing law, here is a provision of a federal statute which, 
with clarity and precision adequate for judicial administration, creates 
and defines rights and duties and provides for their vindication in the 
federal courts.” 


See also Mutation Mink Breeders v. Nierenberg, 23 F.R.D. 155, 120 USPQ 
270 (49 TMR 222) (S.D.N.Y. 1959); Parkway Baking Co. v. Freihofer 
Baking Co., 255 F.2d 641, 117 USPQ 426 (48 TMR 1232) (3 Cir. 1958) ; 
Gold Seal v. Weeks, 129 F.Supp. 928, 105 USPQ 407 (45 TMR 1075) (D.C. 
D.C. 1955), affirmed Johnson v. Gold Seal, 230 F.2d 832, 108 USPQ 400 
(C.A.D.C. 1956). Section 43(a)* of the Lanham Act expressly provides 
that anyone who uses, in connection with any goods or services or any con- 
tainer or containers for goods, either “a false designation of origin or any 
false description or representation” and causes such goods or services to 
enter into commerce (which here admittedly occurred and is to be deemed 
to have been so alleged) “shall be liable to a civil action by any person 
doing business in the locality falsely indicated as that of origin or in the 
region in which said locality is situated, or by any person who believes that 


1. Restatement of Torts, Vol. 4, Sec. 761, 1939. 


“One who diverts from a competitor by fraudulently representing that the 
goods which he markets have ingredients or qualities which in fact they do not 
have but which the goods of the competitor do have is liable to the competitor 
for the harm so caused, if, 


“*(a) when making the representation he intends that it should, or knows or 
should know that it is likely to, divert trade from the competitor, * * *.’” 

2. 15 U.S.C.A. § 1125 (a) “Any person who shall affix, apply, or annex, or use in 
connection with any goods or services, or any container or containers for goods, a false 
designation of origin, or any false description or representation, including words or 
other symbols tending falsely to describe or represent the same, and shall cause such 
goods or services to enter into commerce, and any person who shall with knowledge 
of the falsity of such designation of origin or description or representation cause or 
procure the same to be transported or used in commerce or deliver the same to any 
carrier to be transported or used, shall be liable to a civil action by any person doing 
business in the locality falsely indicated as that of origin or in the region in which 
said locality is situated, or by any person who believes that he is or is likely to be 
damaged by the use of any such false description or representation.” 
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he is or is likely to be damaged by the use of any such false description 
or representation.” 

Admittedly there was no Eaton Laboratories at Norwich, N.Y., given as 
the geographic origin of TRICOFURON, even considering the word “origin” 
as meaning solely the geographic source of the article. Again, if we look 
at the Eaton Laboratories as showing the production source of TRICOFURON, 
i.e., as coming from a laboratory rather than from a mere manufacturing 
establishment, then there would be a “false description or representation” 
as tO TRICOFURON. As it was stated at the argument, without contradiction, 
that Hoffmann did business “in the region in which said locality [of Nor- 
wich, N.Y.] is situated,” then there would be a false designation of origin 
considering same solely in the geographic sense. Furthermore, if there is a 
difference to consumers between the production of drugs in a laboratory 
and their production in an ordinary manufacturing establishment, as Hoff- 
mann asserts, then there might well be a false description or representation 
in that regard. The further question, of course, remains whether or not, by 
either of the above false designations of origin, or false description or rep- 
resentation, Hoffmann is or is likely to be injured. In this regard, see 
Parkway Baking Company v. Freihofer Baking Company, supra. There the 
court said specific proof of injury is necessary to recover damages, but all 
that is needed for injunctive relief is proof of the likelihood of injury. Such 
is the allegation of Hoffmann’s counterclaim. In this aspect Hoffmann 
should be permitted to present its proof. 

Accordingly, an order may be entered dismissing the Hoffmann coun- 
terclaim in the first aspect, but denying Norwich’s motion to dismiss same 
in its second aspect. 
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DURON PAINT MANUFACTURING COMPANY, INC. v. THE DUROX COMPANY 


Trademark Trial and Appeal Board — May 26, 1960—125 USPQ 534 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
purRox (Applicant) for a liquid primer-sealer surface coating which may be used as an 
additive for paints, enamels and lacquers. 
DURON (Opposer) for ready mixed paint, varnishes, wood stains, rubber base paint, 
and paint enamels. 
When applied to the goods, DUROX so nearly resembles DURON as to be likely 
to cause confusion, or mistake or deception of purchasers. 
750.2-—OW NERSHIP OF TRADEMARK RIGHTS—ASSIGNMENT 
In opposition proceeding, counterclaim for cancellation of registration, on 
ground of abandonment, is sustained where evidence showed that applicant-assignee 
had acquired no business or good will, i.e., the assignment was a naked transfer of 
the mark, and had made no subsequent use of the mark. 


Opposition proceeding No. 37,800 by Duron Paint Manufacturing 
Company, Inc. v. The Durox Company, application Serial No. 695,082 
filed September 21, 1955. 

Cancellation proceeding by Duron Paint Manufacturing Company, 
Inc. v. The Durox Company, Registration No. 209,366 issued February 23, 
1926 in which The Durox Company counterclaims for cancellation of Regis- 
tration No. 581,794. 

Opposition sustained ; petition granted ; counterclaim dismissed. 

See also 50 TMR 81. 


Mead, Browne, Schuyler & Beveridge, of Washington, D.C., for Duron 
Paint Manufacturing Company, Inc. 
Woodling & Krost, of Cleveland, Ohio, for The Durox Company. 


Before LEACH, WALDSTREICHER, and SHRYOCK, Members. 


Suryock, Member. 

An application has been filed by The Durox Company to register 
puROX for a liquid primer-sealer surface coating which may also be used 
as an additive for paints, enamels and lacquers. Use since August 12, 1955 
is asserted. 

The Durox Company is the owner of record through mesne assignments 
of Registration No. 209,366, issued February 23, 1926 and renewed, for 
DUREX and ancillary design matter for varnish and mixed paint. 


A joint notice of opposition to the application and petition for cancela- 
tion of the registration has been filed by Duron Paint Manufacturing Com- 
pany, Inc., hereinafter referred to as opposer. 

As grounds of opposition, opposer asserts that applicant’s mark DUROXx 
so resembles its previously registered mark DURON and ancillary design 
matter for ready mixed paint, varnishes, wood stains, rubber base paint, 


1. Reg. No. 581,794, issued Nov. 3, 1953. 
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and paint enamels! as to be likely, when applied to applicant’s goods, to 
cause confusion or mistake or deception of purchasers. 

In the petition for cancelation it is alleged that the mark shown in 
Reg. No. 209,366 has become abandoned due to nonuse thereof by The Durox 
Company, hereinafter referred to as applicant, and by its predecessors in 
title. 

Applicant has counterclaimed for cancelation of opposer’s Reg. No. 
581,794, alleging in effect that if use of the marks DUROX and DURON, on 
the respective goods, is likely to cause confusion in trade then alternatively 
opposer’s registration of DURON would be inconsistent with applicant’s prior 
rights in its mark DUREX. 

Opposer has submitted evidence under Rule 1.282 showing that Frank 
Nogues, original registrant of Reg. No. 209,366, died sometime prior to 
April, 1928, and that in January, 1946 the surviving executor of the will 
of the deceased purported to execute a nune pro tune assignment of the 
mark DUREX and the registration therefor to John D. Nogues, to be effective 
December 16, 1931, the date of final distribution of the estate. Simultane- 
ously therewith John D. Nogues executed an instrument purporting to 
assign the mark and registration to Ulmont O. Cummings, who conveyed 
the mark and registration to Durex Abrasives Corporation. In September, 
1957 a purported assignment was executed by Durex Abrasives Corporation 
to applicant. 

Opposer called as an adverse witness the president of applicant cor- 
poration, who testified that the trademark DUREX has not been used by 
applicant. Opposer has also submitted testimony of an officer of Durex 
Abrasives Corporation to the effect that the business of such corporation is 
related to the marketing of coated abrasives,’ and that it has not engaged 
in the sale of paints or ingredients of paints as such. It further appears 
from testimony of this witness and the before mentioned Ulmont O. Cum- 
mings, who engages in trademark investigation work and acted a mere 
conduit of title, that the purported assignment involved nothing more than 
a naked transfer of the mark, unaccompanied by any business or good will. 
It is clear that applicant has neither derived nor exercised any rights in 
the mark DUREX and that the registration therefor is void. 

There remains to consider whether applicant’s mark pUROX so re- 
sembles opposer’s previously adopted and registered mark DURON, as to be 
likely, when applied to the goods, to cause confusion in trade. 

Applicant seeks registration for a primer-sealer surface coating which 
may be used as an additive for paints. Opposer’s goods comprise paints, 
varnishes, stains and enamels. The goods of the parties are both paint 
products which would normally move through the same trade channels to 


2. Opposer has offered in evidence under Rule 1.282 eight registrations owned by 
Durex Abrasives Corporation, all registered for abrasives. 
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the same class of purchasers, and are of such nature that they might be 
supposed to emanate from the same producer if sold under the same or 
similar marks. 

As to the marks, the record discloses that during the ex parte prosecu- 
tion of opposer’s application for registration of the mark DURON, and in 
an interference proceeding involving opposer’s mark DURAN and the mark 
DURANITE of a third party, opposer took the position that the term DUR 
was of such a “weak” nature as to preclude a likelihood of confusion 
where there were any other distinguishing features of the marks involved. 
Applicant contends that opposer is now estopped from taking a position 
here which is inconsistent with that taken in the aforementioned proceed- 
ing. Representations made by opposer in a proceeding to which this adver- 
sary was not a party, however, cannot estop opposer from taking a different 
position in the present proceeding. See: Roger & Gallet v. Johann Maria 
Farina Gegeniiber dem Neumarkt and cases cited therein, 122 USPQ 292 
(49 TMR 1223) (TT&A Bd., 1959). 

While opposer’s registered mark included background matter, DURON 
is the salient feature thereof and the term by which its goods would ordi- 
narily be known. Notwithstanding the fact that both marks contain a com- 
mon prefix which is suggestive of the durable nature of the products,® 
it is concluded that applicant’s mark pUROXx so nearly resembles opposer’s 
mark DURON as to be quite likely, when applied to the goods, to cause con- 
fusion, or mistake or deception of purchasers. 


DECISION 


The opposition is sustained, and registration on the application is 
refused; the petition for cancelation is granted, and Reg. No. 209,366 will 
be canceled in due course; and the counterclaim is dismissed. 





3. Applicant has attempted to introduce in evidence under Rule 1.282 numerous 
third party registrations which include DUR as a component thereof both for paint 
products and other articles of merchandise, assertedly to support the contention that 
DURON is a “weak” mark because DUR is merely a contraction of durable, is commonly 
used as a part of registered trademarks, and is therefore entitled to a narrow scope of 
protection. Such material has not been filed as required by this rule and therefore 
has not been considered here. 





PART ill 


MANOS et al. v. MELTON 
Mich. Sup. Ct. —Jan. 4, 1960—124 USPQ 144 


500.45—COURTS—BASIS OF RELIEF—TRADE SECRETS 

Appeal from Michigan Circuit Court from Judgment dismissing com- 
plaint—Affirmed. 

Plaintiff sought to enjoin his former associate in the plating business 
from disclosing to competitors a claimed secret process. The court held 
the proof failed to establish the plating method of sufficient newness or 
originality to represent a secret process or trade secret. All the plating 
processes employed were well-known to the industry. There was no show- 
ing of length or expensive research. There was no novel result achieved 
and the process had been disclosed to others. 


REX SHOE COMPANY, INC. v. THE JUVENILE SHOE 
CORPORATION OF AMERICA 


CCPA— Dec. 21, 1959— 124 USPQ 173 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


THRILLMATES (Applicant) for women’s and children’s shoes. 


FOOTHRILLS (Opposer) for shoes and slippers of leather or kid. 


FOOT and MATES being descriptive, THRILL being unusual for shoes is 
the significant portion of the mark. Purchasers may be confused as to 
origin of goods. 

Case below reported at 48 TMR 121. 


IN RE ROBERTSON PHOTO-MECHANIX, INC. 


Tm. Bd. — Jan. 21, 1960— 124 USPQ 141 
200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
DESCRIPTIVE AND GENERIC MARKS 
Registration refused. The Board held tTri-coLtor for photographic 
cameras and parts intended for three-color photography merely descriptive 
as applied to such goods. 
200.91—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—EVIDENCE 
The Board held statements by applicant’s dealers regarding the use by 
applicant of its mark TRI-COLOR was not indicative of the reaction of the 
purchasing public, therefore, not entitled to weight in considering whether 
mark had acquired a secondary meaning. 
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THE AMERICAN AGRICULTURAL CHEMICAL COMPANY v. 
CHAS. PFIZER & CO., INC. 


Tm. Bd. — Jan. 21, 1960— 124 USPQ 142 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
AGRISTIM (Applicant) for a plant growth stimulant and fertilizer. 

AGRICO (Opposer) for guano, fertilizer, limestone and soil conditioner; and 
AGRINITE for fertilizer. 


Opposition dismissed. The Board held acri when applied to fertilizers 
was suggestive and concluded that acrisTim differs sufficiently from aGRico 
and AGRINITE to obviate any reasonable likelihood of confusion. 





CLUETT, PEABODY & CO., INC. v. A. ALPER, INC. 
Tm. Bd. — Jan. 21, 1960—124 USPQ 143 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


AROMINK (Applicant) for fabric in which mink fibers are used with other 
fibers. 

ARROW (Opposer) for various articles of men’s wearing apparel; and 
AROSNAP for men’s shorts. 


Opposition dismissed. The Board found applicant’s AROMINK fabric 
was used exclusively in ladies’ dresses and it did not appear that fabric 
could be used in goods made by opposer (men’s wear) ; and held AROMINK 
was not likely to be confused as to origin of source with arrow and 
AROSNAP. 





JONES & LAUGHLIN STEEL CORPORATION v. 
JONES ENGINEERING CO. 


Tm. Bd. — Jan. 22, 1960— 124 USPQ 180 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
JAL-O-VENT (Applicant) for glass block ventilators. 


JALLOY (Opposer) for metal in bar form and metal wire; JaL-pucT for 
steel pipe; JAL-Dor for doors; JALTEN for sheet metal and plates; JALZINC 
for zine coated steel sheets; JALCASE for hot rolled or cold finished steel; 
JALLOY for alloy heat-treated steel; JAL-TREAD for steel floor plates. 


Opposition dismissed. While opposer may be known in field to which 
most of its products pertain as owner of a family of JAL- prefix marks, 
all products but JAL-Dor are so different from applicant’s goods that pur- 
chasers of the latter would not assume origin in opposer merely because 
of inclusion of prefix JAL- in applicant’s mark. 
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400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

While JAL-O-VENT and JAL-DoR are used for closely related jalousie 
doors and jalousie ventilators, JAL- and JAL-O- would suggest jalousie 
products rather than the opposer to purchasers. Considering highly sug- 
gestive nature of common component of the marks, their differences are 
sufficient to render confusion, mistake or deception of purchasers unlikely. 
300.21—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

IN GENERAL 

That a third party may possess superior rights in applicant’s mark is 

irrelevant to opposer’s rights in this proceeding. 


JONES & LAUGHLIN STEEL CORPORATION v. WINTER SEAL CORPORATION 
Tm. Bd. — Jan. 22, 1960— 124 USPQ 182 

100.4—CONFUSING SIMILARITY—CLASS OF GOODS 

JAL-MASTER (Applicant) for jalousie doors and windows. 

JALLOY (Opposer) for metal in bar form and metal wire, and for metal 


structural shapes; JAL-DucT for steel pipe; Jat-Dor for doors; JALTEN 
for sheet metal and plates; saLzinc for zine coated steel sheets. 


Opposition dismissed. Except for JAL-DoR, applicant’s goods differ 
sufficiently from opposer’s goods to render confusion unlikely from in- 
clusion of JAL- prefix in applicant’s mark. 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

While JAL-DoR and JAL-MASTER are used for similar goods, the common 
prefix JAL- would suggest jalousies rather than opposer. The remaining 
differences distinguishing the marks are sufficient to render confusion, 
mistake or deception of purchasers unlikely. 


IN RE WISCONSIN WIRE WORKS 
Tm. Bd. — Jan. 22, 1960 — 124 USPQ 183 


200.32—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SLOGANS 
USE ME NEXT—I’M READY FOR SERVICE (Applicant) for Fourdrinier wire 
cloth. 

Registration refused. No evidence was presented showing that slogan 
had acquired secondary meaning. Considering nature of mark and manner 
of use as informational or advertising slogan in a composite mark, the 
slogan does not identify and distinguish applicant’s goods. 
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IN RE RADEX CORPORATION 
Tm. Bd. — Jan. 22, 1960 —124 USPQ 184 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
LECTRIC-AIRE (Applicant) for electrically operated air cleaner for use in 
rooms and offices for the removal of airborne dust, pollens, and smoke. 


ELECTROAIRE (Prior Registration) for ozone generators. 


Registration refused. Considering competitive character of goods 
and substantial identity of marks, confusion, mistake or deception of pur- 
chasers is more than likely to occur. 


IN RE CARL BRAUN, CAMERAWERK 
Tm. Bd. —Jan. 22, 1960-—124 USPQ 184 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
BRAUN CAMERAS and design (Applicant) for photographic, flash and cine- 
matographic equipment. 
BRAUN HOBBY (Prior Registration) for photographic flash equipment, in- 
eluding high speed flash apparatus. 


Registration refused. In view of nature of words “camera” and 
“hobby,” BRAUN is the significant and distinguishing feature of the marks. 
Purchaser confusion would be more than likely to oceur. 


200.25d—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
NAMES—SURNAMES 


While BRAUN may have a meaning other than that of a surname, it is 
applicant’s surname, is used as such and would be thought of and recog- 
nized as such by average purchaser. It is primarily merely a surname. 


PHOENIX PRODUCTS COMPANY v. CONVERTER CORPORATION 
Tm. Bd.— Jan. 22, 1960 — 124 USPQ 185 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
SHELF-STYK (Applicant) for shelf paper having an adhesive surface. 


SELF-STICK (Opposer) for paper bands and wrappers for shirts, gloves, 
hose, yarn, ete. 


Opposition dismissed. Shelf and drawer lining paper is a household 
product ordinarily moving through consumer retail outlets, while op- 
poser’s packaging materials are sold directly and through jobbers to 
commercial, industrial and institutional users. Confusion in trade would 
not be reasonably likely. 
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IN RE CREATIVE CRAFT CO., INC. 
Tm. Bd. — Jan. 22, 1960 —124 USPQ 186 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


KEEP-Tys (Applicant) for knot retainers for attaching to the shoe laces 
of infants’ shoes. 


sTAY-Tys (Prior Registration) for shoe laces. 


Registration granted. While goods of opposer and applicant are closely 
related, and marks have somewhat similar connotation, considering highly 
suggestive significance thereof as applied to the goods, and the fact that 
marks are otherwise substantially dissimilar, similarity in meaning alone 
is insufficient to cause purchaser confusion. 


WOOLF BROTHERS, INC. v. BURTON'S NATURAL CLOTHES LTD. 
Tm. Bd. — Jan. 22, 1960 — 124 USPQ 187 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
PENNBROOKE (Applicant) for men’s suits, coats, jackets and pants. 


PEMBROOK (Opposer) for men’s and boys’ clothing, namely suits, vests, 
overcoats, coats and pants. 


Opposition sustained. Marks are so nearly alike that as applied to 


competitive articles of clothing, confusion, mistake or deception of pur- 
chasers would be inevitable. 


GOLDEN CRACKNEL AND SPECIALTY COMPANY v. WEISS NOODLE COMPANY 
Tm. Bd. —Jan. 25, 1960— 124 USPQ 187 


200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—DESCRIPTIVE AND GENERIC MARKS 
HA-LUSH-KA (Registrant) for egg noodles and egg noodle products, namely, 
macaroni, spaghetti and egg noodle novelties in different shapes. 


HALUSKA (Cancellation Petitioner) for Hungarian word for noodles and 
dumplings. 

Cancellation granted. Since registered mark to a segment of purchas- 
ing public is nothing more than a common descriptive name for egg noodles, 
registration is inconsistent with right of petitioner in the trade to use 
HALUSKA Or HA-LUSH-KA as such. 
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ACADEMY OF MOTION PICTURE ARTS AND SCIENCES v. 
ROSE JEWELRY COMPANY 


Tm. Bd. — Jan. 25, 1960— 124 USPQ 188 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
MOTION PICTURE ACADEMY (Applicant) for name of television program dis- 
playing motion picture feature films. 
ACADEMY OF MOTION PICTURE ARTS AND SCIENCES (Opposer) for name of 
non-profit corporation for promoting motion picture industry. 

In view of resemblance of names and the nature of opposer’s organiza- 
tion and of applicant’s program, it seems clear applicant’s use of MOTION 
PICTURE ACADEMY would be likely to suggest that its program is connected 
with the opposer. 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
Despite assertion by witnesses that opposer is referred to as MOTION 
PICTURE ACADEMY in magazine articles and other publicity material, and 
in letters from the public, such testimony is insufficient to establish that 
opposer is referred to by the public as “Motion Picture, Academy.” 
300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—DEFENSES 
Since record fails to show that opposer knew or should have known 
of applicant’s use of name prior to June 1958 when informed of such use 
by its counsel, mere delay of four months before proceeding against ap- 
plicant is insufficient to sustain defense of laches. 


IN RE H. M. PRINCE TEXTILES INC. 
Tm. Bd. —Jan. 25, 1960— 124 USPQ 190 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
LA FINESSA (Applicant) for woolen, worsted and cashmere fabrics in the 
piece. 


FINESSE (Prior Registration) for cotton piece goods. 


Registration refused. Piece goods, while specifically different, are of 
such nature that when marketed under similar marks, public is likely to 
assume a common source. Since marks are similar, confusion, mistake or 
deception of purchasers would be likely. 


200.87—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—CONSENT TO REGISTRATION 
Consent from prior registrant cannot overcome prohibitions of Section 
2 (d) of the Statute. 
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ATLAS SUPPLY COMPANY v. THE DAYTON RUBBER COMPANY 
Tm. Bd. — May 26, 1960 —125 USPQ 529 
4100.2—CON FUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
Opposition sustained. PLYCRON and NYCRON, being coined terms alike 
in sound, are confusingly similar as applied to related goods (tires and 
tire cords). 


R. J. STRASENBURGH COMPANY v. CARTER PRODUCTS, INC. 
Tm. Bd. — May 26, 1960 — 125 USPQ 530 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


MEPROTABS (Applicant) for pharmaceutical preparation for use in treat- 
ment of tension, as a muscular relaxant, an anti-convulsant, and as a 
sleep inducer. 


METROPINE (Opposer) for a medicinal preparation in tablet form acting 


as a spasmolytic in pylorospasms and as a relaxant of spasm in bronchial 
asthma. 
Opposition dismissed. In pharmaceutical field, MEPROTABS is not con- 
fusingly similar to METROPINE and/or METROCIN, 
300.283—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE 
In prior opposition between same parties but involving different marks, 
default judgment in favor of opposer could not be utilized in instant 
proceeding (under doctrine of res judicata) to establish facts pleaded, and 
asserted to have been admitted, in prior opposition. 


IN RE INSURANCE PREMIUM STAMPS, INC. 

Tm. Bd. —May 26, 1960— 125 USPQ 532 
200.30—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 

SERVICE MARKS 
INSURANCE STAMPS, used by applicant to identify and distinguish its 

service of promoting the goods of others through a trading stamp plan, is 
not a trademark for the stamps, stamp books or other physical material 
necessarily used in connection therewith. 
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IN RE FISHERY PRODUCTS, INC. 
Tm. Bd. — May 26, 1960—125 USPQ 533 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
OCEAN CLUB (Applicant) for frozen fish. 


SEA CLUB (Prior Registration) for canned salmon. 


OCEAN CLUB and SEA CLUB are confusingly similar as applied to frozen 
and canned fish. 





IN RE AMERICAN STEEL FOUNDRIES 
Tm. Bd. — May 26, 1960 —125 USPQ 533 
400,.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
ROTO-FRATE (Applicant) for railway brake rigging and parts thereof. 
ROTOBRAKE (Prior Registration) for brakes for vehicle wheel and axle 


assemblies. 


ROTOBRAKE and ROTO-FRATE are confusingly similar as applied to the 
same goods. 


IN RE M.K.M. KNITTING MILLS, INC. 
Tm. Bd. — May 26, 1960 —125 USPQ 536 


200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
DESCRIPTIVE AND GENERIC MARKS 
As used by applicant, i.e., in its primary and literal sense, WARRANTY 
does not function as a trademark. 





AMERICAN HOME PRODUCTS CORPORATION v. 
YOSHITOMI PHARMACEUTICAL INDUSTRIES LIMITED 
Tm. Bd.— May 26, 1960 —125 USPQ 537 
200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—DESCRIPTIVE AND GENERIC MARKS 
OPROMAZIN (Applicant) for anesthetics and neuroplegics. 


PROMAZINE (Opposer) for generic designation for a tranquillizing agent. 


Opposition sustained. In pharmaceutical field, OPROMAZIN is confus- 
ingly similar to non-proprietary chemical name PROMAZINE. 
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OLIN MATHIESON CHEMICAL CORPORATION v. R. J. MORAN CO. 


Tm. Bd. —May 26, 1960—125 USPQ 538 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


ALBADEX (Applicant) for medicinal preparation, namely, a dietary supple- 
ment with vitamins. 


ADEX (Opposer) for vitaminic preparations. 


Opposition dismissed. In pharmaceutical field, ALBADEX is not confus- 
ingly similar to ADEX. 





AMES COMPANY, INC. v. SCHIEFFELIN & CO. 

Tm. Bd. — May 27, 1960—125 USPQ 539 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
HEMOCCULT (Applicant) for liquid and paper reagent for laboratory diag- 


nostic testing. 


HEMATEST (Opposer) for a reagent tablet for detecting occult blood; and 
OCCULTEsT for a diagnostic reagent preparation. 
Opposition dismissed. In diagnostic reagents field, HEMOCCULT is not 
confusingly similar to HEMATEST and/or OCCULTEST. 





CAPITOL DAIRY QUEEN, INC., et al. v. McCULLOUGH’S DAIRY QUEEN 
Tm. Bd. — May 31, 1960—125 USPQ 540 


750.5—OWNERSHIP OF TRADEMARK RIGHTS—RIGHT TO REGISTER 
Opposers, subsequent users of DAIRY QUEEN as territorial franchisees, 

have no standing to oppose application (filed by originator of DAIRY QUEEN 

trademark, trade name and business) to register mark for machine for 


making semi-frozen dairy product. 
See also 48 TMR 197. 








